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Thomas Cotter, 2024 Marcum Patent Litigation Study, Comparative Patent Remedies (May 14,
2024),  https://comparativepatentremedies.blogspot.com/2024/05/2024-marcum-patent-litigation-

1

study.html, “From 2003-22, the overall median U.S. patent damages award was $3.7 million ($5.6
million excluding default judgments)”.

35 U.S.C. § 271(a) Except as otherwise provided in this title, whoever without authority makes,
uses, offers to sell, or sells any patented invention, within the United States, or imports into the
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United States any patented invention during the term of the patent therefor, infringes the patent.

Whoever without authority imports into the United States or offers to sell, sells, or uses within the
United States a product which is made by a process patented in the United States shall be liable as

an infringer, if the importation, offer to sell, sale, or use of the product occurs during the term of
such process patent. In an action for infringement of a process patent, no remedy may be granted
for infringement on account of the noncommercial use or retail sale of a product unless there is no
adequate remedy under this title for infringement on account of the importation or other use, offer
to sell, or sale of that product. A product which is made by a patented process will, for purposes of
this title, not be considered to be so made after—(1) it is materially changed by subsequent
processes; or (2) it becomes a trivial and nonessential component of another product.

MoK - A B RAEF2T14E(e)E T R AMRHE ) 2R 0 R KE 2004 0 1H o
HILESRF - EBAF > B ER o 200445 0 160-2527 -

ANTONIO VARAS ET AL., STRENGTHENING THE GLOBAL SEMICONDUCTOR SUPPLY CHAIN IN AN
UNCERTAIN ERA 9-11 (2021), https://www.semiconductors.org/wp-content/uploads/2021/05/BCG-
x-SIA-Strengthening-the-Global-Semiconductor-Value-Chain-April-2021 _
1.pdf, p.31 Geographic specialization.
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Court of Appeals for the Federal Circuit, CAFC) - IL‘:L[ S SE S
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(—)Bayer AG v. Housey Pharmaceuticals, Inc. (Fed. Cir. 2003)

Bayer;ii_ﬁl rJ ;iﬁ\[a&lgjl FIE 37271 % (g): g[??r?fj 5‘539%14{“[’@;?@4 NEIEIENE S
(] B2 R Rl R R Hlﬁiﬁj% " Product made by a process ; [[I "made ; I/t > I')
L4 f‘r’é?f i 1@?: 5% [ Product made by a process |

1% AN R EFN ETR

fﬂnmeyﬁ.iaifh% thfﬂfw%ﬂ (4,980,281 ~ 5,266,464 ~ 5,688,655 ~ 5,877,007 )
A S JH:” fY *ﬁ?’ £h [ Method of Screening for Protein Inhibitors and
Activators | > = BIfF— FEgHE 1k > B § ’E—‘E’F“fﬂffﬂﬁwpf“ sé%gn\]f[qﬁiﬁ %‘@ﬁfjﬁ A
FIEVAUPIET o

2001 35]6F1 » Bayer%*—“lr??ﬁz‘ ’ ZE'"T"IJ'“EF?J}HH{ ( Declaratory Judgment) » = 3=
Houseyﬂl Flz 3~ PRshi= 24 & J”ﬁ';ﬂ% o HEEF Bt FEFQ"J H¥K > HouseyHd-4 FAT
fBlS > A @4@’;’% s [MBEET271 1% (g)2F1 = FRBayer (Y Byt ik 7 %[Jﬂxjgbr,pl%
?@*Wﬁf?&%ﬂ@%ﬁ?ﬂoﬂmwiﬁvMWQQ@%Wﬁ4ﬂ%ﬁw%
PoRE A PR R A #’Jﬁiﬁ;{ﬁ}]ﬁl B R @;Igﬁ FJ 4 1 WA L | U S TR
WP B - oy SBayert 4 i Housey i #l 4 1
HPGH PR BB sy s T E'Vrﬁ’?‘/@@ Housey]:,h £% r%%%{}'?*J &l
BEPIPORHIA A ) RUEER A TRLE )

" 1. A method of determining whether a substance is an inhibitor or activator of a protein whose

production by a cell evokes a responsive change in a phenotypic characteristic other than the level

of said protein in said cell per se, which comprises:

(a) providing a first cell line which produces said protein and exhibits said phenotypic response to
the protein;

(b) providing a second cell line which produces the protein at a lower level than the first cell line,
or does not produces the protein at all, and which exhibits said phenotypic response to the
protein to a lesser degree or not at all;

(c) incubating the substance with the first and second cell lines; and

(d) comparing the phenotypic response of the first cell line to the substance with the phenotypic
response of the second cell line to the substance.

Bayer AG v. Housey Pharmaceuticals, Inc., 340 F.3d 1367, 1370 (Fed. Cir. 2003).
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B i HERGEERS QSE b Iy DR SR AR T R
PRSP BTAS 3 > 50 > Bayer™ S AR 1A% -

3B E SRR IR F] R

CAFC5# F’ﬁ 3 ﬁﬁﬁ'?ﬁf? Aok 5 A ﬁ'%%f? [0 A 5 %F T made ; V&
Fo AR R TR BV A Fj‘r?iif&iﬂik e pLEE o [Fil[ 3527271 1R ()7 Sl M-
e

(DEEET271 [ () F [ H > A8 (& [y Bl r%l[iﬁJ ( manufactured ) Elfjﬁﬁ’?gaj
fif > T ST FUTAR  o
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(Z)NTP, INC. v. Research In Motion, LTD. (Fed. Cir. 2003)

[tk Bayer = 1 I3k 05 Bigk At > ik SRIFIFRIONTPE > B
F%fdﬁwi (o e p] VR 05 o =0 %N@'f, [0S 53 1 7 T BV 27115 (@) 7 I
"Product ; VR » AN G AT SRERI O e R -

LA 3R fofan £ 5k

NTP, INC. ( ~7#j " NTP ; ) }‘Jg”éj SO ;ETJJ F| (5,436,960 ~ 5,625,670 ~

Id. at 1370

1d. at 1368 (concluding that § 271(g) “is limited to physical goods that were manufactured and does
not include information generated by a patented process”).

1d. at 1370 (process must be used directly in the manufacture of the product, and not merely as a
predicate process to identify the product to be manufactured).
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F“ff'k’i%) E¥ il EFrSF}E{J\'rj:_ [;;J,J,% ?F S EL YRR o
NTP= J=Research In Motion, LTD. (W?ﬂ "RIM ; ) %fb [FVEE4S (BlackBerry )
FR RS P A B wwﬁﬁﬁamﬁ’gﬁj_w
J;%”Fu »;acfpmat%$ i o NTPF RIMEJ;I 15 o AR g AR S0
PIRLEV27115 (@) FENfY T % fify s (product) -

23T iR IR H ik

{'ﬁ‘F‘[ Fd EA}J[E&, RPN E 5 (District Court for the Eastern District of Virginia)
%i’ﬁ@ﬁﬂﬂﬁﬁ$ﬁﬂwwr”ﬁﬁ IR LB A 1271 ()
,E,m;fﬁj F@?FFF#H o %ﬂﬂi[;;tg}qgjf r@?]ﬁ!u Ful?a[ﬁﬁtﬁlp JJ%[H@FIJ (3 ¥|Diamond v.
Chakrabartyli B &= g, Ffi@?f’#ﬁ 77‘{57?‘ﬂ (“po i %Ekfkf IR FIRIIRS

IR AP

2 NTP, INC. v. Research In Motion, LTD., 418 F.3d 1282, 1289 (Fed. Cir. 2005) (Campana’s

particular innovation was to integrate existing electronic mail systems with RF wireless
communications networks.... A message originating in an electronic mail system may be
transmitted not only by wireline but also via RF, in which case it is received by the user and stored
on his or her mobile RF receiver).

1d. at 1323 (The district court held that “wireless electronic mail” specially formatted by a patented
process can be a “product” under section 271(g). Section 271 Order at 13-14. The district court
compared the breadth of “product” to the breadth of patentable subject matter, cited to Diamond v.
Chakrabarty, 447 U.S. 303, 100 S.Ct. 2204, 65 L.Ed.2d 144 (1980), and explained that specially
formatted wireless e-mail is not naturally occurring, an abstract idea, or a physical

phenomenon. Section 271 Order at 14).
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(=) Phillip M. Adams & Associates (PMAA), LLC v. Dell Computer Corp.
(CAFC 2013)

¢iﬁ§wamﬁmww%g$w%%w%ﬂW%mﬁﬁW%@%%%W%’
R FORUREE OIS SRR R P O RERRE S fOf R T
512715 (g)>FIpl 1Ay r@ﬂu °

L3 A P95 f ko £ 5k

IwmwﬁﬁwNBi%wm%ﬂ’%ﬂéﬁgﬁwﬂ@W%%ﬁﬁﬁﬁﬁ
( Floppy Disk Controllers, FDC ) %E@%{fﬁ{'g HE o TP * Dr Adamsi 1990F (RFJ
1+ SRS B Super VORI FOJRESE I o & w0 1T aRS - ppppiitig

" 1d. at 1323 (Because the “transmission of information,” like the “production of information,” does

not entail the manufacturing of a physical product, section 271(g) does not apply to the asserted
method claims in this case any more than it did in Bayer).
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Communications Commlssmn FCC) r?iij?ﬁ[lﬁf@ Eﬂ"']—] 14 ( European Conformity,
L«ﬁﬁ?ﬁ”zﬂ% » ') ¥ Windows [E3 5 ﬁp*ﬂ TR ) ;”” SHE ?JHF[J PMAA&E—~ #°
I ISR LT S RLAE 5T AR R "HIHY 5 (made by) fu o [N
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CAFCRESANISFEREF K03 iy P RN VER » 1 k92
R FU F‘*ﬁﬂ@” IE”FTE:’?’ Tay\iviEk & ) (production of information) -
:IHFE I&kﬁi ﬁ—l; | quﬁ@{ﬂ: [‘HH—‘—T\ Whgilﬁz‘ %ﬁﬂsjiﬁ}% R

(@)

RS (BT > V27 LRGP i i + TR A A
AU Er B Y Fﬁ‘[ o i'hgﬁ I 2R L TR Ff#,p\f'ghﬁﬂﬂ;k 101 Bayer v. Housey% Hv
eV ETE T B HIPMAA v, Delllﬁtﬁlﬁuaa FIBE > PERE] TR i RN L
PRI B R 6 I T R V2T )

Adams & Assocs. v. Dell Comput. Corp., 519 Fed. Appx. 998 (Fed. Cir. 2013) (even assuming the
certification testing constituted infringement of the 002 patent, the motherboards were not “made
by” the certification testing pursuant to 35 U.S.C. § 271(g). The mere “production of information is
not covered” by § 271(g)).
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HFFPT W A_'\ Sl Fﬁ} " A product which is made by a patented process will, for
purposes of thls title, not be considered to be so made after— (1) it is materially changed
by subsequent processes; or (2) it becomes a trivial and nonessential component of
another product. ; ; * J[] » & FF[IEI s @Eﬁ FI W py @i st & Fdrmdsig |

(‘materially changed) - Fy=I"1Lpl- & Fﬁ#, g FL R 2R piA 5‘)%{57’}‘ | ’}lﬁ'T
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(—)Eli Lilly and Co. v. American Cyanamid Co. (Fed. Cir. 1996)

L&A1 AR £k

Eli Lilly and Co. (% TEli Lilly, ) #52] % %H-~} 7/4,160,085 (11°085%)
) e ’OSSTEJJ FIIZ for = 9=l 7 S i[RI 251 [~ F,%”J (enol cephem compounds ;
# % 1 Fcompound 6) fUTHE o [ F’ﬁ#’% ( Compound 6) £L*] fﬁiﬁﬂiﬁﬁﬁwwiﬁ
( Cefaclor) ﬁ*ﬁ'ﬁ“ﬁf iﬁ@ﬁ[ﬁﬂ’ﬁé} °

Eli Lilly$%fAmerican Cyanamid Co. ( 74  American Cyanamid ; ) * 4 fﬁJJ@’
F]ﬁjﬁl% s By e A T%J‘fﬁfrl'fﬁjﬂﬂ (preliminary injunction) - Eli Lilly {837
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SREFEN Lilly= 3 T I TR | el Bl AL 1 R R
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lﬁﬁF““‘Jﬁ”f[F”H‘F i -
CAFCT @i Eli LillyPumeypftgint (0 b U Hy IR SO 48 12 e
FOOBER > Y R BT AR ) ’CAFCﬁtﬁﬁqiﬁ%if[?@ii‘?E' '
FAIHEK’ TR RS S Ceurious anomaly) e 50— S O] E )

'® Eli Lilly And Co. v. American Cyanamid Co., 82 F.3d 1568, 1573 (Fed. Cir. 1996) (... we share the

district court’s view that a change in chemical structure and properties as significant as the change

between compound 6 and cefaclor cannot lightly be dismissed as immaterial).
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(—)Syngenta Crop Protection, LLC v. Willowood, LLC (CAFC 2019)

1R P R FRETK

Syngenta Crop Protection, LLC ( »#% [ Syngenta ; ) ¥fWillowood, LLC="* F{J

" Jd. at 1573 (... under Lilly’s theory compound 6 would become materially different from cefaclor if

and when compound 6 came to have other commercial uses in the United States, even though the

respective structures and properties of the two compounds remained unchanged).
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R {ffl*ﬁﬁi > Syngenta= 3<Willowood fif /fls /& [ 1 S B pU =5k > KL {i =]
R I 970 T B O i -

23T iR IR H ik

%Jré“éfsyngentaﬁi#’wtgﬁf FIIFELT A BT27 15 () F1 = 9= %[ﬁﬁ'?—fﬁﬁifﬁlﬁﬁ ERU i N
AN £ (United States District Court for the Middle District of North Carolina )
ST R AT FE v g dr ()] Willowood  China f&-E1 pl1 st s 7 Fﬁ Tai He'%: ¥R [
azoxystrobin » &} rlmF,Wlllowood USA - [& % Willowood USA}{’j’ EELEIE ) o
?‘EFJI s"CAFC#: Akamai Technologies, Inc. v. Limelight Networks, Inc. % [I1HEE [£57271

MR (@) FV A > e U271 5 () FV R B9kt~ el -

By UG L P SUBIR BOR R FIRIR O B AR ET271IR () B
- %4'?59@%‘;‘}’54‘?% “éﬁ'?ﬂi‘h = Fr e HF (performed by or attributable to a single
entity )+ ¥V 191 1 o) AU 8 SRS T ISR B2 o) 4
H’Fﬁ‘fﬂ FUpisf o B9k S5 8T27 15 (g),g_@ﬁﬂ ' rg‘f ﬁjﬁgﬁ,l}J ) LLI?’:J&H A
WU E 3, 0 S| Tai Hell f#h i 138 FI2 3005 Pyl R - 15§ Willowood
i_ﬁﬂwﬁﬂMHﬁmW%*%’:%W%%”°

'8 Syngenta Crop Prot., LLC v. Willowood, LLC, 944 F.3d 1344, 1349 (Fed. Cir. 2019) (The 138
patent is directed to a two-step process for manufacturing azoxystrobin that includes an
etherification step followed by a condensation step).

19

1d. at 1350 (Relying on our decision in Akamai Technologies, Inc. v. Limelight Networks, Inc., the
district court determined that 35 U.S.C. § 271(g) requires that all steps of a claimed process be
performed by or attributable to a single entity. /d. at *5 (citing 797 F.3d 1020, 1022 (Fed. Cir.
2015)). On this basis, the district court found a genuine dispute of material fact as to whether Tai
He performed both steps of the process claimed by the 138 patent during its manufacture of
azoxystrobin or whether Willowood directed Tai He and others to practice the claimed process).
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()6 55 57271 {5 (2)TF 53271 f5€(a) i
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20

21

22

23

Id. at 1360 (On the basis of this court’s § 271(a) jurisprudence, the district court concluded that
§ 271(g) similarly imposes a single-entity requirement on the performance of a patented
process. Summary Judgment Order, 2017 WL 1133378, at *5 (citing Akamai, 797 F.3d at 1022).
This conclusion was erroneous...).

Id. at 1359 (This language makes clear that the acts that give rise to liability under § 271(g) are the
importation, offer for sale, sale, or use within this country of a product that was made by a process
patented in the United States).

Id. at 1360 (Thus, because the statutory language as a whole is clear that practicing a patented
process abroad cannot create liability under § 271(g), whether that process is practiced by a single
entity is immaterial to the infringement analysis under that section).

Id. at 1360.
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24 Id. at 1362.

% 1n actions alleging infringement of a process patent based on the importation, sale, offer for sale, or

use of a product which is made from a process patented in the United States, if the court finds —

(1) that a substantial likelihood exists that the product was made by the patented process, and

(2) that the plaintiff has made a reasonable effort to determine the process actually used in the
production of the product and was unable to so determine,

the product shall be presumed to have been so made, and the burden of establishing that the product

was not made by the process shall be on the party asserting that it was not so made.
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27

(b) Whoever actively induces infringement of a patent shall be liable as an infringer.
(c) Whoever offers to sell or sells within the United States or imports into the United States a

component of a patented machine, manufacture, combination or composition, or a material or
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apparatus for use in practicing a patented process, constituting a material part of the invention,
knowing the same to be especially made or especially adapted for use in an infringement of such
patent, and not a staple article or commodity of commerce suitable for substantial noninfringing

use, shall be liable as a contributory infringer.
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