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EBEA R LR HBARCREZ R 43

B > RAEMEE AR ERA > BIFE BB - e SR AR
Rt AR &4 e R HAR TR -

Fo{M BB IR TAN N EH Z A NE BN T EE 2 BEELDT - &
HHERE=ARS  BEERZES  OWS5SAREAEHE NERFER T
FEANZ - BN Z RN NE G A AFTRZ - SR B A= ST

(E (aV M SiIEE JNEE 8 e NPk AR b il [ PN e
R RFEIFE - ABE rTRe g BB B AR ER - (BRI ERe R SRR A NS HA] > H
QIS INEE S EE02 PN EI e SR G g SHI /A

TS BUBIEHT AL - ARG EA Z =M EERER] o (B E RSP
MAEEHRENZ 2E EEHER ? FEHLEMBE AR RS RN E
EHEN] 2 SR EREAE > LATR e R RES HUS 2= B0 B RE A Z PRk it e g -

FH Y B 75 Hh B G B i M 2L AU T 1 2 SRR 2 PREE EElE » XS H Thomson
Reuters Z Westlaw A S E R B FEH 17 4T 1S4 SRR FS LA iAo e " 2l &E
TR, 2 HIR° IR h ER R 2 SRR RERSETY ~ S & B B A B A
J& - BAFRRAMEAR ith U5 A B DK CAFCHYFIBT T AR AL BT - A SR RPN S AL
BT R B 2 2 E B E AR A SRR AL Z B (5 > NSRS E T S LA IR
THE G2 EERENNEEEE > HNERERM SRR R EEL 2 1L
TE HE S DA R R RS I At (i - AR B R T 3

A~ SR s RERR R (& 2 P B RURE T BELEE A B v

B A

ERHBFAEE ALB L FNE Y BENERNE R E AN > K1 Vaupel
Textilmaschinen KG v. Meccanica Euro Italia SPAZ® ( FF% M VaupelZZ | ) & >

AXF R FAHEALR R HRAE SRR ATHA Z LA LI Z T AR FHHEA -
ReE 32X 3558 °

W& 56 E 20084 22024538 3 1A 38 B H A 0§ CAFCH iR 2205 -

Vaupel Textilmaschinen KG v. Meccanica Euro Italia SPA, 944 F.2d 870, 875 (Fed. Cir. 1991).
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“BaR%

CAFCER Ry B AMEE IR EEH SR FE LMK (a bundle of rights) - &3 EHIH

o IR RE - B **¢F3§$quﬁﬁ¥§$ EFI A2 IR B ATRE AR E%

SRR N AR H B 75 ZEA FH S AURE - 40 8 B A5 5 s A s S A HE R 2

B S AR RS T A A° -
%ﬂ%&méLﬁﬁm%%fT%@Eﬁ%%ﬁﬁﬁ%@* NSRRI

AT ACE B LAPREK - & EAE ORI 5 s 1% 5 AR B AR RETART - AR R E

FREE 2 B B B HEA R R P R & 2 45 B s i -

/
| 1-[\

@rﬁ ’HJ (all substantial rights )

EECEE A —SE VLR o mliE T £ 1967 Bell Intercontinental Corporation v.
the United StatesZ2° ¥ » LA EEMAENREEA T £ EEFA | B
BB R HHE - 2 EEREN 2 &% h BN RN B A EE AT A R

( All rights which are of value at the time the rights to the patent are transferred'®) - 7£
MR R AR T R E AN - FEBIFRENEANCRE TR - A8 &2
FTWLeRER" o & AP RS A B — A AR > B AIS S

BREF] - B nEraz AL H AR BEEILITEE -

EEIFFAEFRE R T 2 EEER ) AR E 5 R R AR EERER
FEFTEARVRE TR - HEE — s ERMEENE#ET hEZ % ”:ﬁJ\I%@ﬁ%E%
WS (T - [E5E > fRIEAspex Eyewear, Inc. v. Miracle Optics, Inc.Z8'? » k[ s0 By [E
—HAARREH ZE A & 7 Al A BRI AR - BEREHAFENNAHEH S
HIRERIES - 2R &2 A BV ER - ARz BARY HAER] AME RTTAE E

Id. at 875. (“It is, in effect, a bundle of rights which may be divided and assigned, or retained in
whole or part.”).

Andrew C. Michaels, Patent Transfer and the Bundle of Rights, 83 BROOK. L. REV. 933 (2018).

4 RR2E E2IX 0 3568 -

Electronic Code of Federal Regulations, 26 CFR § 1.1235-2 (2024).

Vaupel Textilmaschinen KG, 944 F.2d at 875. (“In determining whether a grant of all substantial
rights was intended, it is helpful to look at what rights have been retained by the grantor, not only
what was granted.”).

Aspex Eyewear, Inc. v. Miracle Optics, Inc., 434 F.3d 1336 (Fed. Cir. 2006).
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MDA AR AL ©

= % %Eﬁ’g’f‘fﬁﬂ];‘l‘ﬂ'%\jﬁ [ (' standing to sue ) Z%g

FEHF " By SR A5 AR ARHT AT 4% - fEMorrow v. Microsoft Corp. 28/ » CAFCfi#t

iR — TS E TR E RS RS - HILAE N WRE R [EI SR ¢ o e T
SN 0 2B EFRIDUT SRR -

B B2 HEERERNN
e D mr A SRA - BEREEA

prudential standing

BIRAERE
EEMNFHthEEESNEEEMNN
HHRA  EEREEA - ZEA

HREE S Z eI (i

constitutional standing

REEF HHth iR

RIE AL EEBRISIEA

Bl RARHEFRR YRS

£BiE ey TARFFHAL , (standing to sue) 1R45/R EIRAFRG A BNEHEFL—
BERE FAGH  AXRGZARBEIEF SR A RARFEFAHEIFER
H&BGYET > Bik ] 0 20104108 - 5645 » 5447 -

£B ke T34, (constitutional standing) #4585 % @ ke FAe) PR K - B XN
ZEWMET— 0 ABMREZI I FAALRS] 0 RIRRAE T @1 FIxZ8F 0 24
REH$%  BEEARMERYZ T ERE EF5H 0 kA R E %56 LA EE
B &35 A304F 2 = 8 0 20194 > 369-370F o

EB kb ey TR E M, (prudential standing) 1235 R &L /8 £ 5k A Ty HEA] LA
& KA RFTHEAE ZAZFE LN A G BNEEWFR—  A8REE vk
Z G FATAEIRA] > AR 77 &I A2 8°F 0 S URAETS 3% 0 Rarsk > 3713728 -
Morrow v. Microsoft Corp., 499 F.3d 1332,1338 (C.A.Fed. (Cal.), 2007). (“to have standing
GUCLT must meet both constitutional and prudential standing requirements.”).

FHAH -
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(—)EF #& (constitutional standing )

TH? iﬁzﬂ;“‘ff%Zﬁ%tuﬁ—"ﬂﬁtuﬁiﬂzmn s A IE MR BT RERR 4 » REIE RS 3N

PRSI T B FACEE AV E BN EIR R AR - HREENS - EEFHT
’f ’ﬁf\fﬁﬁﬁﬁsﬁmmﬁﬂzﬁzﬁﬁﬁﬁf FE R ST HEENREEER

% HIR&REEE /HmE’J#J?%ﬂ%ﬁ&ﬁiﬁp%ﬁijﬁzm °
B ERR TR REEEEHTE > MZVFERELRFENZ THA

Heftoig™ | o%ﬁ’xﬁﬁﬁﬁﬂ%A HAZHEA - HFHBEAIEA - HEA
BHEF P - AT - N BEEY B ERE AR HA S B
FE N » f£Sicom Sys., Ltd. v. Agilent Techs., Inc. *ZOZEF‘ s EFEREI A IR E B Y RE R B
T IS T R SRAR T A B B R A —RESRAE SR AR - (R B IR B e

AR G SR 2 A EEE -

(Z)BILEREAEfBRE (prudential standing )

BRI R R T B EAGEE SR A SBR[ T DU AR IR - A
R 22 5 25 T DL BB AT o B A BT E%f%ﬂ{%ﬂZé%;ﬁ*
F o S B A B - BILTTAE MR IR HUAEREUE - MR A
B R RE AT HE DA B R IR R AUE A B A 2 M E A
B W P A B[ I AT SRR SRR - A AR i B — BT B S ER

#/\ Igﬁ\23

BRIAN G. BRUNSVOLD, ET AL., DRAFTING PATENT LICENSE AGREEMENTS (2012).

1d. at 39.

Sicom Sys., Ltd. v. Agilent Techs., Inc., 427 F.3d 971 (Fed. Cir. 2005).

Sicom Sys., Ltd., 427 F.3d at 976. (“A nonexclusive license confers no constitutional standing on
the licensee to bring suit or even to join a suit with the patentee because a nonexclusive licensee
suffers no legal injury from infringement.”).

S RARAEFT¥% 0 214X 0 3T1H -

BRUNSVOLD, supra note 18, at 38.

22
23
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22 ~ SLE ek i 5 B A i T EURE R

-~ RN A SRR 2 i

S2ER FHRKHRTEGT TR ZEZOIRB NS - BHZEA
B WIE ARG 2 EEEAET I - DURSRET R —ZE aran @i f o
J5 BT AR 2 BBk FR A A R0 e 3 s 25 SR AL RE A Y BL LU (iR AR BRI B - 1B h 324y
K] o3 R PUAERE R © SEAITRMIE - BARMESTEANE - FHREHRE AR > DL
K ELARER]

k1l RAERHLFE A ERBEZ 53 £

5 EFZEASEERITEA e BT
ES AR . = - ¢7F’E\“ __ | & | & |#tp% |CAFC
EMEGHF | 2T ETEEF
52 B H LR {1 e 4 4 8 ‘
SR 15 SR e 0 9 9
g | A S 0 5 5 s
| dreses a2 (o P S 0R 3 5 8
ﬁ A T T [0 0 1 1
B [fers o E 3 s upl | °
A HERR 5 S R A S B A B 1 1 H . e
B [ S M A 2R I A 5] B 1 1 2
SEds -~ [ AV SR HEST AN 4 6 10
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é BRI E SRS > R 0 2 20,
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EBEA TR LT HMEARCAREZAR 49

UM R EC & 3R 153 Al o 48 35 e 25 JERE R (R b - e B BN 52 538 N\ B B i i 3 1
NHUS 5% FARE A O 1 1] %2 28 DA e B 1B B 52 538 N B 5 g 1 P32 P N US4 TR 2 &1
HEE -

(—)EFBEMBRE (the exclusive right )

Bkt A B AR AN DERR M A B S st B ~ (EH ~ 3raasi Bl s
HH B 3% 45 T o L B S5 AT RE A ®® - USSR RE (R & DR B IR HE AT o T 2 2
EARE A METE - 2 HUS 2 5 E B R A e e TN B SRR AR AR

LERAFZ Ed % 4% @ 20y 25 et

EBRMIEEA/ZEA ) ) BERE
LHIRTR NEE | #BET
BEEEEEN TEZEHEGET x| CAFC
TR EF Bt 4 4 8
REVISEF B4 0 9 9

SR Rt 1 2 P A L&Y Rk A B o a2 B = B RE R o EUAS SR A R At RE
B2 EE A D Z R o SRS FEAHE AR S WA e ISR E HS 28 E
ERER  (BEERAUSEAHAE - AR B2 EE R -

15 Ry BH| 2 8 N SRS B M A B E 32400 - Ry T HUS 50 BE Y SR kAt A
B 0 15 B2 4 vh O 4 AR T 25 HE A RE Y SRS G Rk e s ZU PR A o O] 2255 Azure
Networks, LLC v. CSR PLC$26EPJ:*%%ﬂﬁé]\TrifCOuntyEfi\iAzure%ETZ%ﬂ%ﬁﬂ%@
& - ZBYNERNFEHHtREOVE S # © T 2L T Azure R AT - S BRME
HY ~ AIERELRIRER] - DA(HELE ~ (B ~ 348 - SHEELY - BEONHEEMEMS » (2)
{E RIS T (LA 70 ~ AR BEAR S - DAR(3) DATArr 05 AR5 22 3 SH B i (-]

% 35 US.CA. § 271 (West). (“Except as otherwise provided in this title, whoever without authority

makes, uses, offers to sell, or sells any patented invention, within the United States or imports into
the United States any patented invention during the term of the patent therefor, infringes the
patent.”).

Azure Networks, LLC v. CSR PLC, 771 F.3d 1336 (Fed. Cir. 2014), cert. granted, judgment
vacated, 575 U.S. 959, 135 S. Ct. 1846, 181 L. Ed. 2d 720 (2015).

26
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A% o | T CAFCELM 7 A e B (5] 7 A (68 2K 55 1) 57 5% A Azure S BRI HE A 1 -
17 5% BRI B A R B 2 BRI 45 Azure > JE (T {8 Tri-County ¥ £ B A A B ffi 2
HEEEA > B FE AR A Tri-County f HAgEFFHIAL -

RIBE > 75 Ry B 52 58\ 5 T i PR N\ B PR B B4 s B I/ I RE 224U - %
FEMRZOENENF M LA BZIRG - ARG EMEEENNE D -

2.6 B2 B\ R FE AR AR A AR

BEERBREA/REA REERE
RAER s Iat | 483
e N 2 LT’E‘ it f Hfz | CAFC
EEEGHEF] EEEGREF
Y57 {6 FH 4B 15 0 5 5 \ s
EYSTEFE A EE 3 5 8

7 2 (9835 (exclusive field of use) AP fHlFE & — (& A AT 4 F AR B2
FIRE R T > IREEF] 2 NS B % A A I 2 S S Y BR FE A
HE® o (RIBHRETEET > B BRI HE M HE A 4 o o P S0 > R A EUS & B B
o e BN B E -

#1722 Alps S., LLC v. Ohio Willow Wood Co.Z£?° » /@ #:#2# A Alps S., LLC (F
f& T Alps | ) BAJFEEF]f#E A\ Applied Elastomerics, Inc. ( % " AE | ) 2% 2 FEF]
FREFLL)1% > AlpsHOhio Willow Wood Co. ( T "OWW | ) {ZHE T HFEHF] - i
B DL Alps # 25 BETOWWHEIE T B FZREFTEL > MTOWW L DL Alps R EL 37t iz & i
BORBEERE -

2T 1d. at 1341. (“In particular, the Agreement granted Azure the exclusive, worldwide, transferable

right to (i) make, have made, use, sell, offer to sell, import, and lease any products, (ii) use and
perform any method, process, and/or services, and (iii) otherwise practice any invention in any
manner under the *129 patent.”).
2 BRYANA. GARNER, BLACK’S LAW DICTIONARY (10th ed. 2014). (“[a] license provision restricting
the licensee’s use of thelicensed property to a defined product or service market or to a designated
geographical area”).

% Alps S., LLC v. Ohio Willow Wood Co., 787 F.3d 1379 (Fed. Cir. 2015).

3508 | 573 +* 8 | 20242108

Taiwan Patent Attorneys Journal



2B AR LS T H A RTAREZFR 5]
CAFCHE ! 3 B A Z ALY BE R B B IS > A BN EIHABLS T

AlpstE T 2 HEF™ > A1 Alps 2 SR HE A AE BR A1 AT E 2 78 st P S0 © A
TR Ry B BE R A U & B (H R P HHAR B A A PR IE B E IR E HY E
SR o 1M F 3 A 2 P REEL LA IR AE Alps i 75 JE FI 7Y 3R P 8 o 2 S A1 Fk At
FE RS e BRI A (o P e 2 AR AR PR BT 45 AE -

CAFCHR H R 38 Ry A 2249 oh TR E (8 P Sk 970 AlpsHYRE STt iz 2
Ean iy o B Al B O ARARE o 5 S R LAY (2 % T R S R A (R
o3 B2y e > R B A BEAE AR IR BB AR A HIIE L T R (R ST
A o A B B AR Ry > 35 SRR 8 I B WA A LU
HET > Al B —EET S ETR - EREHARKESZHEEREZR

B> o A% s CAFCER By R 6 5 BRI A AES By JE[5I J 2 » B6 HE#% HE A Alps
(2B IRAREFTEARY B -
FH L AT > 45 52 (5 P SEUS O AR SRS 28 B B ) 52 3\ B R (e i N B A LS 52

BAVERFHE - WIS 2 EEENZIEE A FEIERK -

0 7d. at 1383, (The license also granted Alps the right to enforce the 109 patent and provided that

AEI would cooperate “to the extent necessary ..., including (without assignment of ownership to
any Patent Rights) transferring of such rights to [Alps] as are necessary to enable [Alps] to enforce
the PATENT RIGHTS in its own name.”).
o (Most importantly, the license agreement limited Alps’s right to “develop, make, have made,
use, sell, offer to sell, distribute, lease, and import” products covered by the *109 patent, to a
particular “field of use”).
2 1 (The Supreme Court has long recognized that an exclusive licensee cannot sue for infringement
without joining the patent owner if the license grants merely “an undivided part or share of th[e]
exclusive right [granted under the patent].”).
3 14 at 1383-1384. (The Supreme Court has long recognized that an exclusive licensee cannot sue for
infringement without joining the patent owner if the license grants merely “an undivided part or
share of th[e] exclusive right [granted under the patent].”).
% 14 at 1384. (More recently, in International Gamco, we explained that finding that a field of use
licensee has standing “to sue in its own name alone poses a substantial risk of multiple suits and

multiple liabilities against an alleged infringer for a single act of infringement.”).
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3EMBENZ ARRE TR

EEWIREASEA REERE
BIETR 1=} =] /NET | HEET
e e das e e Hfx | CAFC
2EREE T EEEEHEF
eI R 0 1 1 1 ,
A T IR R 15 3 8 11

FiE I (exclusive territory ) YRR il 5 FY 2 ikF S A1t HE PR 72 72 FF 22 i
B RIBERBEFEE261FFE2IAREL - i A - B ASEZEAS KT
9 B L B 25 R R S I B 35 B 2 R E b o B P R E M B I IR A (R K T By
[ [ N R I BT GE T

BfE A AN A B 22 1 o 3 R B S S A E M PR Ay >
1A Waterman v. MackenzieZZ**tft » fi S A RSB S AP HE SOG4t AR E
b PR L6 45 7 FRR » B4R I St B I I B 52 2 N\ B i A S B S B
—[EFRRETED - BAEBER R - ERRB—BE—EET AR ENZEE
B o g S e & 2 B N SR E A R R — RN NS
SEITAEG - HOEG R R IR R A 2R K

35
36

ARGt R A R IIL R A R ] - R AT AR AR A R -

Waterman v. Mackenzie, 138 U.S. 252, 256, 11 S. Ct. 334, 335, 34 L. Ed. 923 (1891). (“...gives
the grantee the right to sue in his own name for an infringement within the district, because the
right, although limited to making, using, and vending two machines, excludes all other persons,
even the patentee, from making, using, or vending like machines within the district.”).

Sarah Greibrok, Contract Principles: A Sensible Alternative to the “All Substantial Rights”
Standard in Licensee Standing, 42 AIPLA Q.J. 109 (2014).

37
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A B ENAREE  FHRRE IAEARMBE NG ZEH

EEWMEEANSEA REERE
IR B =] /NET | #EET
- " N L Bz | CAFC
EEEEREF EEREEHEF

THERR R BRI A | . 12

Mt BA R Z ENE ; g
HERR R B FIHE A B . | 5

Mt B AT Z ENE

5B BUAEN 2 RN BLFHE AR A E A PR E AR A B 5 207
ANZI @A T2 Bt > SEAEERENZEANEBREEAEIEGR B ZE
FIBEAAE - AEAE B F B Al m] S 3R A e 8 72 7 Ae el o] SHH <2 38 A SR B g A
HUS 2 EE R -

#1Luminara Worldwide, LLC v. Liown Elecs. Co.2£*® ( "% " LuminaraZ , ) >
i S FI| A Disney 7£ 2008 4F 1éf % F 2 1] #5212 45 228 142 M A Luminara® » Hrf1 324y
FR2FFUE ¢ T EEN T LA B o Disney K H B A F (affiliate) HIHE
IREEE IR E NS - O8RS - (B - 18 - ZEHENE O E SR NIMT
HEE SLATRER o ) AR IRIE Y R EIB W AT (8 R G bR R BRI HE A S 2 P B R
Z B o A S PR LI B A E 2 P A F i

R TRN B ATNESEY > WBATIE k=3 : ()#ZEHDisney - Z

% Luminara Worldwide, LLC v. Liown Elecs. Co., 814 F.3d 1343 (Fed. Cir. 2016).

% K% 8B HILHEAR B Candellasr 3] » HeFeAe 4% - Candellasy 3 ff A Luminarasy 8] » #
Luminara’ &) # 4 CandellavA 7745 # 64 F7 B A F] o

0 Id. at 1348. (“Reservation of Rights. Notwithstanding the exclusive license grant above, Disney
expressly reserves for itself and its Affiliates the right throughout the world to make, have made,
use, sell, offer for sale and import the Licensed Products, within and outside the Product
Categories.”).

41

Id. at 1348. (“Affiliate” means any entity controlling or controlled by or in common control with a
Party, where “control” is defined as the ownership of at least 50% of the equity or beneficial
interest of such entity or the right to vote for or appoint a majority of the board of directors or other
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DisneyfZfi] ~ 5¢#iDisney 3t [FZERIAY(E(TERE - (2)Disney st AL A FI&HE
B E S RN EM HALE RS (HI{EDisney B LI 2 =] ATREHEA D12 50% % H g

(IREHE ) o (3)HDisney s H (FulFf &/ B & sRaC K T 1M | BT H M EES - =
VN eI
=1 A Liownwg Jy 55 = T A7 % jF {5 (£ (7] J& 15 Disney 52 fE 1Y 5 BG & A $258 1E By

CHTE A E] ) IE M AP B o R Disney i H M B SR RS (E R AR SE 0 B
AR E B A EE R TS = > Wi DisneyfS LLH il LR SR B R F HA
ZHE

{ECAFCR R#24yh TIEAE ) 25 =8UE A A HE A Liown Y 411 Lt
B2 o AR AR L B Y E R B TR R I HIRE o Al HERISE = SO e DU
5 A H S o EI RV AR o PIANRFETALE 24T (franchise agreement) - [JE{E{E
SR P -

BeAh - 224y —F i I Luminara$f £ 5+ H A E A PEMHE > %5 Disney (&2 15
B i) ] B M — s EL At il BT W] RE 55 Luminara S A HERR 5% B AG B I 5 - A
S PEEE2E v ] )~ Luminara ' BN kAt FE B B8 1 A FEERAL » [BECAFCREE R 7]
i \Disney;2 5 {r & Rt EEEFEH ZFHANZHH - BlLuminarafff g ZHF HAZ
SFPEMHE - WHEA A FHEANEHEERERN - NI AR HEFHE A Disney [l 7]
= HE A\ LiownitE5TT -

AR AT/ - CAFCEE Ry B A 57 38 N 20 55 8 9 1 A2 45 il AR ST
i FERUAR LTI B AFAESR © &R ENEARE LT ERRES R ER

ZEN > ASPERAAE N AR BRI - K2 > SR BRI et E
EREHAFHNZEHEAVER] > {22 8 5] 52 58\ s 8 g A GYE A FERR

JRHEAMEN B SR FAEN AT 2 B - B B2 5% A\ S S i A

governing body of such entity. For purposes of this Agreement, a Licensor Affiliate shall include:
(1) any other entity with respect to which Licensor or any of its Affiliates has management or
operational responsibility (even though Licensor or its Affiliate may own less than 50% of the
equity of such entity); and (2) any other entity, theme park, or venue operated by or under license
from The Walt Disney Company or any of its Affiliates.).

42 RAYMOND T. NIMMER & JEFF C. DODD, MODERN LICENSING LAW § 5:51 (2023).
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EBEA R LR HBAREREZHFRE S5

SO SRR SE BB RN o AWy T B 5T 0 B R 2 5 N B R A A S 4
HEE R -

5008 BRI P ER R LM A GR E KW

BEESIESE }—{%%%%ﬂw%%

a5 4% T 18 F%E 15 (exclusive field of use)
L 3
*t’hﬂﬁmi*ﬁ. - e SEEE
She-axelosivemont EEARATANEE AT E

4 E IR 15 (exclusive territory)
BYFECEMER
AHRRENEASENE LS 2B

B2 SAHERRERAEEEret

—

S TR RV E A ) WIS 2 EEEN ZREE - FHZEARE
JEE W PP A\ MR e LAY IR TR E CE ISR, Bl TR EAE A R ERER L
B, F R -

i DR e BT AR IR AR SE AE 2 E i HHY UG 2
FHEEM PR EZE - AIEZG PR - B2 A S B S I
NEBAHRGIG =T EER -

(Z) BRI ZHREEREDKE (the right to enforce & the right to indulge )

HAEETAERNEEENZREER - A YEEERESENT » #H
REE IR AETT Ry BLE T REEAVREA -

HAEEIAE AT W E R ET S E - L RERREETT R R > DUR2JH R
Qe RIEAVIER] - E 2 - & BA]Z BN S B N BRI T (Bt an iy
RERIE - HARGEFAREAY DL ORS DAREIR - 1A e SRR B2 - T BB A2 o

3 Marissa Paslick, “Exclusive” No Longer Means Exclusive in the Context of Patent Licenses-A Look
at Why There Is Value in This Ambiguity, 19 U. BALT. INTELL. PROP. L.J. 167 (2011).
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NERE S e P N B M A B (R AN - R AR A S A AU A 2 58 A\ S
WA N HIAL I R AEEEESTT - ME2L4T T A3 I B A 2 3\ BB B i N LTS

Z BRI RESTEA I B RE A B E - e R AHE A OR & HYsIRan HE RO RE A sl -

LERFZ EmEd : 25 A de EARA TR

EEWISHEA S SEA REERE
SERR < NET | #2F
S5 ) =l ) FNIE] /INEt 1 b5 | CAFC
EEEEREF ZERE B
SEEWEFS RN 4 6 10
BRFIN B M ZHETFELRE 0 5 5

BigZ BRI > BHAZEANKNE B E NS 2 EARETAEER
H o BEEES S E SRR - [B]0F > fFAlfred E. Mann Found. For Sci. Rsch. v.
Cochlear Corp. %%t » CAFCHHHEHTE FII (= fE R HER B F il By T I B SR A % 8 32
E N

EHETEERNEZ » &R NMER BN RETIEARER T 46 F A <2 58 N SH B
PN A 5] S BB SR B R - s A e AR 1923450 5k O R 3 3 e 5 S5 A A A
BLETIAME PR BH AU FZ M 5 X% SRR B K L 2 4 B Y R B (hunting
license ) - 3lfi 0 7E 4 A FT sl Y SR B IG HY A0 1 N IRIR A B A HEM A - T f0 4
AT BT AR R EERER -

45 Alfred E. Mann Found. For Sci. Rsch. v. Cochlear Corp., 604 F.3d 1354, 1361 (Fed. Cir. 2010)

(Fed. Cir. 2010). (“the nature and scope of the exclusive licensee’s purported right to bring suit,
together with the nature and scope of any right to sue purportedly retained by the licensor, is the
most important consideration”).

Crown Die & Tool Co. v. Nye Tool & Mach. Works, 261 U.S. 24, 43 S. Ct. 254, 259, 67 L. Ed. 516
(1923). (“The profits or damages for infringement cannot be sued for except on the basis of title as

46

patentee, or as such assignee or grantee, to the whole or a part of the patent, and not on the basis
merely of the assignment of a right to a claim for profits and damages, severed from such title.”).
*" Michael A. Rosenhouse, Standing of Licensee To Bring Patent Infringement Action, AMERICAN

LAw REPORTS, 14 A.L.R. FED. 3D ART. 11 (2016).
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2.6 %2 AdR g A LR RAGRA

EEWIREANSEA RESERE
WIETR B =] /NET | HEET
Hfz | CAFC
EEEE#EF EEEE#EF
BHEFEEREERZIEH 0 2 2 s . |
BEEMNERERZRE 2 1 3

THEFI ERESRAVRSH] , BN ER - HHENEFEET AN EEE - —H
HIRRF LR » At gl E BA 2 AR BN TE AR BRI EEREAF -
HINFER TRV AR HI ] 2R LYy B A E R BOREHZE ANSE
JBWITE AR T H BN A S EREF A ESFZ - W1Diamond Coating Techs., LLC
v. Hyundai Motor Am.Z&*® » #F/|*Z 3 A Diamond & J5 B FIIHE A Sanyo%s 5] 7 B 7] il
Fgyrh > B E A4S 4 B PR H T Diamond N ] Fl| FH £ B A1 S 6 )\ SR RE A
RESFEAY > JE %18 T Diamond7E B A EHESTAME JT IR 1 - BRI 7 3£ FR BLCAFC
WO E L FLL A 1 A 2 E B REF H Sany o 45 Diamond ©

NemEEHRY S EEmEY] - REEBEHRE ARG TN ZRNES - BE
FIRENE RS EA IR G B IEHIRE LA 1] RE 52 B A 2 5 NS B B I e NEFaATT By
FITRES - BB EN 27N NE BRI AFEISETE - B HEFRRETR
W B ZEANSRBEIEAN EARFEAN 2 EEREF -

JE#E AdEF  HEREHHARE T TAF KA #

BEEWMEEANSEA REE
EENEFR 1=} =] JNET | #EET
e  dar N Hfz | CAFC
EEEE#F ZEREEHF
BRREA REBE#ETA 0 6 6 \ .
NERRERIBE#ETA 4 1 5

8 Diamond Coating Techs., LLC v. Hyundai Motor Am., 823 F.3d 615 (Fed. Cir. 2016).

49

[Diamond] ‘reserves the right not to assert the [patents-in-suit] against.’”).

Id. at 621. (“As the District Court observed, the agreements provide a list of companies which
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P 0 R A R A BB A B TR PSR A R
B AEEREA T - B ER SR - BEARHEAE  — B aRES
B BZE R T R &S A 2 s A\ B B WP AR B 2 SRR

IJ AsymmetRx, Inc. v. Biocare Med., LLCZE %5 {5l » [E BRI FE A IS (K ELHEL 245
B I S8 PR MR 4G SR P2 HE A AsymmetRx » ECTPBEFSEERTEGSY - RS T 20504
5 0 T AsymmetRxFIUS (A B EAE IS (R RN M - HFM4EE A E7E > B
[Fa (b R AES S, ~ A, WSS EHE © T HE
AsymmetRx 7 FFEA % A W5 (73 A HBHZHE > X T AsymmetRx DL T4 3831 (5 B2
AT ] RETT B AIRER] - (EAERHAB I AETTEN 2 B » AsymmetRxJE (F4H75 fB 14 i A 22
FEREE DL R AE R T R T ARSI S N SRR A B A S 22 -

i AsymmetRxBEEF S50 T TR - BL4USE 214 E T e M RSB I 1A e
P 1 A B PR A B — T A REA » B AsymmetRx SL[F 2 HI % T8 - | HL#2
KIS AMGHE ¢ T ARG HBELEREE (A AETISMEER) © AsymmetRx
FEH I SRR TR © B HR S A B R HE™ o

20074E AsymmetRx#LHFZHE A Biocare (225 £ F 2 2 HAIHE » ¥ HiBiocarefi}

%0 AsymmetRx, Inc. v. Biocare Med., LLC, 582 F.3d 1314 (Fed. Cir. 2009).

14 at 1316. (“§ 7.2 specified that Harvard and AsymmetRx were to cooperate fully in the
preparation, filing, prosecution, and maintenance of Harvard’s patents ‘so as to enable Harvard to
apply for, to prosecute and to maintain patent applications in patents in Harvard's name in any
country.’”).

2 Id at1317. (“§ 8.1 gave AsymmetRx ‘the right to prosecute in its own name and at its own expense
any infringement’ within the commercial diagnostic field, so long as AsymmetRx still had an
exclusive license at the time the action was commenced. Before commencing such an action,
AsymmetRx was to ‘give careful consideration to the views of Harvard and to potential effects on
the public interest in making its decision whether or not to sue.’).

% 14 at1317. (“§ 8.2 stated that Harvard ‘may, to the extent permitted by law, elect to join as a party
in that action.” If Harvard joined such an action, Harvard and AsymmetRx jointly controlled that
action.”).

% 14 at 1317. (“Under § 8.4, no settlement, consent judgment, or other voluntary final disposition of
such an infringement suit could be entered into without the prior written consent of Harvard, which

was not to be unreasonably withheld.”).
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AsymmetRxJE {55 B A& B LS AYFTAR AL FRE - (EFECAFCAYZEEMEE T © CAFC
wo R AEREET T > BIESLLTH T AsymmetRx TR IEATFER] - [HAsymmetRxH 275
RIS R B2 ATB BRI A S 2 © SAMERIBE T - #ERBZL T ARG R RE A S
HAB@WIRE RO - Big b RBAVHLAER PEM A RE 20 ZEW - B35
AsymmetRx £ T R HEFTEA - W5 0k v BE & EIRF R — 7 2 B - TR g Bl
AsymmetRx F [FI#2 74> -

HI R AsymmetRx A A 52 %~ B AV ENRIETTATE - SCAFCRGEEH
J&& B HE N AsymmetRxA B 485 2 B B E REA 1A B BB E SR fir - S0RE SRR R
A S [E] M 7T AR o A IS E] > BIEE22Ly g R B R A 1S IR B R AR A
OIS HE VAIEE YNEE VT2 INCE Y Vil UNEIFS Wb N e |
FE ST IR IR Or B Y ZE I RE R G 52 B S5 A 2 58\ B3 8 i R N HYSIREATT Ry ISR
B o HETT BB E A2 A IR N AR AUS 2 R - B B REST AR
A B A28 N BB EINENAN B ARFHA 2B EERER -

4B X AEEF R EMHEARA REAFHE

EEWIREASEA REVERE
I ERR < NET | 425
£ ) =l ¢7ra /INEH T B | CAFC
ZEEEREF ZERE SRR
FEEFE AR R EERE 0 5 5 ; ) .
FREFEAEXEEFE 2 0 2

JFEEFIHEAPRA KZEALTHE (the secondary right) - R HA A2 N\ SR & 1
RENGHA N RET R > AIEREA RTINS SRR - [R A TR
TERE TR ENRETT © el T RE ) For T AEREESIRE ) REE IR >
BN A2 NSRBI AT 25— IR - BRE AR HE > —H
IS A R IR R LY R TABE R G R A A7 5\ BB A A B 2T

%5 Jacob H. Rooksby, University Initiation of Patent Infringement Litigation, 10 J. MARSHALL REV.

INTELL. PrROP. L. 623 (2011).

HFNG [ 73+ B [ 2024+ 10F

Taiwan Patent Attorneys Journal



60 \%%Eﬁﬁ

HERER -

LA Gensetix, Inc. v. Bd. of Regents of Univ. of Texas Sys%sesj%ﬁﬂ » [REFIRE A&
IN B 2 L I L B 17 R 40 S WP HE A Geemsetix®™ o 15 2 0 LRI Y S B F HES249
HEE @ T Gensetix RAETE 1G4 2 F B Z 22 S H N BB = HEE TRIEST
P PN KRS REAETTHE® o | JREN - 7E Gensetix B &1 £ 3 B F 2 (2 HE AT DL
HAYERT - ANME H % TN R FESTER - KL » {8 Gensetix A ZE L H
MRS - BAIAZE RGBT RENES - BEUARA TR - 8 BT
inFE > HUCAFCH 4% 50 7E B8 # F5 1E A Gensetix A B 5 4 30 B E REFI T~ B 5EH-EST
AL o SIRE TR DR AR B I 2 [ 3 7 A e -

SEMBPE PR E RFWBRRF
PrT B A B BN REER 2 > AEEAEGPREE T HNZEAKE
BRI ARy T RESTATE AR, o AR5 A SR B AR e AR

HMREN - HELR N RHETT Rt B R - A AREIHEFNEANRE
A RERESTT °

W Vaupel £t » ZHFEFIHFIZRZLYHE © " 5 EF M A Ruthard
Marowsky ( NF# " Marowsky | ) 2T B J@HFME A Vaupel i % ~ BLIER AR KE

BB HEFNIT IR SRR MR - BIEE 2 BB WS P2 A Vaupel 48 5t DL 25 i 3 1
BRI A\ Marowsky EL4T B4 i AR RIS « 2T B E i — IR
ERESE R AU BB WA HE A\ Vaupel® - | KZEHCAFCE B % T B B H #2132

% Gensetix, Inc. v. Bd. of Regents of Univ. of Texas Sys., 966 F.3d 1316 (Fed. Cir. 2020).

R E RN KR A 42008459 A 4 A F A BB HAR 4 SUR R & B2 B = 7 Alex Mirrow -
R 1% 2014 Mirrow 5 st 8 B 3% 4 3 2 45 Gensetix ©

8 Id. at 1319. (“UT retained a secondary right to sue if Gensetix fails to file suit against a substantial
infringer within six months of knowledge of infringement.”).

% Vaupel Textilmaschinen KG, 944 F.2d 870.

60

1d. at 874. (“MAROWSKY hereby grants to VAUPEL the rights to sue for past, present and future
infringements of patent 3,961,650 (if any) including the right to seek injunctions and/or money
damages, in any effort by VAUPEL to protect the invention covered by the patent against
encroachment by third parties; provided, however, that VAUPEL first notifies MAROWSKY in
writing of its intention to sue for enforcement of the patent against a particular party. The final
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BRI ATE R R H N SN Z BB B AR - HHERRHE
TRAREN GIE R E E LAVIRE] > NI A GG 2 B E NSRS mEE -

6. & ¢ RAMZHEF A E & R F 0 A w R R

f{ﬂ%ﬁi%ZEﬁ%% H?‘E%é - BHEMN BN (RHEREAE

A EREZ AR

BRRERRLHE
(the right to enforce {%ﬁ%z%@%% REREAE AR RET OISR

& The right to indulge)

[FEF#EARBRZELLFH (the secondary right)

‘{m REFE MR %Hﬁiﬁ@?ﬁ%ﬂ%%%

B3 SAEHEFAMEREERAGEFrm®

—

&f_EpTal - BUS5e%E - ERVENRETEAEIFFEREZILAER - HHZ
oo N\ IR B 1 PP B i Dl R AR BLEU R W B RIS SR RE A (IR - 55
H BB IR AESLEI B H AR AL I T REM ESRH R ZIRH, ~ " R E A
ANEBTARES, ~ " REFEEMEAREEIT RS, - T REBENEARE XERL
JTRE ) o AR T B A SKE B AN A A H AT - JABEET
GO E B Z A KE S RS = EE R - 1 ST A
HRENEETAEANEEREE DHIRE > R & S EUS 2 58 E SR
HHEE

(=) BiREBREZER] (the right to alienate )

FHME (sublicense ) #5102 B 2 38 A SUBBS HAZHE AN B R R MR A
TEIRERI T NS E= N 0 M EEEB (transfer/assign ) RIIFAYEEF]ZZ2E A

decision, whether or not a particular party is to be sued lies, however, solely with VAUPEL. All
costs arising in connection with any infringement are carried by VAUPEL.”).
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#£Prima Tek I, L.L.C. v. A-Roo Co.ZZ1% s CAFCHIZL B i+ oHE A\ {1 F oM > fE
FIR LGRS E g ERA T EE%8% ) o 4 Propat Int']
Corp. v. Rpost, Inc. % » CAFCTMER: " E G E IR R REIEZ R > ¥
SRR HITR I 0 it 22 B 3% 2240300 R A% T A 2 E A -

Blex R RS EEL T TN P REFIEAE IR G BOR 2 s A B
BB W PIIE A RS B R B AR R B R « 3 R RIA L IR ] s
BRI 3 A S B WP A A PR M TS - SRR R R R T
SR B R B2 A BB W A A BUS % A 2 S

62
63
64

S RREE - E2X - AT -

Prima Tek II, L.L.C. v. A-Roo Co., 222 F.3d 1372 (Fed. Cir. 2000).

1d. at 1380. (“A licensee’s right to sub-license is an important consideration in evaluating whether a
license agreement transfers all substantial rights.”).

Propat Int’l Corp. v. Rpost, Inc., 473 F.3d 1187 (Fed. Cir. 2007).

Id. at 1191. (“The right to dispose of an asset is an important incident of ownership, and such a

65
66

restriction on that right is a strong indicator that the agreement does not grant Propat all substantial
rights under the patent.”).
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#Prima Tek II, LLC v. A-Roo Co.2£5 » AN ZE Y BRI RE A SouthpacEi 2 & #f
ZME N\ Prima Tek I%55] | BBIMESLL) > Wi TPrima Tek IfF 4R E A HYHAHE
fit FE - M B EL A HE A Southpacy 3% #Z FES2 LY T IR ZOR B 2 A Prima Tek IZH[A]
Prima Tek IIE{TH#%## - &Prima Tek I ~ Prima Tek II—[5] ¥ ZH F|{Z1# A A-Roofg#L
HAZRESTFEANT » #25 A-Roo TR [ &5 Bk = B fir « CAFCIY AR 38 By AL R 5
FIHE A Southpacts T B B H:F7## A Prima Tek IHYHER|Z (¥ Prima Tek IIFFFHEMIRE
Hill > Rz S EE FRUN T BByt fE A\ Prima Tek I H Ao Ay EAHEALAE -

CAFCEl Fy % FHZ E BORAE (8 Z W B B A fE A\ Prima Tek Ti % 3% BUH 2 HEF
HY TESTIORAE | 0 ZR BN B LI MEEE IE A R B Y 4 BB M R G Bl 45 Prima Tek
Lo Rt - TH RS RSN, 2IGEEERAF#RERZE
% °

" Prima Tek II, L.L.C., 222 F.3d 1372.
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fELone StarZ**rft » HFIZ 3% A\ Lone Starfi[F 5|1 A\ AMD% 2 > 5] 33 £l 22
&I BB Z5E NLone StarFfsRBIRVRER] T » HEERIEE )7 (FiEEE
%) [FIEZBIHF]Z5% NLone StarfH[FEHYRHILYR » A5 AIFF] <25 ALone StarfAE
R 2B EEG E )T - BEE A ERESFFRZOHE - JREF#EAAMDA LR
464 [ B 152 1k LY P s

TESFEAMBIE S - BESRE A2 5% NLone Starfpf B [ BFIHE N AMD {5 fitt B
TE4E[E S AR - LIRGIE N 2 g AR o B R B - (12 B A58 ALone
StarJ[NR S AR B 77 A B BB SF RO E - [REFIE AN AMDIE 4 [E & R
R EHAY - B FRARSR R " AR R SR E T EREOHE R
IR AT RS PR ] 7 H A2 3% A Lone StarsEEIEFIHYEE ST » HE(R T R EFIREA
AMDGEH P LU G FA] » RELERA EA a2 i EE AR -

ERERE TR IR SRR ETEFEOME o AIREBRKIEE R
TEFAPAEN 2B N HEEAAIRER] - WHECR T B AR A GGEH

68
69

Lone Star Silicon Innovations LLC, 925 F.3d 1225.

Id. at 1232. (“the agreement restricts Lone Star’s ability to transfer the asserted patents. In
particular, Lone Star cannot transfer the patents to a buyer unless that buyer agrees to be bound by
the same restrictions as Lone Star. J.A. 2026. Otherwise, AMD can withhold its required consent
and halt the sale.”).
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0" Watson v. United States, 222 F.2d 689 (10th Cir. 1955).

4 Vaupel Textilmaschinen KG, 944 F.2d 870.
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£ Aspex Eyewear, Inc. v. Miracle Optics, Inc.Z2"*tp » IR [ 3fsk b st shim
PLLTEMEAS (BAPRAY 2 2 [ B AE A Contour Optik, Inc. ( ~F% " Contour ; ) B
J& 421 A Chic Optic, Inc. ("N " Chic; ) JR20014E%E T A R 2 F HAHYBLLY -
IKIB AT RESLLY - B HIZRE N ChicHUS 2 3 B A 2 BAHR 1 - FHZ TR
P > DRSS - —fiim s -SSR AUS 2B E N BEA®RIIER
8 Bz BN EA B HI (200635 16H ) - HAEFLYIRH
& 2 FHAA VTR - RtEsR - E32494% 1E H BAT& R ZHFE A Contourf HY

3 Azure Networks, LLC, 771 F.3d at 1343; Vaupel Textilmaschinen KG, 944 F.2d at 870.
* Aspex Eyewear, Inc., 434 F.3d 1336.
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" Id. at 1342. (“Chic’s rights, however substantial in other respects, are unquestionably valid for only

a limited period of time, ending no later than March 16, 2006. As of March 16, 2006, Contour,
absent an amendment of the agreement, will regain all of the rights under the ’747 patent that it had
previously transferred to Chic. It is thus the unquestioned owner of the patent.”).

Lone Star Silicon Innovations LLC, 925 F.3d 1225.

Aspex Eyewear, Inc., 434 F.3d 1336.
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E. Robert Yoches & Ming-Tao Yang, Borrowing Patents: An Idea Whose Time Has Not Yet Come,
COMMERCIAL TIMES (Jan.8, 2013).

Alfred E. Mann Found. For Sci. Rsch., 604 F.3d at 1361.

Luminara Worldwide, LLC, 814 F.3d 1343.

Azure Networks, LLC, 771 F.3d 1336.

Keranos, LLC v. Silicon Storage Tech., Inc., 797 F.3d 1025 (Fed. Cir. 2015).
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4 Azure Networks, LLC, 771 F.3d at 1343.
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Waterman, 138 U.S. 252, 11 S. Ct. 334.

Id. at 335. (“whether a transfer of a particular right or interest under a patent is an assignment or a
license does not depend upon the name by which it calls itself, but upon the legal effect of its
provisions.”).

Cooper, 877 F.3d 1086. & Diamond Coating Techs., LLC, 823 F.3d 615. & Lone Star Silicon
Innovations LLC, 925 F.3d 1225.

Lone Star Silicon Innovations LLC, 925 F.3d 1225.

Mark J. Abate and Christopher J. Morten, Standing with a Bundle of Sticks: The All Substantial
Rights Doctrine in Action, 28 FORDHAM INTELL. PROP. MEDIA & ENT. L.J. 509 (2018), available at:
https://ir.lawnet.fordham.edu/iplj/vol28/iss3/1 (last visited May 1, 2024).
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% Azure Networks, LLC, 771 F.3d at 1336. (“In addition, Tri-County is obligated not to encumber the
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Alps S., LLC, 787 F.3d 1379.

RACHEL M. KANE, ET AL., OHIO JURISPRUDENCE § 72 (3rd ed. 2024) (“The term ‘nunc pro tunc’
means, literally, ‘now for then.” A ‘nunc pro tunc entry’ means an entry made now as of an earlier
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Procter & Gamble Co. v. Paragon Trade Brands, Inc., 917 F.Supp. 305, 310 (D.Del.1995).
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