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£ Endo Pharmaceuticals Inc. v.

Actavis, Inc.  Endo Pharmaceu-
ticals Inc. v. Roxane Laboratories,

Inc. X Bh sz b g

MR
= BN =
2 YHl A
EORFZHE A A (Implied License Doctrine ) #7FA#4A BRI E E AN E

s BEERMA RN - REBBIERACHHG > BAEBRIZREE %
32 K = (legal estoppel ) ~ fff ¥ 22 & = ( equitable estoppel ) ~ Bk X
(acquiescence ) 577 Ry (conduct) - F¢i i AV EARENR S R EFEKE -
EEAMEN— ~ T —(EREF] 0 =~ UZZEN¥EHE (receives consideration) > if = -
FORBIEZER > AR E TABRERSHEA - 2EER > AEEKSZHEA THUR
i H & L5 ( after-acquired ) FH F| 2 J& 15 ( acquisition ) #Y 7] 7 & 14
(foreseeability ) K #%FEREMYMED I |, - B FEAR S AN " IR L A GRARRY
(misleading ) 17 RWE /R HIHE AN & F it HEFRE - BB VRS KPR

DOI : 10.3966/221845622020010040005
¥AE A 2019511 A 148
KIZHES TERMGARNE  hitig T RE -

T Kim LEWISON, THE INTERPRETATION OF CONTRACTS 152 (3d ed. 2004).
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THEB MR DU 3E R © — - BB BB AT HEMS (affirmative) FE
SR AP AR - (EAERIRE - WA SRS BHRTE =
R IR TR R QIR 2 RIE RS - BRI BOR RN
R T EAIE AR EE A RS i sk A8 EE S (specimen)
TS FEEA A B2 BT RIS W - I A B S EEgER » F4
AR | - (TANBTRIENRE TOREHEEA AH S — AEMESHRE
fAIFT By » (LA A T DL T SR A A 0 5 ) S A s ~ (o Bl e
MEAM AR T | HEHESE 3R - /BB AMPZE® K TransCore 22* » 7
SR B S R A R A I 3 HIAE BRI -

&~ AMPZ®
— 7 =

195045 H 27 H AMP L5 BB 55 8 W 3 324 » fRIB B2 4T AMPEE 2% e I 1L g [
HHFEEETHBERHI TE (acrimping tool for splicing electrical wires)

BLL)FOR AMP 3¢ e 1 B fE [ HE (F 57 L[] (Army Signal Corps) 6013 & &RfE T
S EEEA - et E ZHAMPEMNG. H. ByremBA#E5E < fE T E 195248
H25H HFEHA] - AN 1955411 A 1H A S BEBEHF]5952,722,146 ( ByremH
FI) o 1195346 35 HE A 5e ik’ » S249 o B 7 SERIRE AV R 2K Q0T 22 1A 3]

REIFE5E R LI [ERE - AMPEEE T —IHEH (VinsonHA]) - 19464 H 5
19524025 » JE TP A By Byrem B A - tELEER - MR IEByrem E5 A fi 4 ZEHY
GEFEEGIEERE T VinsonE Al - AMPA1963411 H4HH{S T VinsonE Al - A2

Rachel Clark Hughey, Implied License by Legal Estoppel, 14 ALB. L.J. SCI. & TECH. 53, 56 (2003).
Amp Incorporated v. the United States, 389 F.2d 448 (Ct. Cl. 1968).

Transcore v. Electronic Transaction Consultants Corp., 563 F.3d 1271 (Fed. Cir. 2009).

Supra note 3.

o A~ w N

On June 5, 1953, the last shipment of items called for under the contract was sent by plaintiff to the
Signal Corps and the acceptance of these items shortly thereafter constituted the completion of the

contract.
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AMPE HEEBEFEE T VinsonE F]
AR

CAFCIT e FFE G N ABORIZIE

EHEAEE T —HAH—SHZ B > A EE - HeR S > ZHEZ
N IE S HAAE T AR R ESTER - BB E FAH BRSO e 2 BA -
(When a person sells a patent which employs an invention which infringes a prior
patent, the person selling is estopped from bringing an action against his grantee for that
infringement, even though the earlier patent is acquired after the sale of the latent
patent. )

THE—FEH

AN FHAE A DRI R AN 5 T E > AN EEEREA
(BGEEN) BT ASEHERE (SGEE) —mERIIMERE - & EEIRIEE
RER o #5277 A AR (E B B UL E A B V(Lo #iE - [ The essence of legal estoppels
that can be found in the estoppels of implied license doctrine involves the fact that the
licensor (or assignor) has licensed (or assigned) a definable property right for valuable
consideration, and then has attempted to derogate or detract from that right. The grantor
is estopped from taking back in any extent that for which he has already received
consideration. )

AR LS » WEM SRR T A - HARGRANIT /A EREfMER T
HIRER] -

AMPHZIEGBURHZ IS (use an idea) A HZEByremB AL « BUF A LL
#m 7 ( SLE i Subject Inventionfigm 2 & Al HA| (MfiZR1) - BIEF SZENFZHE
fts ERYEA] - MZ2 B - Kt > ERBUT#BURIZE Vinson A -
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2 - TransCore%’

_ . A E
H

TransCoreZ JJ A2 iE ~ §HE N L4 H B E 248 (automated toll collection
systems) 3 H /25 F ZAHBA Ry FFIREN -

20004F-TransCoretsMark IVIZH#FT 2 TransCoreEE 1| o (& F1f# - Mark [V[&E] &
{14508 2 HUSHAE - IAERAI R 1T -

RER > —HBELRGEBE R 2T S A EETCH S T llinois State Toll
Highway Authority (ISTHA ) fUBAE - BT L2245 K BB 09 UL A% ( open-road
tolling system ) - [ &4t = FISTHAriMark IVH#ES -

TransCore &5 ETC 1§ # = = F| 5% 5,805,082 ; 5,289,183 ; 5,406,275

(082,183, 2755 Fl]) EFH6,653,946 ("946EFl]) o *946E FI[{£ TransCore-Mark IV
TS AR A -

T A IR

CAFCE! BB B ~¥ZHE » 1i{F TransCore-Mark IVAIfEFEL T » ETCZ8EMark IV
PHERINE 24 » iS558 240 Y TransCore L I HE FI[#£32 (patent exhaustion) o CAFC
et = AR AR T RALURIEFFERIFANE » FHE LA EH B
IE T ESFTEEFME | (the longstanding doctrine of patent exhaustion provides
that initial authorized sale of a patented item terminates all patent rights that item) H.
"MEHEBEFRA AT ER B E S EAFESE | (exhaustion is triggered only by a
sale authorized by the patent holder) - Rk > Mark IVEIISTHARYGH &2 #EI2RERY -
15 F£ 32 T TransCoreEL £ o

BB P2 fE » CAFCRR TEHIAMPZE » HEGHE T IAEAL S EHE %
HEENTT R - T RESEZED NEE - BN ESGEE—RERN - LFHE
R ERIECI THIMEF] | (Legal estoppel refers to a narrow category of conduct

encompassing scenarios where a patentee has licensed or assigned a right, received

Supra note 4.
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consideration, and then sought to derogate from the right granted.) -

"946 S AIE 082 HHY M 38 - ETCEERE - [ H. TransCore )2 Fif > 9465
A EEL 082 F AR - HHE N 0825 F] » (NItE Ky 1 (EMark IVH{{5EiTransCore
KPR G - D H RFFE 946 A B m] LLE it 082, 183 Kz 27SEAHH[E Y
#iE o 90 F R AT BE (& TransCore 0 R BRI FE - {HA S0 FF TransCore A it £ B
WP T HIRER] -

Bt ~ Endo%’

_ . A E
H

2006 4E 6 A FDA ¥F 1] T Endo Y 42 £ oxymorphone & /i Opana® ER ( NDA No.
021610) ( % T06ER ; ) > HS5mg ~ 10mg ~ 20mg [ 40mg4 B i1 & & » 200842
H 5 AN T 7.5mg ~ 15mg fz30mg3{E BEfiz & & - 20114212 H FDAFF A] T Endoffy#
FEVEFTEER 3% (SNDA No. 201655) - i&/FOpana® ER(YHTEC /7 HiBE§ER] (crush-
resistant) ( ~f% "11ER CRF,; ) -

200843 H Endo#E &F Actavis » $5$E H 06ERHJANDA ( Abbreviated New Drug
Application » Opana® ERYES 2 B ) (2 2 FI| 35 B 5 Fl] 5% 5,662,933 }%.5,958,456 -
20094E2 F EndoE2 ActavisFlIfi# » 220114E7 H 15 H A& SFA A 2 #24E° - 2011487
H 20 H Actavis & 7 $4 £ H Opana® ER /] £ % 2 ( Oxymorphone Hydrochloride
Extended-Release Tablets, CII 7.5mg and 15mg ) 10, 20124712 H Endo#E #FActavisy &

8 Endo Pharmaceuticals Inc. v. Actavis, Inc. & Endo Pharmaceuticals Inc. v. Roxane Laboratories,
Inc. (Fed. Cir. 2014).

®  Administrative Law Judge Dismisses FTC Antitrust Complaint against Generic Pharmaceutical
Company Impax Laboratories, Inc. » FTC#2018+5 F 18 B #£ it #41nitial Decision » 434k :
https://www.ftc.gov/news-events/press-releases/2018/05/administrative-law-judge-dismisses-ftc-
antitrust-complaint » x| E B : 2019F11 4188 -

10

Actavis Launches Oxymorphone Hydrochloride Extended-Release Tablets, CII in the U.S,,
available at https://www.prnewswire.com/news-releases/actavis-launches-oxymorphone-
hydrochloride-extended-release-tablets-cii-in-the-us-125909248.html (last visited Nov. 18, 2019).
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HO6EREZ &% (7.5 mght15 mgRi{H B (& & ) (S 11ER_CRF}AOrange Book'' FFf
£ (MfFE2) 2~ HF|EFEF]%E7,851,482 ~ 8,309,1225,8,329,216"2

i e DA BRI 1 B I 2 T B A1 L [0 Endo 35 W 22 22 44 BE g Roxane J ActavisHy /]
HAZE&]< (preliminary injuction) AYEEEE o Endo |3 » CAFCH#H R EHEE -

AP EFEFEF 578,309,122 (C1228F]) £8,329,216 (2165 F]) Z[FE—&k
ZEHHGEZE o 5 = B E I EF 587,851,482 (C482EF1] ) Bl Hth g {E 25 A1)
B o WU CEFENEL ST 122K 21688 K] o 1 48281 F| L AE ActavisHy F3F o

TELLEFEART > Endots W #; -3 AL ANDABFZHE - 55— 7A7E Endof i
Wi Esf AR > FERERERIOMT R > W E AR L -

ZFHEFERERA NS > 122K 216 | A #E A ZEndo - *4825 fZEndo
HUfHY -

SR
(—)BB 8% (Express License )

Endo#5# " No Implied Rights ; FRFKIRIAHE » $ZHEAh#E 5 3 HA - Roxaneld]
& - N Jerii R R BB A5727,276,250 (P250F8 A1) f =Bkl HH 55 260/303,357
(C357THHEEZE ) FERMBME - ifi 122K 216 F It S H FIREHE ([B1) - ATl
FEZLLYF IR T E M % F B A - RoxaneF i Rk HY [ including | = T 7 A H
£ ¥1Opana” ER Patents ¥ 7R (B HERYEEZE « B M Y EIZE (MR - B
JRA B 58 A (] B 52 M S5 R1) K SR A [F) (B S HE Y PR 28 R BRI R B 3% > B sRAB ST RER L A7]
EFFREEZE - R am Ak FEIAVER Y FRER R B0R T FAIIEAVIE 250 R £ £ #1122
K 2165 A] -

Orange Book #§ iE &, % #§ & “Approved Drug Products with Therapeutic Equivalence
Evaluations” - NDA ¥ 3 Ak {%Rule 21 C.F.R. § 314.53(C)(2)s4 /4% X ML 22 5 A Bl 6 A &
oo 3455 2k £ 4] 5] £ FDA ¢4 Orange Book k. - 15 3k % 5] 2 48 & (1) drug substance (active
ingredient and polymorph) patents, (2) drug product (formulation and composition) patents % (3)
method-of-use patents claiming indications or other conditions of use.

The United States District Court for the Southern District of New York, No. 12-CV-8985,

complaint.
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AppNo: 60/329,352
Filed: 10/15/2001
Status: Expired }—
Pub No: None 250 patent
Date: /
AppNo: 60/329,426 AppNo: 10/189,932 AppNo: 11/891,775 AppNo:  13/738,536
Filed: 10/15/2001 119(e) Filed: 07/03/2002 Filed: 08/13/2007 Filed: 01-10-2013
Status: Expired priorty Status: Issued M>| Status:  Abandoned N> Status: Pending
Pub No: None Pub No: 7,276,250 Pub No: 2008/0050431 Pub No: None
Date: Date: 10/02/2007 Date: 02/28/2008 Date:
AppNo: 60/303,357
Filed: 07/06/2001 |—
Status: Expired | € —— '357 provisional
Pub No: None |— 216 patent
Date: = AppNo: 11/427,438 /
Filed: 06/29/2006
N>| Status: Issued
AppNo:  60/325,432 PubNo: 8,329,216
Filed:  10/15/2001 Date:  12/11/2012
Status: Expired |—
Pub No: None AppNo:  10/190,192 AppNo:  11/680,432 / ’122 patent
Date: ) 119(e) | Filed: 07/03/2002 Filed:  02/28/2007
priority | Status: Pending O] Status: Issued
AppNo:  60/325,444 Pub No: 2003/0157167 PubNo: 8,309,122
Filed: 10/15/2001 Date:  08/21/2003 Date:  11/13/2012
Status: Expired |—
Pub No: None AppNo:  12/426,112 AppNo:  13/908,328
Date: _ Filed: 04/17/2009 Filed: 06/03/2013
N> Status:  Abandoned N> Status: Pending
AppNo:  60/325,445 Pub No: 2009/0192183 Pub No: None
Filed: 10/15/2001 Date:  07/30/2009 Date:
Status: Expired |—
Pub No: None
Date: -

##F& B : Endo Pharmaceuticals Inc. v. Actavis, Inc. & Endo Pharmaceuticals Inc. v. Roxane
Laboratories, Inc. (Fed. Cir. 2014) /f % & %

1 A5 Ak 4 E

CAFCRE FyRoxaneH AT AR o A F5mHYE 122 216 A 2 (L 21
HHAYEEZE - B - 1225 2168 5 $HE M BN L REISE o sl
A o EIHEE RN LR E SR L E R > [ including | J2H XREMFERAVE

ActavisfYZLL A& T B Roxane LM [EHY AT ~ M EEE KT EIE , H
ag o B LACAHEHE - H 482 H B I A58 2 MERH - CAFCHIE M #7 EFFA
AW IR I A] LB (] 2 P EA -

[==)
I
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[=]]

o CHEmE

(Z) Bn1%1E (Implied License )

Endo i 5 F HH AV B E NS BUZRE S A (2508 F]) K[ - HEHMEEAHY
#i[E A [E o Endofi HYEL’ 122 K "2 16 S5 R AH BB S EV B A ("2508F]) R
BRI TR R P EHH - RIEFIARRR ISR 2240 % - R Endo T fig#: B3R 04
HIZHE -

e ESRABEEA A (equity ) N MFFIME N BIEEFTR TR ERE - ¥
FIRAFAWER R T 2P EF - ¥ LiF A FewEndo & T A XEHE (valuable
consideration ) FZfE B MM ENEAEERE L - T M IFDARZ AR ANDA K 31
HIEHEAETTHHE » MEndof& sKHUS Y B FIFR 2 T IAERI S AU 8 - #2 37 A Fam L
&Y T No Implied Rights | J2HRENE - RN T " AMRIEENGK, -

e ESF NBHEARZE B E T TransCore % » 3% ZZCAFCHIZE |F HARE N$25E —X=
PERFEA - BIGRE AV SZ AU T R M A B A, - CAFCER Rt I
#F A TransCore 2 /Y i3 [ fi# 58 & N IEHERY o CAFCAE TransCore ZZHERD T > BLAI#5% 1
RHEE (convey) MM AN TAEEHER] , (absolute right) sRELE - [ HIEHH &
im0 T HBERZEEMEAISE WS TEEREFR , - BRI ARER T EEHE
Bt A 2LiE - (H S E W R AR BN E S, > T " BRI A R R ATE
G~ B B IEE I - B BRI T AR BRI 45, -

EERERERANG A HE e — MR - i 0 T RIS AT R
T RBESEZUTER  BFEANCRESGERE —#F - B E (received
consideration) - ZATR{R[EIEIE I THIMER] , o {ETransCore X » ZFH A ZJLAl
FOfEEELL) h Horh — B ARy - FERE H VA E - CAFCEREFINEEZ -
BAREN T EREUZ R A F R R H A FHAFR TR, » ERET
ARSI o B T 1 B E i 5 5 B DU (L 1F S B 3240 T % T YA
oo BIEEBZLY R TR A R AR AL ALY HLA SR, CAFCHHI &5 »
B (BRI RE N B B L 5 e B SRR B — B A HE R BRI o Ry T
R NB BIMIULTE - CAFCHFRERR I BRI REE R R & E -

CAFCEET] - i AP EER Z AN BRI B E S EE » &KHE
o BEEARRH KA R NS ERFTZFAIE 3, - 7 TransCore Z
BRI B AR AR R4S THYREAR] | 1% - CAFCHIR T S mii T i il Hh e
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B EVEEZE - A FRENE A L FENVEE R SR EMERAER T 7]
DiesE » e m g ORI N 2 - IR - ISR TR (covenant
not to sue) HIEE TRFEEF] - fE2 A LFERE B EBEHKER T » AE LA
DU (R SHIRE N BRI HE A Y i G A -

Endo)@ AN S B IEL FN AR HNRE » HEHAFEMNZEM
PEBE ARV EEE - B B N HEB IR EZ K& (capture ) T3 LLYNAYAERY o
AMPZEILEGH B » KRy A FHLEEUTHZE " 12 R E i S —(#Subject
Invention | —— 2L Aoy & FH A o AMPZE (i 15 {8 32 HE B2 49 0 e MY BB B | 1R OF
o MRS BUNE AR (idea) 1A A ZByremEFIA L -

BN A E " &, (idea) - Endof¥ TH#: F3F A HY#ZME K %55 R K

(covenant not to sue ) [REAEFFEFA S FHHHFEIE o CAFCHH 5 5L 2] Wi ZE 4]
HAZE®] 4 (preliminary injuction) - &[0 B8 -

=~ IREDYKWE A EE R

7ZBEDYKIE ZRoxane}4 A R 7 BRI T2 FE 122 F2 2162 Fl] - Roxaneff EiEndo
AR E R0 AL S SFIHY B 35 28 - AL AR 3240 of — B A £ 5R (B e HE R R I
HEE R ERE S - & E BN S MR E RS2 T - 2800 > 7£Endo
Actavislii s FIEHIM] > Endo)@ B a58° 122 K216 LA 55 35 » Wi A2 1 Actavis AR JE
PR - ERERIT - AEDYKM A  ActavisH WBTIEIM B M 1228216
BFIA B 324 RE A AND A P 5 1Y E i ©

Actavis{E20084FE2 F 14 H #41Endo » £ L [AIFDAF 3% T ANDA L $4 € H.Opana®
ERfYEL £, %% > Roxane{£20094F 12 21 [ ## %1 - Endo 4} Bl ££ 2009 4F B Actavis » 7
20114 B Roxane FIfiE 55 5 T Y REFL4Y o ActavisEELEndofy #L 4 HE Actavis{X {5 456 L 7|
4 FE Ry 84 Opana® ERMYEE 4% > A 2£4H$5HH T Endo...covenant[s] not to sue [i.e.
licenses] Actavis...for infringement of...the Opana® ER Patents [i.e., the *250, *933, *143
patents] based on the manufacture, use, import, sale or offer for sale of any Opana® ER
Generic Products... | - Actavis®24JE# " Opana® ER Generic Products ; % " any
product that is ... sold under the Actavis ANDA | o

£ Actavis & Roxane$# i3 1 fi# 24 B 445 B Opana® ERAVEE L4 7% » PTOAE2012
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E12H 533125 T Endoffy’ 122 % 2 1631 "® « 2 S EUF[#25 T Opana® ERYEMERS
B4R TT7% - Endofiér i te B A 51 £ Orange Book [ -

EEDYKER R ZBE RH Actavis)2 A BEBUR I BL5LATH A TransCore, LP v,
Electronic Transaction Consultants Corp., 563 F.3d 1271 (Fed. Cir. 2009) 5z General
Protecht Group, Inc. v. Leviton Manufacturing Co., Inc., 651 F.3d 1355 (Fed. Cir. 2011)
AEFF o A EDYKEE Ryt b 57 o 5 58 A R S HH 355 28 A B8 A1) [l (5 BBl L )k o A 2
MR < G A B R A& A -

TransCoreZ& Jz General ProtechtZE /Y #E 5 5 5 SLRiHIFIAMPZE © AMPZERE A

FE B REB24 iy S B o] DR RE R SR HY LA - B 22 8 PR R L4 S ) 55 ]
A B EARAAYEF] - TransCoreZEHEHAE N BERME 5 — & AFEHY

HAEE R ERNEm » AARHEZEE A E RIS E R LA (3% & E A AEEM
[&] Y 2 o o

ZRIM » 7% E DYKER By Actavis Bil Roxane ) 72 F fF > Roxane £ Endo /9 {7 5 1 >
Roxanef178° 122 216 FHFHHGE 2 » (R [EKf 13 L5 & P Y B AR E 2249 - A%
RACTEISIZIE o 12 MEBURIZREFEAY - {HActavistVipRE N [E > %42 fERoxane#2&
HYRI AT - 7 ActavisELEndofy o B HAME - 408002 ATE R A aTam 122 K 2165 A 245
TActavisiE 2 EEndoF s 7122 K 2165 K] o

8 % B U ActavisBiRoxane Y24 R LA FING - S8 17 B SRR I -
Actavis# g REMYE T Opana® ER Genetic Products ; ([ff#1) » #4JE 3% " Opana®
ER Genetic Products | £ " any product that is marketed and/or sold under the Actavis
ANDA | - fHE . » Roxanefli#ZFEAYE | Licensed Patents | » 3fi#E—*E Z Licensed
Patents ([ff$21) - At » & ActavisiViZFE LR ELFE " any product that is marketed
and/or sold under the Actavis ANDA | {Y[EH% » RoxaneN % fE s¥ 4l 15 E it neither
extends to any other [ products | nor " to any patents other than the Licensed Patents, |
the ’250, *456, and *933 patents » [KIf » AN {§RoxanelY#4Y » Actavisty# 44 H R E
PRERTE AR o DR 5 HEBL 4T K R [RIAY 17 5 R 5 > e Actavis T DA B I

122 & 216 2 A 5 B A 06/14/2007 (2 B 3E 2007/0134328 ) % 05/03/2007 ( 2 B 3%

2007/0098794 ) st LA B ©
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8 - & CL i 7§45 0pana® EREZ 8 SEORER] » (18 T 1225 21658 » i i
B IR e T SR -

SRR R A EE b B R 1 B T
P Endode 25 BRI HERT BL R » b 37 A T DATERIAR B 4% HE 3249 o 1737 8 24 11
SE - MHAEDYKERE BT IR 5 o LU R B R R M T il B B © 39
Actavis BT REN A R AT « 8 48 Actavis 7RIS 1 LU 22 28 25 o Y BRI 6 35
% [HEEBRCREARSERANEEAS L (Endo) - BIIT HRBRITR
- R AR OERMEE A BAIERS IS A0S TR )
e B R A B R B - 1R R
S o HE R RIAR I RS o B bR R R I TR T RIRAR R
BRI g (T -

I~ &G A

AMP ZE 1% FE S A th B & & 6 ZCBH #fE #h B B T Nothing contained in this
paragraph shall be deemed to grant any license under any invention other than a Subject
Invention. | - {H32 H 2 FEHEFR FZHESubject Invention ML ANTY#EHH o TransCoreZE fY+%
FEFLZ T [E A o & s EEHH | This Covenant Not To Sue shall not apply to any other
patents issued as of the effective date of this Agreement or to be issued in the future. ;
1B % 35 B oy 5 A1 s (B 0k AR AR PE B A A [E 1 - (N BRI S P E
Mo AR RREE T RARAER B A EE -

RAB B B BT 5y ATIERL > ActavisYi#HEY/Z " Opana® ER Genetic
Products ; - i& & —{EHE V) AV I AERRRY o (E AR 732 I > Endofit HHE5HY 122
FC216 BHE &L AR » A AE F M A &5 1% K H & 51 £ Orange Book I » #J i, Endo 1
#1225 21650 BOpana” ERAHRE » {HALZLE Bk MR & Al Actavis - BB 2
HHEH - MR FIRE R EE ] T Endo...do not grant Actavis...any license,
right or immunity, whether by implication, estoppels or otherwise, other than as expressly
granted herein. ; - {HAIREndon] L E R 122 22165 A - AKIE T B R AL ERRE
Fll—— F 1 B 88 F{a Actavis ANDAZE i (any product that is marketed and/or sold
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under the Actavis ANDA )

RERY R B RERVER - BIEEZLYBHE T R R FRAK 0 TRl 5 e BRI HE -

WL BN M (idea) ~ 228 (invention) B & (product) - KEH: Y T 8L
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AMP v. U.S. (1968) |(a)As used in this clause, the following terms shall have the meaning set
forth below:

(i) The term ‘Subject Invention’ means any invention, improvement or
discovery (whether or not patentable) conceived or first actually
reduced to practice either (A) in the performance of the experimental,
developmental or research work called for under this contract, or (B)
in the performance of any experimental, developmental or research
work relating to the subject matter of this contract which was down
upon the understanding that a contract would be awarded.

(b)The Contractor agrees to and does hereby grant to the Government an
irrevocable, nonexclusive, nontransferable and royalty-free license to
practice, and cause to be practiced for the Government throughout the
world, each Subject Invention in the manufacture, use, and disposition
according to law, of any article or material, and in the use of any method;

*** Nothing contained in this paragraph shall be deemed to grant

any license under any invention other than a Subject Invention. ***
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(i) In addition to the rights granted to the Government in the foregoing
paragraphs of this clause, the Contractor hereby grants to the
Government, under any patents now or hereafter issued with respect to
which the Contractor now has, or prior to completion or final
settlement of the contract may acquire, the right to grant licenses
without becoming liable to pay compensation to others because of such
grant, the right to reproduce or to have reproduced articles or materials

substantially the same as those delivered to the Government hereunder
skskok

TransCore v. ETC
(2009)

. In exchange for the payment set forth in paragraph 1, TCI hereby agrees

and covenants not to bring any demand, claim, lawsuit, or action against
Mark IV for future infringement of any of United States Patent Nos.
5,805,082; 5,289,183; 5,406,275; 5,144,553; 5,086,389; 5,751,973;
5,347,274; 5,351,187; 5,253,162; and 4,303,904, or any foreign
counterparts of the aforesaid United States Patents, for the entire
remainder of terms of the respective United States Patents and their
foreign counterparts. This Covenant Not To Sue shall not apply to any
other patents issued as of the effective date of this Agreement or to be

issued in the future.

kskok

. TCI, TII and GRAVELLE, for themselves and their respective

predecessors, successors, heirs and assigns, fully and forever release,
discharge and dismiss all claims, demands, actions, causes of action, liens
and rights, in law or in equity (known, unknown, contingent, accrued,
inchoate or otherwise), existing as of June 26, 2001, that they have
against MARK 1V, and its officers, directors, employees, representatives
and attorneys of MARK IV, but excluding any claims for breach of this
Agreement. No express or implied license or future release whatsoever
is granted to MARK IV or to any third party by this Release.

Endo v. Actavis
(2014)

(c)For avoidance of doubt, and notwithstanding anything to contrary in this

Agreement, the License and Covenant Not to Sue do not grant to Actavis
any rights or immunities with respect to any products other than the
Opana® ER Genetic Products, including any combination products.

The agreement defines “Opana® ER Genetic Products” as “any product
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that is marketed and/or sold under the Actavis ANDA.”
No Implied Rights
Endo ... do not grant Actavis ... any license, right or immunity, whether
by implication, estoppels or otherwise, other than as expressly granted

herein.

Endo v. Roxane
(2014)

(c)... the License and Covenant Not to Sue do not grant to Roxane any
rights or immunities with respect to any products other than the Roxane
Products or with respect to any patents other than the Licensed Patents.
The agreement defines “Licensed Patents” as

(a)any United States patents that are both (i) now owned by Endo ... and (ii)
issued as of the Effective Date of this Agreement, including Opana® ER
Patents,

(b)any United States patent applications that claim priority to the Opana®
ER Patents, including any continuation, continuation-in-part and
divisional patent applications that claim priority to the Opana® ER
Patents, and

(c)any patents resulting from the reissue or reexamination of patents or
parent applications comprised within clauses (a) and (b) above, in each
case that Endo ... could assert would be infringing by the making, using,
selling, offering to sell or importing of the Roxane Product.

The Roxane Agreement defines “Opana® ER Patents” as U.S. Patent
Nos. 5,662,933, 5,958,456, and 7,276,250.

No Implied Rights

Endo ... do not grant Roxane ... any license, right or immunity, whether

by implication, estoppels or otherwise, other than as expressly granted

herein.
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5128143 DP 07/07/1992 09/19/2008 7851482 DS 12/14/2010 07/10/2029
5662933 DP 09/02/1997 09/09/2013 8075872 DP 12/13/2011 11/20/2023
5958456 DP 09/28/1999 09/09/2013 8114383 DP 02/14/2012 08/08/2024
7276250 DP, U-826  10/02/2007 02/04/2023 8192722 DP 06/05/2012 09/15/2025
8309060 DP 11/13/2012 11/20/2023
8309122 DP 11/13/2012 02/04/2023
8329216 DP 12/11/2012 02/04/2023
8808737 U-1598 08/19/2014 06/21/2027
8871779 DS 10/28/2014 11/22/2029

DS: Drug Substance

DP: Drug Product

U-826: RELIEF OF MODERATE TO SEVERE PAIN

U-1598: METHOD OF ADMINISTRATION OF CONTROLLED RELEASE OXYMORPHONE
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