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See supra note 21.
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3 Inre Grasselli, 713 F.2d 731, 741, 218 USPQ 769, 777 (Fed. Cir. 1983).

** " In re Kollman, 595 F.2d 48, 201 USPQ 193 (CCPA 1979).
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46
47
48

In re Hill, 284 F.2d 955, 128 USPQ 197 (CCPA 1960).

In re Burckel, 592 F.2d 1175, 201 USPQ 67 (CCPA 1979).

Part G-Chapter VII-2, Guidelines for Examination in the EPO, November 2016.
Part G-Chapter VII-3, Guidelines for Examination in the EPO, November 2016.
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> Inre Johnson, 747 F.2d 1456, 1461, 223 USPQ 1260, 1264 (Fed. Cir. 1984).
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2 Inre Chu, 66 F.3d 292, 298-99, 36 USPQ2d 1089, 1094-95 (Fed. Cir. 1995).

In re Wiseman, 596 F.2d 1019, 201 USPQ 658 (CCPA 1979).
In re Baxter Travenol Labs., 952 F.2d 388, 21 USPQ2d 1281 (Fed. Cir. 1991).
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% Ex parte Obiaya, 227 USPQ 58, 60 (Bd. Pat. App. & Inter. 1985).

> See supra note 21.

% CFR 1.132 Affidavits or declarations traversing rejections or objections. “When any claim of an
application or a patent under reexamination is rejected or objected to, any evidence submitted to
traverse the rejection or objection on a basis not otherwise provided for must be by way of an oath
or declaration under this section.”
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Ex parte Gray, 10 USPQ2d 1922, 1928 (Bd. Pat. App. & Inter. 1989).
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¥ Procter & Gamble Co. v. Teva Pharm. USA, Inc.iﬁi’mHl » A FJJI ﬂjflfrr[% f“‘ﬁ#’J

%0 KSR International Co. v. Teleflex Inc., 550 U.S. 398, 415-421, 82 USPQ2d 1385, 1395-97 (2007).

61 Procter & Gamble Co. v. Teva Pharm. USA, Inc., 566 F.3d 989, 90 USPQ2d 1947 (Fed. Cir. 2009).

EFIEH | SE=-P0HA | 2018%7H

Taiwan Patent Attorneys Journal



EZHT

EHESTERE - B2 [ TBHRBES ) www.angle.com.tw

h

“SRHE

HI# 5% 57| (risedronate ) £iProcter & Gamble” } gj’?’?%ﬁsﬁﬁ“Actonel(@inF,]fk’?‘/w )
ARSI R - 1 TR SO - 1 -
Procter & GamblejZk+ i [Tevalé?@ Teva?ﬁ%—?ﬂﬂl FIIMISE Procter & Gamblec
) By PR BOBLH 3o o i) ol By IR 50 Ak S]] (1 357
36 (11 9 1 1 4 EIJ?FIZ-pyr EHDP » E 7% F| 5 kPh i) I 08 fef B A7 92
(positional isomer) » $f#% ’rJ”E’T?ﬁ%:E:{/%iI‘?ﬁ} TPIPY > Tevadl 7 3 %[5 2-pyr
EHDP2! € A5 2T [P 1% 1) TR BASLE -
BT R B B R S LY R R - 5 E T2 ¥ 2-pyr EHDP(®
ELF 'p?’i o ,m%'ﬁ”}{fj’ﬁ [SHf ) 23 Bk > =9 > FETE jJ’ FISE 35
(potency ) *H ) {4y o1l T2 phSIRIEORAR 5 - [XP- KD Tevadh fiZ 0 BTfh) b L
[ [/T“Jfr-rugﬂ_’ ANplgeswg = o Ty DRI R R
CAFCRER] Pyt IR B[ » RUEDT 45 &2-pyr BHDPRLY, 3l 7 BLE 45 (=L ]
ﬁl”“’:f’f’d ) i[E%Z -pyr EHDPt SIESE A%”JEJJ‘? S EE RS A E Uﬂjiﬁﬁ‘&
g5 "J F"[%‘ [/ F‘/*JNEIEF 1% (reasonable expectation of success) o #° 4 F'f[15J2F
BT B PSBE AL B0 P (R
CAFCE%?FF BRI E )RR S S o B B BLTE [/T@“frru%!" ({79 IR 5 i
Procter & Gamble {115 P JREEN| ph fL 1% 1 ¥ /Tu%!‘ﬂl TEYC B EL ) VEEE-
TSR AN > JE S (R R I SR M RS T S
?*%?EU*U%@#@«@ jcHuE tE j'dflfh VI B R A [ ['Eﬁ?"“ﬁf“‘“‘ﬁf?”
B SR S R A TSR S R A o S e
#’“lﬁ'[ﬁ 7%(‘5@“ [ B2 EJ » R YR REPVE R o RLREE T
VISR o NI S IR R BA S LT '/T”“*Fu%!‘

o

62 £ 8y B B4 40 Bk & Ak ok B fm i (osteoclasts ) RO E A 0 LB A2 AR B B Ak S B B 4k (bone
resorption )+ 377 5 AR SR SR H AR H 09 — B BAR 0 R BUR IR ST HAS Z R
R e

63

THAR | A AL —ARBWATEENEE - T EOEDHECRAZEES > T A
L P ) F R AT R BRIF e R - BT AE AR RKRIESO% AT E Zog Bl E R T
(effective dose, ED50) o

EFIEF | 55=-11HHA | 2018FE7H

Taiwan Patent Attorneys Journal



EZHT

SEESFTERE - FE [ TTEHEEBES ] www.angle.com.tw

h

WEMSPAM T AETARZI LR WERAHE TS5

— ~ BRRERATE

E’?F?ﬂ' TR R I’f‘?”[H'%&Ej FIId 275 e L 'U/L"ﬁé?‘if‘fj MR AR
B %0 (solutions ) FEFEE - 5 F) F‘l%l;l/ BT IERE EI[){}{‘H???H){}{‘%’?\I
B PR N PSS B2017 3 TH LI A G TG ) R B
%+ FIMPEPH| * % .

J*Takeda Chem. Indus., Ltd. v. Alphapharm Pty., Ltd. % ®°[1 » 47§ #J; %“Eq—% ]'°~F/:[
Py PHF‘ /Uﬂﬁf (pioglitazone ) » El gl SIERRE Sk = ﬂﬁf (thiazolidinediones, TZDs )
gl — o §h Takeda F ] HIHS ¥ ’?‘f?f% T8 o fli AT Alphapharm [ FDA % HII:I‘SFb
ANDA®" » H $pi2 Takedagj ?]H%E‘} fii')f@ = £ P F=Takedadi ] F' FB‘? Alphapharmii
%gg;;gigjlﬂpgggﬁlj phpLH o LI I HIZEIE A ;H_ “”EDI 2P ( ["“IZL\[thjb) 1«;1@
[T~ (homologation) ™[ (ring-walking) " Wﬁ]'ﬁﬁfﬁ ’H;Jthf’ﬁ’;!@PFﬁﬁ[J
i -

By R, jﬁﬁfgilg[lﬁ}%ﬂ ?Jb]ﬁ:tuﬂljl—rl 57 (lead compound) - “-
ﬁ"jﬁzfﬁl'L[?J?%ﬁ[’l‘JEﬁJTZD[’“’ Cf}’i » i Takedal/ f H'JF”FJ’ FIplr > =% 540 [~ L‘f}*ﬂ@’
?fé?i ’ E[?jg’ﬁﬁf[ﬁ{wrﬁ[ﬁ?@: ’ E‘b’ﬁiﬁltjxﬂfﬂ (e ‘T”Jbt iﬁ}%#ﬂjifrﬁirw’ SR
?3%?WH$~£ﬁwﬁ“ﬁ?mwj%miﬁ #ﬁ%ﬁﬁfﬁ$MrgjﬁFﬁﬁﬁlﬂ
?"Jllptuﬂ'ﬁﬂu SN R I 2 AN N V?”ﬁﬁ%%’ AN b o (PP
FIR = Hpe QAICT TRBTILAN  fR -

CAFCJFTFE‘,’:%%%& e s 213 :El;c"lyr, r ’gllf EJ@:}\F 1R - l/%;f};q;ﬁgmﬁggyp )

IE] BE@\'TE';V“[PE?F” [ERER (IR 2T T S ?‘“*Egﬁirrﬂ [ EEIE
R P S [P IO Y o R Sﬁﬂﬂ@ﬁ BT AR
SR FIIE 5103 % V%EWJM'I*E@L SRy - iéﬁjﬁ’?ﬁl??w  BEIRE | Rl
TERRE O FO T - R W%%ﬁﬁﬁ”@lmmﬂﬁﬁﬂi AT A P 1= TR

=

 THETR RAIABSITEE  BERAMEE T A GG - E AR AN SRR bR

65 Takeda Chem. Indus., Ltd. v. Alphapharm Pty., Ltd., 492 F.3d 1350, 83 USPQ2d 1169 (Fed. Cir.
2007).

% Food and Drug Administration.

67

AbbrAeviated New Drug Application.
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68
69

In re Mayne, 104 F.3d 1339, 1343, 41 USPQ2d 1451, 1455 (Fed. Cir. 1997).

In re Blondel, 499 F.2d 1311, 1317, 182 USPQ 294, 298 (CCPA 1974) (An acceptable indirect
comparison, in effect, is one that compares the invention to other than the closest prior art, the
results from which, it can be inferred, are relevant to the issue of unexpected results over the closest
prior art.).

In re Chu, 66 F.3d 292, 298-99, 36 USPQ2d 1089, 1095 (Fed. Cir. 1995 ) (“We have found no

cases supporting the position that a patent applicant’s evidence and/or arguments traversing a

70

Section 103 rejection must be contained within the specification. There is no logical support for
such a proposition as well, given that obviousness is determined by the totality of the record
including, in some instances most significantly, the evidence and arguments proffered during the

give-and-take of ex parte patent prosecution. ).
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