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shall be used to interpret the claims.”
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®  Article 69 (1) EPC “The extent of the protection conferred by a European patent or a European
patent application shall be determined by the terms of the claims. Nevertheless, the description and
drawings shall be used to interpret the claims.”

" Protocol on the Interpretation of Article 69 EPC.
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interpreting the claims.”
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THOMAS KUHNEN, PATENT LITIGATION PROCEEDINGS IN GERMANY 2 (6th ed. 2013).
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Inter Partes Review.
37 C.F.R. § 42.100(b).
Patent Trial and Appeal Board.
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37 C.F.R. § 1.75(d)(1).
Phillips v. AWH Corp., 415 F.3d 1303, 1316, 75 U.S.P.Q.2d 1321, 1329 (Fed. Cir. 2005) (en banc).
MPEP, § 2111, Rev. 07.2015, November 2015.
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Leahy-Smith America Invents Act.

#effective filing date > F45 A FEX B HRTFHE  BNBRHYHFE  2HEERTVH
EXWHER  XaZTFEMS AFAFEAFZFRPHA (actual filing date) -

2 awH Corp., 415 F.3d at 1312-13 (“ordinary and customary meaning” is based on the
understanding of a person of ordinary skill in the art in question at the time of the invention).

In re Abbott Diabetes Care Inc., 696 F.3d 1142, 1149-50, 104 U.S.P.Q.2d 1337, 1342-43 (Fed. Cir.
2012).

In re Morris, 127 F.3d 1048, 1054, 44 U.S.P.Q.2d 1023, 1028 (Fed. Cir. 1997).
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24

E-Pass Techs., Inc. v. 3Com Corp., 343 F.3d 1364,1369, 67 USPQ2d 1947, 1950 (Fed. Cir. 2003).
AWH Corp., 415 F.3d at 1316.

Intellicall, Inc. v. Phonometrics, Inc., 952 F.2d 1384, 1387-88, 21 U.S.P.Q.2d 1383, 1386 (Fed. Cir.
1992).

Toro Co. v. White Consolidated Industries Inc., 199 F.3d 1295, 1301, 53 U.S.P.Q.2d 1065, 1069
(Fed. Cir. 1999) (meaning of words used in a claim is not construed in a “lexicographic vacuum,

25
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but in the context of the specification and drawings”).
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2z Multiform Desiccants Inc. v. Medzam Ltd. 133 F.3d 1473, 1477, 45 U.S.P.Q.2d 1429, 1432 (Fed.

Cir. 1998).

AWH Corp., 415 F.3d at 1320-21, 75 U.S.P.Q.2d at 1332.

Merck & Co. v. Teva Pharms. USA, Inc., 395 F.3d 1364, 1370 (Fed. Cir. 2005). .75 k2453 K

Bz 32 Tabout | fEFEL Texactly | » CAFCTABRE » B & k4 " X4 (about) |

EHRRLERGAEZ "I (exactly) | - RATRERALT P IZEXFEFEFTRFER

oy - B b Tabout | JEARFE L £ & @ F 49 (plain and ordinary ) & & 0 R B T #wk
(approximately ) | o

HEERHL  ATEEHERE ABE L TR AFEERAREER T HFAMNZHLE
FZERFEAS B 5 6 T RIFIR LGS E 0 SR G T RIEFRIAFE L A FH KA E -

SciMed Life Sys., Inc. v. Advanced Cardiovascular Sys., Inc., 242 F.3d 1337, 1341 (Fed. Cir.

2001).

In re Abbott Diabetes Care Inc., 696 F.3d at 1149-50, 104 U.S.P.Q.2d at 1342-43.

AEEFHL  ATEEHERE LB LN FR  AEEMAREER P FAMNZHLE
R FERA RS IE &3R4 R B & -
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3 “The claim or claims must conform to the invention as set forth in the remainder of the

specification and the terms and phrases used in the claims must find clear support or antecedent
basis in the description so that the meaning of the terms in the claims may be ascertainable by

reference to the description.”
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% “patented claims are not given the broadest reasonable interpretation during court proceedings

involving infringement and validity, and can be interpreted based on a fully developed prosecution
record.” MPEP, supra note 16.
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CAFC#H#* 1996+ Vitronics V. Conceptronlc:j( EJ’I‘HﬁaH[]?Jt" VR ?‘[mj%n VS
2002F Texas Digital Systems v. Telegemxlj( (#5 T Texas Digital ; %) pu2{Hfl
i F?;E;fg, YR A TS ) R PR P
ORI 35 1 E[pJf\_th - yb[mw%$ L R i R
ﬂ[ﬁ% iR RFTRTEV IR (AT AR R ) e SRR CAFCH?
2005 Phillips v. AWH Corp.% [0 = [ 21 fl 18 Texas Digital R Uz 44 » [
U SR e NSRS A IR, N it (Ui
SRR A O (7 R - P SRR U -
B EE j?/”ﬁﬁ R B E[_Zi %7 baf— fLER o

% “Generally, we give claim terms their ordinary and customary meaning, which is the meaning a
person of ordinary skill in the art would give to the term at the time of invention when read in the
context of the specification and prosecution history.” AWH Corp., 415 F.3d at 1313.

TR AR BA Y 3 A&éﬂ%Aﬁ?ﬂ%sz@akw*m’b%¢
FHHEARTGEGHA > ARLABHBRGEET AR €300k FL P ‘#’ A
J& & (prosecution history) 4% % 3% (file wrapper) -

0 R BICAFCH £ $ 4197 518 AL b 348 & b P73 2 ST H i 8 T2 0 93

39 PATENT CASE MANAGEMENT JUDICIAL GUIDE, 5.2.2 SOURCES FOR DERIVING CLAIM MEANING 5-36
(3d ed. 2015).

0" Vitronics Corp. v. Conceptronic, Inc., 90 F.3d 1576, 1583 (Fed. Cir. 1996) (finding it was
“improper to rely on extrinsic evidence”).

1 Texas Digital Systems, Inc. v. Telegenix, Inc., 308 F.3d 1193, 1204 (Fed. Cir. 2002) (establishing
a “presumption in favor of a dictionary definition”).

42

AWH Corp., 415 F.3d at 1316.
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3.&MFHELFLEE G (PTAB) FERZFZIMEFT X

20125 9 ] 16 [ 1 & & IH04G 1 ATA K RLUE| 1Y "% % F] % (Inter Partes
Reexamination ) A~ | &% T 24, Hi% (Inter Partes Review, IPR) A~ | » @ﬁ% K
@#Eﬁ FIFG SO M B HS A1 & HH (Post-Grant Review, PGR) ™ | 355 i »
[ES Eiiﬂjl I g A b (USPTO) #ELI'HI% ; @V?R%J; %]J%jw FIF9E 300 0 [lIPTABSE
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2012F 9F]16F! » H[JIPRI-=\Hi kg F’l F! » Garmin International, Inc.Z2Garmin USA,
Inc. %1% Cuozzo Speed Technologies, LLC ( ™ #i I Cuozzo ;| ) et E[fji[g&l;éjl FJUS

3" 3M Innovative Props. Co. v. Tredegar Corp., 725 F.3d 1315, 1326-28, 107 U.S.P.Q.2d 1717, 1726-

27 (Fed. Cir. 2013). 3% % ¥ % " continuous microtextured skin layer over substantially the entire
laminate ; ARAEF CRHER L - R T L7 FRMMBHEBHEZF LA -

35U.S.C. § 311(b).

35 U.S.C. § 314 INSTITUTION OF INTER PARTES REVIEW. (“(a) THRESHOLD.—The
Director may not authorize an inter partes review to be instituted unless the Director determines

44
45

that the information presented in the petition...... shows that there is a reasonable likelihood that the
petitioner would prevail with respect to at least 1 of the claims challenged in the petition. (b)
TIMING.—The Director shall determine whether to institute an inter partes review under this
chapter pursuant to a petition filed under section 311 within 3 months afte—(1) receiving a

preliminary response to the petition under section 313; or(2)...... )
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4 37 CFR § 42.121 (“(a)Motion to amend. A patent owner may file one motion to amend a patent,

but only after conferring with the Board....... (2) Scope. A motion to amend may be denied where:
(1) The amendment does not respond to a ground of unpatentability involved in the trial; or (i) The
amendment seeks to enlarge the scope of the claims of the patent or introduce new subject
matter....... (b) Content. A motion to amend claims must ...... , and set forth: (1) The support in the
original disclosure of the patent for each claim that is added or amended; and ...... ).

35 US.C. § 316(d) AMENDMENT OF THE PATENT. (“(1) IN GENERAL.—During an inter

partes review instituted under this chapter, the patent owner may file 1 motion to amend the patent

47

in 1 or more of the following ways: (A) Cancel any challenged patent claim. (B) For each
challenged claim, propose a reasonable number of substitute claims....... (3) Scope of claims.—An
amendment under this subsection may not enlarge the scope of the claims of the patent or introduce
new matter.”)
IPRE 367 + PTAB#A20124-9 A 16 B 220164 &tk th 9 3R T ¥ » BT A o KA & 2 3940
f (E71%) - PrA s RORG dedb A 2k 21894 (5 14%) » sk KA &k L1834+
(b14%) - 2016t h 2 kT b PTA 5 KA S %4234 (567%) » Pl sk KA
PR A R (B18%) - 3 3h KA MF £924 (515%) © 22016 PTAB
YEAR IN REVIEW, available at https://www.wsgr.com/publications/PDFSearch/PTAB-Year-in-
Review-2016.pdf (last visited June 26, 2017).
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35 U.S.C. § 316(a)(4) (“establishing and governing inter partes review under this chapter...... ).
In re Cuozzo Speed Techs., LLC, 778 F.3d 1282 (Fed. Cir. 2015).
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ISR 0 2 BB S ) S ) *[J?ﬁﬁﬂi}ﬂ* g PR
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2 Novartis AG v. Noven Pharmaceuticals Inc., Nos. 16-1678, -1679 (Fed. Cir. 2017). &H|#A
Novartis# 354K ¥ 45  PTAB 2 @ ¥ 12 56 A7 4] F 48 5] 69 32 oy RGEIE0F » #2080 5 SLIEAE &
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Purdue Pharma L.P. v. Endo Pharm. Inc., 438 F.3d 1123, 1136 (Fed. Cir. 2006).

SanDisk Corp. v. Memorex Prods., Inc., 415 F.3d 1278, 1287 (Fed. Cir. 2005) (“There is no ‘clear
and unmistakable’ disclaimer if a prosecution argument is subject to more than one reasonable
interpretation, one of which is consistent with a proffered meaning of the disputed term.”).

Martek Biosciences Corp. v. Nutrinova Inc., 579 F.3d 1363, 1377-79 (Fed. Cir. 2009) (finding no
prosecution history disclaimer when applicant also distinguished prior art on alternative grounds).
Adept, Inc. v. Murex Sec., Ltd., 539 F.3d 1354, 1364-65 (Fed. Cir. 2008).
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2 Starhome GmbH v. AT&T Mobility LLC, 743 F.3d 849, 858 (Fed. Cir. 2014) (relying on
statements to European Patent Office to confirm construction of “intelligent gateway”).

Pfizer, Inc. v. Ranbaxy Labs., Ltd., 457 F.3d 1284, 1290 (Fed. Cir. 2006) (“[T]he statements made
during prosecution of foreign counterparts to the [patent in suit] are irrelevant to claim construction

73

because they were made in response to patentability requirements unique to Danish and European
law.”); Apple Inc. v. Motorola, Inc., 757 F.3d 1286, 1312 (Fed. Cir. 2014) (explaining that the
Federal Circuit will consider “statements made before a foreign patent office when construing
claims if they are relevant and not related to unique aspects of foreign patent law,” and limiting

claim scope based on statements to Japanese patent office).
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EPC Chapter 111 Article 69Extent of protection
Effects of the " (1)The extent of the protection conferred by a European patent
European patent |or a European patent application shall be determined by the
and the European |claims. Nevertheless, the description and drawings shall be used
patent application [to interpret the claims. |
f%l@"gj’ F[i# |German Patent Section 14
Act " The scope of protection conferred by a patent or a patent
application shall be determined by the patent claims.
Nevertheless, the description and drawings shall have to be
consulted when interpreting the claims. |
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SPLT Interpretation of |Article 11(4)

Claims

" (a)The scope of the claims shall be determined by their
wording. Where the wording of the claims is not immediately

[clear][evident], the description and the drawings, as amended or

corrected under the applicable law, and the general knowledge of]
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a person skilled in the art on the filing date shall[, in accordance
with the Regulations,] be taken into account for the interpretation
of the claims. |
Z 37 CFR |PART 42 — 42.100(b)
TRIAL "'A claim in an unexpired patent that will not expire before a
PRACTICE final written decision is issued shall be given its broadest

BEFORE THE reasonable construction in light of the specification of the patent
PATENT TRIAL |in which it appears. |
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