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35 U.S.C. § 285: “The court in exceptional cases may award reasonable attorney fees to the
prevailing party.”

Anna Mayergoyz, Lessons from Europe on How to Tame U.S. Patent Trolls, 42 CORNELL INTL L.J.
241, 266 (2009).

Kilopass Tech., Inc. v. Sidense Corp., 718 F.3d 1312, 1319 (Fed. Cir. 2013) (Rader, J., concurring)
(35 U.S.C. § 285 is a compensatory fee-shifting statute.).
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A0S US.C. § 265+ SEIHATR (LRI 1 L a0 e
BETHIHES o SRR A ERT T BIHE °e ﬂ\a&'ﬂ?fﬁﬁfﬁﬁ.ﬂ?ﬁ?ﬁ?
20145 47291 ] Octane Fitness v. ICON Health & Fitness— %" (™7 [ Octane
Fitness% ) ' H IR T RI9HIY ) B - B R o4 20 R
T R TERLAY s TR, - r@ﬁrpfj 1 o s e TR 7
E'F]%F{'}’E]& papan il %F“f AT S IR 9 (Rl E Al R PO @ )

Id. at 1313.

Id. at 1314 ( § 285 “is remedial and for the purpose of compensating the prevailing party for the
costs it incurred in the prosecution or defense of a case where it would be grossly unjust . . . to
require it to bear its own costs. 7).

Kilopass Tech., Inc. v. Sidense Corp., 2015 U.S. Dist. LEXIS 30650, at 22 (N.D. Cal. Mar. 11,
2015) (Congress’ policy objective in enacting § 285 was two-fold: (1) to provide a deterrent to
frivolous or unnecessary patent litigation, and (2) to serve a compensatory purpose for parties
injured by such litigation.).

Mark Liang & Brain Berliner, Fee Shifting in Patent Litigation, 18 VA. J.L. & TECH. 59, 67-68
(2013); Chief Judge Rader, The State of Patent Litigation, available at http://patentlyo.com/
media/docs/2011/09/raderstateofpatentlit.pdf (last visited July 4, 2016).

The Congress shall have power...to promote the progress of...the useful arts, by securing for
limited times to...inventors the exclusive right to their...discoveries (Article I, Section 8, Clause 8
of the United States Constitution); Bonito Boats, Inc. v. Thunder Craft Boats, Inc., 489 U.S. 141,
146 (1989).

Octane Fitness, LLC v. ICON Health & Fitness, Inc., 2014 U.S. LEXIS 3107, at 14 (2014).
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[HEEA 4T (stands out) H fyT- ﬁ 7 F‘/ij'ﬁﬁ PR F‘% REE e by
Pk Rl ([ % (case-by-case ) — ~ J]?}'ﬂ[k (‘the totality of the c1rcumstances) ]
S BB T " SRR TR e R P
% E[Jﬁ‘/ﬁu%@ p fcﬁi "R T S ELNE (equitable consideration ) . T 179t '[?‘]M/J
HEE BREHEE ] SRR T, T S i )
FHEET A~ = L A I LR o S s B [ (e T
BT E > P RLETT (nonexclusive ) SFRGTN AR 94 1R GRS/ -8
# & 2 9= (frivolousness ) | r";‘lﬁ?ﬁ‘? ( motivation) | ~ & %’7 £ (objective
unreasonableness ) ( S fFRAE S R PV HUEEED 4 P A lH[qu'[?j?BJj%ﬁhp
E LS IERES NI

Fy‘ﬁ' AT I~ % Highmark Inc. v. Allcare Health Management System, Inc. (™
Erm@mﬂiJ)”wﬁgtrﬂﬂﬁwaﬁé/%%ﬁ%Viyﬁm’W%
US.C. § 285%%%}2} A= fj?aq;ﬂgui ;’-F;;i, T 9% ,I?,];I% VEv e, |
ﬁwﬁﬁmﬁsﬁ$@,ﬂwﬁﬁﬁiﬁ%%ﬁ%wﬁﬁﬁgy@kyﬁmﬁ%m
i SH I B0 - B O3 R )
9 JM/ /J‘[Jﬁr’ ('35 U.S.C. § 285 % #77 “ASUAR A H HY EJF & (rooted in factual
determinations ) 2 - . [Eﬁ«"%fﬁfﬂw Ll Fr,g‘?ii [ ( Court of Appeal for the Federal Circuit,
CAFC) e} "HRIMAES| ) o 8 ke imge el CHISHE 0 * e T IS

2 1d at 15 ([T]hat an “exceptional” case is simply one that stands out from others with respect to the
substantive strength of a party’s litigating position (considering both the governing law and the
facts of the case) or the unreasonable manner in which the case was litigated.).

B

"

" Id at16-17.

'® Jd. at 15 (citing Fogerty v. Fantasy, Inc., 510 U.S. 517, 534, n. 19 (1994)).

7 Highmark Inc. v. Allcare Health Management System, Inc., 134 S. Ct. 1744 (2014).

"8 1d. at 1748-49.

" Id

0 1d. at 1749.

21

PG R FEARRAERTEL B S @A NS MAREHER 0 b3
E T A% E o Id. at 1748-49.
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Z HETEREATRA Z e A AIER 9 (burden of production) 22Hilfg
43 IRIANE 2 B (burden of persuasion) *° o B5aliEr A FTHEH 2 588 AR E
A i 50% 8 2 T BE 2032 (ENSE B T {ES43E P (by a preponderance of
evidence) | ) PHEEIFTEEAZIRATBEE THIIMER 1 o HARERR SR E
BZEEK e

H777ERE S BAS(E ZE e T HIIMEE ) BRiEEOctane FitnessZE 2 il 52 14 P fiF
BN o A R Highmark 2 2 075 » Bl 735 US.C. § 2852 AE JyRIE A B E AT
E o A EARE N EEST Octane FitnessZE 22 B Sk » RSB 3% (24
FAR  EEEE - HAEREE T KGR RE AL F Octane  FitnessZ
SORERATE 2 SR A A ST Bl o $E1A35 U.S.C. § 28577 B F 4 RE > 17
SEECRY  HERE AR A E EEE - HUASCUE A E Octane Fitness %8 2 Kb %
——ICON Health & Fitness v. Octane Fitness AR A BRI RESTFRA M K35

2 piem TymasgEx @36 (burden of production) | * AIEHFAE FALTEREHALAEE

2k A AR IE X A4k - David L. Schwartz & Christopher B. Seaman, Standards of

Proof in Civil Litigation: An Experiment from Patent Law, 26 HARV. J. LAW & TEC 429, 433-34
(2013).

P38 T k= A 3# (burden of proof; burden of persuasion) ;| * 1445 A H RERREH F=
FFEALTRAEHZEFTFE  ALAARMETERAEZIRG - AhEMz s T RAR
AR 64 8 M (risk of nonpersuasion) | - Id. at 434.

Octane Fitness, LLC, 2014 U.S. LEXIS 3107, at 19.

B o RIGE R EF TR RARB50% L Eeg SR T AR AT o TEWA
(standard of proof) | - 354 THEMRIRZ A LA ZEWE » Schwartz et al., supra
note 22, at 434-35.

doFpteE AT A T RS E R EATATHIBE > BUs KPR Ay Bt & ot
BT 0 20144-10H - 84-85E ; F i HEMNEREHFRELIB LA EHRE—NE
BETELAFR AL FEREHICEEFRPTA LR 2015517 » 75-7TTH 3 4
Ao AEHIARRZAKMEY » SHF MR REHPERETF RATELH X 0 201554
A 027288 s inooH c HIEFAHTRETMTLHERTH AT EFR T LA THZR
oo BHRBFELFRITAALHL 0 2016514 > 88-90F -

Raylon, LLC v. Complus Data Innovations, Inc., et al., 700 F.3d 1361, 1372 (Fed. Cir. 2012)
(Reyna, J., concurring) (Section 285 was enacted to address a patent-specific policy rationale,

23

24
25

26

27

awarding fees in “exceptional cases” ... to deter the “improper bringing of clearly unwarranted

suits. 7).
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U.S.C. § 285V Eifol Hidf » 209 7 5] e 3 4 ,ﬁpmﬁfrbﬁlrﬁ% HId B R -
FRUVES FrRLAE (S48~ g1 327 | Octane Fitness % 3#7 90 E /& H HT 'bﬁ;’é)« V-
FI-HFICON Health & Fitness v. Octane Fitness— % ﬁiﬁygg%qiﬁj&?%ﬁ‘@@ﬁé‘f

SR 8 AT LR -

5\ ~ ICON Health & Fitness v. Octane Fitness 2 g fi){ HE
SN

— ~ BHJEERERFRI T b — AR R

( )$§=5§28

b

+ % ’Flf, Eﬁ F||f#2 » ICON Health & Fitness=*#Li% {Ff# * Octane Fitnessﬁgﬂiﬁﬁ
P FHFISIEY ] 51 K - ICON Health & FitnessPIRLE fFIsifio = BILIERY - 1
H*ICON Health & Fitness » Octane Fitnesskl.20045 1% = b [ Fd i [ | BIETES I 1
puFTal > il e

ICON Health & Fitnessi& ¥ /472008 =F I JTEJJ #]5,104,120%F (° 1205”,’“_%1 ) ~ 580 Téf
H1576,019,7105F (fiAs © ééfigjlﬂj’ﬂoj ) F{ fOctane Fitness* Nellie 'ﬂj?ﬂzF]E?HI
J{I"'[\[?%Ei‘[ﬁfjfﬁ B - ICON Health & Fitnessil_)g’l'% 4N F[J ; Octane FitnessflPE["d gk
A F{J NelliefL v/ 7 F|J [ﬂNelllei_wﬁfb ) ["JICON Health & Fitness%*Octane
F1tness’rﬂ£_§sl1ﬁ%+r§&$\?{ PR B%F:’”H ju%fE[ICON Health & Fitness®®
Octane Fitnessft] EJFf I T@F F’ J PK'IF“‘*}{—JNelhe Sy ]f{f%mﬂl sl Jﬁ%’ o Vil
A3 ITJ:'EFL« T L F' Octane Fitness[iV=* fI i?{,éﬂ ﬁIEf% * :"tﬁ’ RS SRS NS
PP i A R IT’FTA Ao PRI EF A = e R I R A P R T A
d R o |&1\“‘;H2|[4F F AR Flj:j( #FI %‘PA . > ICON Health & Fitness[F[JOctane
Fitness?EJ"jJ’ I RAlIo: Do x> SUSTI I ICON Health & Fitness [ I 5 £ " Nellie ~

Octane Fitness[H %415”’120#?5? HFL F%Ff"‘ o I??P, & % (B ICON Health & Fitness=*Octane

2 [CON Health & Fitness, Inc. v. Octane Fitness, LLC, 496 Fed. Appx. 57 (Fed. Cir. 2012); ICON

Health & Fitness, Inc. v. Octane Fitness, LLC, 112 F. Supp. 3d 888 (D. Minn. July 1, 2015).
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Fitness— :—"“Fif’E]E L ﬁrﬂf" KJITE FI7101 IQ@F -
40 ‘EJl HIP710f# FTJEA%[E“W%*r%J/ﬁ]]*ﬁ_? -+a% (linkage system) fV3E[F]
45 Ejﬂj 710471998 = 1 J6E'TELI'HI% ) ﬁ}('ﬁi FETEL2000F 25 1F! - ICON
Health & Fitness fie i (#0457 1§ A1 710
Octane Fitness#* 2004 = @ZF’JJ"Q}LJ;@@J R A [0 7 4 1S U a4 (elliptical
machine) - I')- ﬁ’ﬂ{ﬁ%ﬂﬁ? =k (linkage system ) fEtﬁ?%%ﬁﬁg["BV REE FS’J}
A = kL Octane Fitness[ﬂjﬂl F(|1d * Joe MareshWVrﬁﬁ\E‘a&'EJ! F575,707,3215F (e
rMaresh{éﬁ L)L %‘?%pljﬂgﬂlp ° Mareshﬂl *[Jfl_fﬁﬂlﬂl FIP710f9 5 # 5« Octane
Fitnessf ¥ [’““E‘é’FMareshEJJ I PR ﬁ%‘LI‘E# FQ45 - Q47’fﬁlﬁﬂ[F'fjﬁ?§[55'ﬁ/%w’E‘§ ' R
AE3F JE"ﬁJf% RS & ¥ I[Jf;"fr FOctane Fitness 2007 F & [ ey a4 1
\]’p? o JCON Health & Fltness?ﬁ £ Octane Fltness%}[% @FJ i |~/Q45 Q47= ﬁﬁlﬁ,ﬁfb]&u
%Wﬁﬁ@%;ﬁg@jﬂj’ﬂo °
e %:" V@ BRI A (discovery ) [ F¥ - Octane Fitness [IV & A [ | PH £ &
( deposition ) % JIFf F|°710 5% ] » 4TICON Health & Fltnessﬂifﬂ i Hi = William
Dalebout % {7 feA fy 3 [~ E"uf—rﬂ]éf F|] 2 William Daleboutg [ [ 7 "ﬂﬂl FP7107% "3{
j j;;;wg ”ﬂg N e B AR P e I*'r[ Ry - B 'gfl,r_FJI%f FlI o e # S ek £
. fﬂ FJ » Octane Fltnessﬁlrﬂrﬂﬂr”i}ﬁi% Z[ICON Health & FltnessiﬁJrlf[ F'F 5]
ﬁ Z]ﬁ"in\f%Pat McGinnis#2008F [H Jr]J EeaX ,; AN ?‘[ = IR VRS E fllemail |
If" £ 0 T E PG ER Octane o M EE R iF B E &iB R Octane - i B B E A RN
B, "ICONLEATZERMIK o Octane RIXAZFTHEFESLKEESR - AJK E"J
E—RFEANESHIOFZAT , "M c BFIRALUKRRZELZFRESF -
EREESKENRT -

(D) RBHR71055KIE 1 B 2 >

Octane F1tness?iﬁ@ﬂ]§@i¥ﬁ&45 Q4735 3% 1 A0 ﬂ’ﬂj T10pE— JEi il
A Sl [fl (RS % i o AR HIRE TEJ’ Al 7 & 1# ( summary judgment of non-
infringement ) ° [ u?é’*l_q?ﬁﬁ[%ﬂ A ﬁrﬂ! IR = A Fiee s

29 [CON Health & Fitness, Inc. v. Octane Fitness, LLC, Civil No. 09-319 ADM/SER [Doc.144] (D.

Minn. Dec. 22, 2010).
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e iR = i fﬂj TI0 S SRS ¥ S m s  H Y R AR Y Y ) P
(compared to) ?&ﬂ[ﬂ’@[}ﬁﬂ[Q45 . Q47fC E g}ﬁ[ﬁﬂ F%F?' Fﬂ{ =T P FJJ!
FIP 7108 TR S Efal £ ) 41 i;t[%?f\m : R"ﬁh 42l %"FA Oz ‘Q'iﬁ%?ﬂ*fgjl
NETFE 2%

F A KA

m~ﬁ@ﬂ%ﬁwﬁ:
"(a) I%fjrréfjjf&' Iy ’Fj”%’*{f‘ (frame)
(b)) qsrlgﬁ HlHH & fi - JT'J % ?xj ,F,J P~ SE 5T B PO R EﬂTT’g?FI ( foot

rail)

()~ % F‘[gﬁj %R IJi,zﬂ‘I (stroke rail) - & — FF- it .}ig_l%fﬁléﬁ'ﬁ%]élfj
wﬁﬁﬁm%:

(d)sfi 5 = EJ} PHIAY S~ f,q‘?FIEJFrJfIﬁ}I @In»i (linear) [ﬂ | IpFEE BT 5
- fii}‘?FIEIU &fﬁ?}fﬁzﬁf TRy AT E0UE (elliptical path ) ﬁlJﬁJH ( means
for)

() 55~ K St 52 ] [l ) o8 WO SRt U R -

30
31

Markman v. Westview Instruments, Inc., 517 U.S. 370, 388 (1996).

1. An exercise apparatus comprising:

(a)a frame configured for resting on a ground surface;

(b)a pair of spaced apart foot rails each having a first end and an opposing second end, each foot
rail being configured to receive a corresponding foot of a user;

(c)a pair of stroke rails each having a first end and an opposing second end, the second end of each
stroke rail being hingedly attached to the first end of a corresponding foot rail;

(d)means for connecting each stroke rail to the frame such that linear reciprocating displacement of
the first end of each stroke rail results in displacement of the second end of each stroke rail in a
substantially elliptical path; and

(e)means for selectively varying the size of the substantially elliptical path that the second end of
each stroke rail travels.

’710 patent, col. 7 L.11-27.
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SEAFATH 2
R E
e I Ee

e

(crank arm )

TR

%Wéﬁdfl

R B

?

4 (stroke
rail ) #¢HsER
R ERLR

B2 A% 247108 x3%

32 See *710 patent. Figured. 1~ 2+ 5 30 & F K AR A IRt o L FMAE - £ F R4 3000
T AR -
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2.ICON Health & Fitness ¥ 5k % 3% K 18 FE ¥ K f2 2 38 2

Octane Fitness®*ICON Health & Fitness#f %] % 41 EJJ FIP 7108 SRl T
( stroke rail ) | - rﬁl AL {F] _‘F[ﬂ[?’?zgﬁ (linear reciprocating displacement) | -~
T R (D) ) D FA ] ST -

(g

Gh35 THgAT (stroke rail) | ¥ 3% > ICON Health & FitnessH!t~ 77 il FIJ*F“I‘[’*
Eﬂ%ﬂu Bl gEjﬁ%‘“Fj FIEJE%E'J Fﬁ/ﬂ ] CIJFA_‘ l[—q;[\; p][_{‘r el ?ﬁﬂ\?ﬁ-—‘ﬁ s
B R 7 -

¥ [ 5 ICON Health & FitnessfrHd il FJ%'%“?J B s HEREEH, %?F{P;E]; K [ﬁ I
TR H g rﬂ“ﬁ$@W““@ﬁﬁwﬂ¢““ W H
R |E£L_ » ICON Health & Fltnessﬂj%'%EJ PEgFE 8 TR UIJF ~ WE 2 L
- R 0 IR A A L = e aj\pfﬁk;s[ﬂ%u 7105t ) I #H fh
HiR [Fu% 17V R H I—UjE@FIF 5] % (R T (D L A 2 1
ISR 81385 8BRS0 T T Ry AIRPIR e
CHEE | R EANSRAT R 0 8 P  RR

52 Fi‘éfj‘%zif”?@?ﬁj!%[JWlOP BV T 70 T~ W TR
T ORE + (ARIB B Y AT RS e, TR e
I RN ek S E

(2)@[ AL [ﬂ IRN i3]

Octane F1tness £y DAY [l % [i172§ (linear reciprocating displacement) ;

T IR ]*F[ ;g ?4 f€1¥ & (ordinary and customary meaning ) =3[’ -
SIRICON Health & Fitness¥fH™ FE[ At [ﬂ R lpIF2Es ) R EJE%“M = [[E'EI!,‘

AT =25 o AT R Rl et e [ R 1P = i 'J&_ifﬁﬁ’.@lﬁ&'ﬁj FIF2EY -
Octane Fitness&f P R > r?:t@ '—El AL [AEH ?{fﬁ]g ?{'I\ﬁﬂ/ ?ﬂnﬂi}‘:ﬂ,[‘}ﬁl Ly [F[JTF

33
34

See 710 patent. Figure3.

ICON Health & Fitness’ Disputed Claims Chart at 3 (“A change in position from a first point to a
second point back to the first point, where the change in position from one point to the other results
in a net change in position along a line. Linear reciprocating displacement does not require

movement along a linear path.”).
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- BEM%

[IF2gn FE"%"J , @g[%ﬁg Fﬂyﬂj;‘ﬂj ]EIF /ﬁ?ﬁl ]?hf]jﬁ S PE{;@@:EJ_
W%w&rﬁﬁﬁW%ﬁ(mwMCMMMd)JFﬁ[ 1@14@@#w,r,
AT l&/rufﬁréf’hfg[éﬁ'%;i"aglﬂ/ﬁlﬁu N Sﬁ .Eif,ﬂi*rjflﬁjf ZHpA
[Fil e [IF2E o 240 TE‘TJJ FIEP | g R - ﬁkﬂ_‘%’!—
ICON Health & Fitness¥fF=r R HLHL % iﬂ"i['@j%‘j‘ﬂ%j‘@ﬁé]é%m o %l_{' s
e e K T IR 1 R G PR = T ?‘ﬂ #%kc SR %FH?'*) i A
’%‘E[?&i}ﬁim (in the context) “IF{iE %’Ejﬁgy} SN /ffflf[ﬂ}%q RS ]‘pt@ﬁgﬁg}
RiilE: SUTIEEEs %o pe s 3 [s;eEzLHIICON Health & Fitness 28 - Fq[ﬂj
Octane Fitnessfir= 3= rﬁl ALt [H | IR T R
(3)5F§ﬁf‘:ﬁ'mﬁ [F(d)
Sl ﬂ’*ﬂ TIOE SRl 7 PR ()Y bpe b T BB ERE R B — BT aATIR L
EfTTAKERE  RE-— BN RIGELEEEHHBEETHNEINEE (means
for) ; o ICON Health & Fitness=*Octane Fitnessi‘:![ﬁjﬁl]?f/ﬁ PRl T FIhpe ] ?—‘IZ[
( means-plus-function ) ; - |fi Eﬂ@ﬁ/ﬁi“:%ﬂifﬁﬂ/ "‘H? o EANEEE @&IEJJ FI3E BT
H2AEER (P 735 U.S.C.§ 112003 ) 41 » S IR 1 R
;[/n’t?’rﬁ °
ICON Health & Fitnesst*5:r 41 f 1EJ! alk 710;Jl alE ?’ ARV Ff%jﬁ: i
g T~ [l [Zﬂ LV Fpo gl (crank arm) o~ T2 RS PR Ao B
F (pin) | ¥ [ &h EF Ji P& HAVERE (collar) %’}%ﬂ‘%*’iﬁﬁ@?ﬁ?éﬁ PR ¥
Octane Fitness]?f’af%bﬁ? ERET L) S e B e E A SRR Tl ﬁij?ﬁ FCWﬂ%
f&1 (C-shaped channel) | -~ rﬁ}%’jf?CW/?{?ﬁ WIGFERUAPEST (pin) 38
#[EFRIVOctane Fitness V f&FRY o & ﬁ;‘a’?‘ﬁﬁ',—?ﬂgjl alEM! 3""’%@% I BT E QEFF

35
36

’710 patent, col. 2 11.12-13, col. 4 11.3-17, col. 5 1.46-48, and col. 6 11.14-18; Figure 1-6.

Philips v. AWH Corp., 415 F.3d 1303, 1312-13 (Fed. Cir. 2005) (en banc) (“Importantly, the

person of ordinary skill in the art is deemed to read the claim term not only in the context of the

particular claim in which the disputed term appears, but in the context of the entire patent,

including the specification.”).

%281 -

Bl ATZE © #b4h > Octane Fitnessig 7]t " ik HACH B & B 42 09 ko\ 38 (flared head) ;
TaRE (nut) 5 > Tdadh (axle) ;o TAE (collar) |~ TIFHEEMRERE , FEAE -

37
38
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SR S FP%‘W %ﬂ* SHATS R Vs SIS N Ee Q]TETJH?HW]O%EFIEJ?'Eﬁ—}-@%ﬁg
TOMER = FIE:_%E?CE&QFEIL%FE\kaéTJ TG T ERERERZE
*?E’JﬁiﬁLlE’f&?ﬁl‘]Xlﬁl&iﬂ RE—S#MNREEEEEHBELTNE, Sl
R < TR R RSB S R R O
18 1%@ C TR [ g P2 g /U\FQ,I,%EF% o
ICON Health & Fitness®fFfdi~ g » §Jt b R ,Fjlfi/ﬁ%“yj%rggk’z]zfgiﬁ
R TEERE AR rjﬁl A (slidably attached slidably mounted ) , #¢P 51 ¥ &
Al AUEC T ﬁ%?jxgjr: EURU (claim differentiation) ﬁ%bfj*«gjlj TR r@[a&«f‘ﬁiﬁl
B ~I/%fﬁ%,§1ﬁ1% > 4] FCJ@?;@ Y r@}%ﬁ?cﬂj??ﬁlbflﬁﬁpfjiggﬁfTJ ;ﬁ% o
FHER[ITCON Health & Fitness = 9% - %‘j\ Fiz B (=R TRL - ;r“]r}[ |ZE(E
J/’FLE'[JM ﬁ[—rglﬂ‘%“%ﬁ; ;F\UuI]EIF Egjg%d@gﬁﬁj [ﬂ:%—}‘ Fi I/vg:;fﬁﬁgjr %1\ F;ﬁ*
E"FLE'HT fie PR PR EJ’*IJ%F'F 2R EEY zﬂ% i Ll aR R
: nf,ﬁ?ﬁjﬁgu VEEY EE - %Fj* Fiz EJV;LEJ]JF'WF ﬁm%.}f?&fjj el Eﬁg/gi T
T -

3.ICON Health & Fitness% & |24 £ k¥ ik g 2 A 2%

R R TR TV OB SO SRR ST R
I TEOTR () ~ (d)e [/ﬁ_:[‘v‘[gﬂi I %&ﬂ[Q@ﬁ:ﬁ#IQ% Q47|1J7fﬁ’?*771/ Sg=E
i -

3 Cardiac Pacemakers, Inc. v. St. Jude Med., Inc., 296 F.3d 1106, 1119 (Fed. Cir. 2002); Asyst

Techs., Inc. v. Empak, Inc., 268 F.3d 1364, 1371 (Fed. Cir. 2001).

Laitram Corp. v. Rexnord, Inc., 939 F.2d 1533, 1538 (Fed. Cir. 1991) (“Claim differentiation is a
guide, not a rigid rule. If a claim will bear only one interpretation, similarity will have to be
tolerated. ).

1d. (“[A] means-plus-function limitation is not made open-ended by the presence of another claim

40

41

specifically claiming the disclosed structure which underlies the means clause or an equivalent of
that structure.”).

ICON Health & Fitness, Inc. v. Octane Fitness, LLC, 2011 WL 2457914, at 8-13 (D. Minn. Sept. 6,
2011).
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Ky, 1E_TJJ FPTIOHS LY A ()Y IRl TERERERZE—EATRIRIm L
B8 M EIFZE) (linear reciprocating displacement) » RE—E#MHMNKIEELE
it E B #ERITHEE (means for) ; -

HES FIIEJE *ﬂﬁb?ﬁz}i[ﬂ@&ﬁifp i T ERIAREE Vb o bk
PSR e A e
IR 2"7 IR

T WA QAR T/t 75 ISR AG I - I ARG A B
?F[ e fEHE B (flywheel ) I—FIJEIIEZEI%T (crank arm ) ?EJ}E“EIEI%TJ@ ?EJT%}E“'%f
(swing arm) E‘LiFEJ}}?’r}%J%?IET_’E&EJ? Y (actuator castlng) Eﬁ??ﬁﬂéﬁ,lﬁf_ﬁﬂ‘l

IO FEM (rocker link) o & %5 HH = 7150 (frame) Iﬁ/?ﬁﬁﬁgiﬁp_ﬁ?&}wpﬂx

FFE (foot rail ) o & [ > /J*H“ 5J;'/I "Iﬂ%bﬁijé[ '\Sﬂ [ R 1 5 ﬁ% I
FEAW T T B e 2 H"}&Jj [pil e p e > = IEI%%H,W*IE SFUAEIE e
(qu*?ﬁ'fa 4) o

ICON Health & Fitnessfi" {2l 45 * Dr. Rasty[ 17 b (248 i o3 7 2L
PP e [ P2 g2 B g IRy B R S RIS R AR - Al
(A S LR AT TR P BRI SRR ) AR [ P
TR LT S FHET J/agﬁ[*?%éﬁui%ﬂ»pqéﬁ%“ PHE
TEEBE Y E HP 45§ > ICON Health & Fitnessil-T {11 (= ffr F&}ig@%%ﬁi@ki

At TR R SR R - [N 1@}1@7@&%@&“@ AR RL TP )

(arced path) | [pF2Eh & + e o JE—FJI%J’ *[J%Tf‘fﬁl;[/ AT
(linear path) j e [pIF2gh & & AEE@UE - Ryl T FFERD 2hge > Iz?ﬁﬁgj‘
E AL B

43 Texas Instruments Inc. v. Cypress Semiconductor Corp., 90 F.3d 1558, 1565 (Fed. Cir. 1996)

(“expert testimony based on incorrect claim construction cannot support finding of infringement

under proper construction.”).

44 Freedman Seat Co. v. Am. Seating Co., 420 F.3d 1350, 1360 (Fed. Cir. 2005).
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L RS RiuE
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TG IEALINER SR A5 B

B3 QATHEE T %o 44 1 o i & 5 45"

45 [ 332 [§ 4 % § Brief for Defendant, ICON Health & Fitness, Inc. v. Octane Fitness, LLC, No 09-cv-

00319 (ADM/SER) (D. Minn. June 17,2011), 2011 WL 4667748, at 14.
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oS ARAT

ity B

I AT

B4 QASHEE T % #4194 ik 4 15 45 %°

£ 7% > ICON Health & Fitnessfi* 3 @ﬂi%‘ * Dr. Rasty{#t557=5 i (doctrine of
equivalents ) = IS WL Ehffak Fpl[lli:«[ | TSR [ﬂ IR E‘?El L [ﬂ | [T
AAETE R P FREERL I (lateral) e[ FS gy - i T RETRGECY ) 393760

rﬁl L [flJ J e

ﬁﬁéﬂ%ﬁpK@N}kwh&Imewﬁﬁﬁoﬂ~’ﬁﬁmﬁﬁ$§§WMWﬁ*
Qﬁ%ﬁ%ﬁ@@%?ﬂﬁﬂﬁ@%@’ﬂﬁ%ﬁﬁr@ﬁ(MWﬂJéiﬂm,
F\[ I DR T jfast (linear) | — ﬂ"ﬂlg;ﬁ% BRI T TJ?F%TPTEJ@?U—L}QT&,
ﬁijjgj‘ FIfi ~ s r@l Al VARV - 27T Tfi?%%—/\[ﬁ)‘“'—\'f g b (United States
Patent and Trademark Office, USPTO ) 191t = =i EJJ AIRETIE BN Fifjffng’}‘F'IH LR EJJ
%’“%ij A TR R R AT S R S Ejﬁul[&f{/ EUR
ICON Health & FitnessV H ﬂ’ <& * Dr. Rasty [ﬂ 10 I'—‘FF 37— > Octane Fitness=!f{I}
R (A 1) IS RS L (SR
% F= #@l! » f¥ICON Health & Fitness.V = 32 11 -

B F‘fﬁ?%‘ﬂﬂ%{ FI TR S = 2 4 ﬁ?ﬁ*fﬁﬁﬁiﬁ ffF;‘/%T%‘ % TPl (crank
arm ) | ~ | CJ%?% f& ( C-channel ) ;| » T iﬁl%ﬁ?‘Cﬁ/éiﬁ e B A S PR

4 Q455mQAT Py Rk Ak A2 £ BAEQASIA T B i (motor) BECENE | TRQATH T B

% (swingarm) ; - H4k4aF -
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T S IRl DO MG (Cochannel) ) B TR CI)E R
FEfApEET (pin) | A IS Cequivalents) fdhff » P ETHIRLEN L 1%~ HFSEsPoH
PR R EE R PR [

P[RR = 9% > [SERICON Health & Fitness™ ]’M%z TR A T A
(context) ?%K“Ti_ 1‘%"’?} r[ﬂ =" (equivalents) s ﬁJ o 4 JJ%[JﬁFIF | [?ﬁ%/'
AR T CHEAe W rlﬂ_}%ﬁf‘cﬁﬂfﬁ,’bf,ﬁ‘rﬂj{ggjf?J B2 Ll «rﬁ-fei R
PSR | SPREER T S AR AR B RS s TN
LRI 1 T e R R ARl R R R L
SR B IR -

FE S [ UCHEIR S S 55‘6’?5%@2%’@@5@*5 NESEET ﬁ%j\ YR () e

(2)FR e IV 5 [ () P S WA (AR % iy

T B T @ BB LY R (I T AT (stroke
fall) 27 T 7 fﬂw@ﬂiﬁin OISR o GRS A RS A S

=P (frame) o 5 Z'PEFERR[PICON Health & Fitness T Filljﬂ?i AT TEEFT
i Eﬂf = RS 2 I%L"”HM fi *oe

Octane Fitness= 9= pL (S & Fﬁfl TR E | D! W?FI% e 2 0 S
j% °

el

JRICON Health & Fitness = JR¥L L (F Q45 I H 5 1/ T ?Sﬁgﬁj 3 ( actuator
casting) | ¥ rﬂp Eln ™ Fu3E (integrated screw and motor) = {i#FF - Ffl

TP (rocker link ) | FEH B E GAE e = pr o
FIRER[FTICON Health & FitnessV [F4# = 9= » (AR TIY AT 2R F?S‘E*Ja“é,

47
48

%E3- B4

A structure which may be equivalent in one context may not be equivalent in another, and the
structure’s performance of unclaimed functions is not pertinent to the analysis. See Odetics, Inc. v.
Storage Tech. Corp., 185 F.3d 1259, 1271 (Fed. Cir. 2009); IMS Tech., Inc. v. Haas Automation,
Inc., 206 F.3d 1442, 1436 (Fed. Cir. 2000).
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ﬁ’ﬂ,ﬁgﬁ JEAHE R = J/EJ%@J B F&ELIEJ@Q%?@%%@%@%@%%
’[ﬁ’ %Uﬁ%j‘ V(7T -

ICON Health & Fitnessf # = d=PLJL (G4t IR ,,}iﬁﬁi—z%‘“ﬁ? FEEFE lﬁ'q)fﬁﬁi}i—z%‘“
(A -

PLd M~ Octane Fitness = 9= B 4 [ A Har H 8BS 1o i 7 ,?ﬁﬁ)ﬁ%f@_? FIA ] i
MareshEJ! FIpuefi F”srj\;f%;;i}i—:—;%“@@ o

[*HJ’ FIFAE - piE Tﬂ\gj’%ﬂi‘;’ BZIR Vﬁﬁ’s‘ﬂ%% = > ﬁJSFICON Health & Fitness
T B il 3&%’?(/??@5?1’(@’@21”%%? lﬁi%[fb%jﬂgl ( hypothetical claim) V55
B BURE S SLH (faCtﬁnder) uﬂrﬁfirﬂ\/lareshﬂﬂﬁ A} (anticipate) 5&
IR o T e gkl - ICON Health & FitnessSH i1 L1 fff R G - [s%
P2 R A8 2+ 1 LR q\%fg F%—jk VA () -

S R YRR IE Octane FltnessT |~§J’4‘, —FJHEJJ FIP7100 A2 -

— ~ ICON Health & Fitness_|-ifxZ CAFC®

FfFlIfl “ ICON Health & Fitnessi &P ik 244 ik . gl 7 (A 2 e (-4
I/%‘j\ IR LSRR FE’&# CAFC -

FIir » ICON Health & Fitnessf II?J #4id ff[]%?f‘fgjl*f/ﬁ ﬁ(d)ﬂffgjft‘]‘fk%yﬁ
I R IR RS IS VAR o SRCON Health & Fitness

9 44

50 e JHEFRE R TEEMEEFEAEE  (hypothetical patent claim) #47H 5 © —
B R FEA 2 FFH A& E 4’!51??%ﬁi%ﬁﬁf%%%@éﬁ&m%& xR ERHEZFH
% WHEEZO T FHRABE IS THRZEFRE ) = AR EREAI B L
BB ETHRFAETIEETH  BAZ WFxE‘yft'ri*’vﬁiﬁJ ARG ST R A ZH A
M EBFHMRE  F QR AEAFANEESEI > BAEYFTREFRRSE A FHR
EHE AFREHRBAYFRT O FEAFAMRES L - AERH B FRE
TAFRBEHE A FHIEH S A FRIEH LA FRET - Jbh - AR ERT E LR
PO TRE £ R ZFHIIF > A EF o 2015FTH > 2247 - 87 H

1 [CON Health & Fitness, 496 Fed. Appx. at 57.
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means | 2 > UEEES Ql.ﬁj ﬂj%j\,gl NG '—connectlng means | ° (f CAFC]?’J?" 5 ICON
Health & FitnessEﬁJFSF%g LA ﬁfl‘ﬁi‘%n}yﬂi (without merits) > %@E‘%ﬂ* Flﬂiuﬂ o HE

F ffi*] T attaching means E'F' HJ » 9 Tattached ;| =2 " connected | {7 = FL{I 2] > Y[
%‘j\ Fi242 353 THNEEY ) RL T E (attached ) S ET- FFFT beeee il {= (being
attached ) I'J 2% il i *JJ iy TN B“Lf:ﬂ—,ﬁﬁlﬂlﬂjﬁliw 2 AR A S
VA R TR 1) TR 19
%ﬁrf?ﬁﬁ%ﬂ* RPN PUSH Wﬁﬂ@@%%&k% nw B TCmER L Y TR
RPERE o pEET | BURAR - [ R - “‘Wﬁﬁ (rocker link) j I'J7564H 72
fPs o %fIf=> ICON Health & Fitness~ = 9= T [fdm SAEAE r%?}‘,pn BRI T EE

e R IR ) SRR - FTHCARCT S 5 4 B ALY [
B R 235 USC§ NN~ ~ Bl - [T [ v i
B PR IR 2 Rl = o 2 BRI -

F % > ICON Health & FltnessTﬁ—{lﬁ;FJITEJ!?[J%‘} 1V (5 (o) '_Ef\ﬂ‘I ( stroke
rail ) | fUEERY ?’E'r FESAT RN fﬁjﬁ;l Mg «p’}’ﬂ%ﬁ[‘@f{ (foot rail ) gl = Pjﬁ ]
hRLF D) EN?‘%’%‘ O+ YIRS TER © H B
RESEI rf,ﬁi o8 BB RL TS R 1 TSR [
R /T?\JE‘ PIRETIE e JF ST FT“J )

CAFCI[fIH=2 3% » PJUSPTOR i P ionte < 51 B LV Il o g i it
Huquﬁn%ﬁ@ﬁb% - S E R 7 qbsr_m;cwﬁmilp, AN %@ gy
AP COfEiop G~ ) o L 7

;F,“#’@FI~ [ =] F'J Lol AE s N i S o CAFCIRIE Py i e 1V 58 - #0= > CAFC

%2 710 patent, col. 4 11. 3-17.

Id. atcol. 9 1. 6-9.
Chiuminatta Concrete Concepts, Inc. v. Cardinal Indus., Inc., 145 F.3d 1303, 1311 (Fed. Cir. 1998)
(“[A] finding of non-equivalence for § 112[(f)], purposes should preclude a contrary finding under

53
54

the doctrine of equivalents. ).
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e e
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22 ~ AR s BE N G R Bl Tl 2 O ik B R

’%br%ﬂzﬂ {4 » Octane Fitness{#35 U.S.C. § 285%??4‘ f‘?’a EAFR Fi S E T
ko 1i*% 1 fel it = Octane Fitnessk V] » [ ik %iﬂi IK?E/'JTEFHFJ- [
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TPHgE S 2B )0 (clear and convmcmg evidence) | ‘J/n 9, ﬁﬂﬁﬂﬁﬁ%ﬁ FiAe *
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55 44 -

DePuy Spine, Inc. v. Medtronic Sofamor Danek, Inc., 567 F.3d 1314, 1322 (Fed. Cir. 2009).
Streamfeeder, LLC v. Sure-Feed Sys., Inc., 175 F.3d 974, 983 (Fed. Cir. 1999).
Brooks Furniture Manufacturing v. Dutailier, Inc., 393 F.3d 1378, 1382 (Fed. Cir. 2005).

TR RE H ELSUR y 69EdE ) 0 AR AR & & 100% KR 0 Bk E R A I E I R £980-90%
O HREFRM P KA ER o BET o IPEFIEA—— AR G B R B A
Moo ABIAEER 0 200851 F - 2578

56
57
58
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60 JCON Health & Fitness, Inc., 2011 WL 3900975, at 2-4 (D. Minn. Sept. 6, 2011) ; F# A3 2

FEEANMT ER - CAFCZ 4 HERFE L THIEZ /B ERZ AL » ARE TSR0
R EIFZ A RIRE  ARRGFHRBTEE FIER FRIFIIEBIHEF 2 RE
R AR IR R R B BRI 285X AT R 0 4R K BEIAE AT RPTAE LH X 0 2015
#T7H 13-518 -

o1 Liang & Berliner, supra note 7, at 67-69.

62 Rudolph A Telscher & Kara R Fussner (Harness, Dickey & Pierce, St. Louis) (=4 Octane
Fitness/,\ 3] 4y 54 3% 4 5), Effective Strategies for Fee Motions after Octane, available at
http://heinonline.org/HOL/LandingPage?handle=hein.journals/manintpr241&div=12&id=&page
(last visited Sept. 4, 2016).

8 X RAARIKBL AN LB RAFARLMM - K5 (Digitime) 4K - 201449 A
118 > %158, -

64

Supra note 62.
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6 See, e.g., Kilopass Technology Inc. v. Sidense Corp., No. C10-02066 (N.D. Cal. Aug. 12, 2014);
Linex Technologies Inc. v. Hewlett-Packard Co.; Apple Computer Inc. et al., No. C13-159 (N.D.
Cal. Sep. 15, 2014); Lending Tree, LLC v. Zillow, Inc. and Nextag, Inc., No. 3:10-cv-00439 (N.D.
Cal. Oct. 9, 2014).

% Bfets » RARAFERE N - 20035 0 257F -

67 See, e.g., Checkpoint Systems, Inc. v. All-Tag Security S.A., et al., No. 01-2223 (E.D. Penn.
August 18, 2015) (TUCKER, C.J.).

68

Eon-Net LP v. Flagstar Bancorp., 653 F.3d 1314, 1327-28 (Fed. Cir. 2011).
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9 Bilskiv. Kappos., 130 S. Ct. 3218, 3257 (2010) (Breyer, J., concurring) (patent holders may be able

to use it to threaten litigation and to bully competitors, especially those that cannot bear the costs of
a drawn out, fact-intensive patent litigation.).

Eon-Net, 653 F.3d at 1328.

1d.

Q-Pharma, Inc. v. Andrew Jergens Co., 360 F.3d 1295, 1300-01 (Fed. Cir. 2004).

Source Vagabond Systems Ltd., Plantiff, and Pearl Cohen Zedek Latzer LLP, Sanctioned Party v.
Hydrapak, Inc., Defendant, 753 F.3d 1291, 1299-30 (Fed. Cir. 2014).

Vehicle Operation Tec. LLC v. American Honda Motor Co., BMW, Ford, General Motors, Nissan,
Porsche, Mitsubishi., 2014 U.S. Dist. LEXIS 127855, at 26 (D. Del. Sep. 12, 2014).

Source Vagabond Systems, 753 F.3d at 1302-03; Judin v. United States, 110 F.3d 780, 785 (Fed.
Cir. 1997).
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6 See, e.g., IPVX Patent Holdings, Inc. v. Voxernet LLC., No. 13-cv-01708 (N.D. Cal. Nov. 6,

2014); Homeland Housewares LLC v. Sorensen Research & Dev. Trust, 11-cv-3720 (C.D. Cal.
June 27, 2013), aff’d, No. 2013-1537 (Fed. Cir. Sept. 8, 2014) (non-precedential); Chalumeau
Power Sys. LLC v. Alcatel-Lucent, No. 11-1175 (D. Del. Sept. 12, 2014); Lumen View
Technology, LLC v. Findthebest.com, Inc., No. 13-cv-3599 (S.D.N.Y. May 30, 2014); Medtrica
Solutions Ltd. v. Cygnus, LLC, No. 2-12-cv-00538 (W.D. Wash. July 11, 2014); Sonix Technology
Co. LTD. v. Kenji Yoshida and Grid IP, PTE., LTD., No. 12-cv-380 (S.D. Cal. May 23, 2016).

02 Micro International Ltd. v. Beyond Innovation Technology Co., 521 F.3d 1351, 1362 (Fed. Cir.
2008) (“[w]hen the parties present a fundamental dispute regarding the scope of a claim term, it is

7

the court’s duty to resolve it.”).

Pitney Bowes, Inc. v. Hewlett-Packard Co., 182 F.3d 1298, 1304 (Fed. Cir. 1999).

Dan L. Burk & A. Lemley, Fence Posts or Sign Posts? Rethinking Patent Claim Construction, 157
U. PA. L. REV. 1743, 1745 (2009).
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8 See, e.g., Marctec, LLC v. Johnson & Johnson, 664 F.3d 907 (Fed. Cir. 2012); Taurus IP, LLC v.

Damler Chrysler Corp. 726 F.3d 1306 (Fed. Cir. 2013); Intex Recreation Corporation v. Team
Worldwide Corporation., No. 04-1785 (D. Col. Jan. 9, 2015); Flexiteek Americas, Inc. v. Plasteak,
Inc., No. 12-60215-CIV-SEITZ (S.D. Flor. Feb. 4, 2016); Eko Brands, INC. v. Adrian Rivera
Maynez Enterprises, INC., and Adrian Rivera., No. C15-522RSL (W. D. Wash. Nov. 3, 2016).

Daniel Roth, Patent Litigation Attorneys’ Fee: Shifting from Status to Conduct, 13 CHL-KENT J.
INTELL. PrROP. 257, 277 (2013); Emily H. Chen, Making Abusers Pay: Deterring Patent Litigation
by Shifting Attorneys’ Fees, 28 BERKELEY TECH. L.J. 351, 379 (2014); Liang & Berliner, supra
note 7, at 131-32 (“A party that takes unreasonable positions, such as an infringement position that

81

was precluded by a claim construction ruling, should be sanctioned regardless of whether it took its
position in good faith”).

Eon-Net, 653 F.3d at 1327-28. See also IPVX Patent Holdings, Inc. No. 13-cv-01708.

Bonito Boats., 489 U.S. at 150-51.

1d. at 146.
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8 HmxMmaingiz A (weak patent) - Bp3i RAIPERAEE R 0 KREAHAL T 245

R IR I EIHREFRAMBRFUGSKIEIZHIZL - See Mitchell “Mick”
McCarthy, Defending Against Reckless Patent Enforcement Should Not Be an Ordinary Cost of
Doing Business, The Oklahoma Journal, Vol. 84, No. 23, 9/14/2013, available at
http://www.okbar.org/members/BarJournal/archive2013/SeptArchive13/OBJ8423McCarthy.aspx
(last visited July 18, 2016).
Lear, Inc. v. Adkins, 395 U.S. 653, 663-64 (1969). Michael J. Meurer, Controlling Opportunistic
and Anti-Competitive Intellectual Property Litigation, 44 B.C.L. REV. 509, 512 (2003).
See, e.g., Home Gambling Network Inc. v. Piche, No. 2:05-CV-610 (D. Nev. May 22, 2014);
Summit Data Systems, LLC v. NetApp et al., No. 10-cv-00749 (D. Del. Sep. 25, 2014) (Sleet, J.);
Logic Devices, Inc. v. Apple Inc, No. C 13-02943 (N.D. Cal. Dec. 4, 2014); Linex Technologies
Inc. v. Hewlett-Packard Co.; Apple Computer Inc. et al., No. C13-159 (N.D. Cal. Sept. 15, 2014);
Chicago Board Options Exchange., Inc. v. International Securities Exchange., LLC, No. 07 C 623
(N.D. III. Dec. 10, 2014); Lugus IP, LLC v. Volvo Car Corp., No. 12-2906 (New Jersey. Mar. 26,
2015); Segan LLC v. Zynga, Inc., No. 14-cv-01315-VC (N.D. Cal. Sept. 10, 2015); Shipping and
Transit, LLC v. Hall Enterprises, Inc., No. 16-06535 (C.D. Cal. Jan. 9, 2017); Technology
Properties Limited LLC v. Canon Inc., No. C 14-3640 CW (N.D. Cal. Jan. 26, 2017); Iris Connex,
LLC v. Dell, INC., No. 15-cv-01915 (E.D. Tex. Jan. 25, 2017).
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% — B A& — M - JANICE M. MUELLER, PATENT LAW 450-51 (4th ed. 2013) (““whole contents’
approach, that is, the fundamental interpretive canon that a term or phrase in a document must be
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construed in such way as to comport with the document as a whole. In this manner, a patent’s
internal coherence is best served.”) (citing Markman, 517 U.S. 389-90 (“whether... proposed
definition fully comports with the specification and claims and so will preserve the patent’s internal
coherence.”)). B/ - T E¥ AR FFHFAVTFRANLEREZ SRS AL %%
350 20154F1 A » 23649 - 200-201 & - White v. Dunbar, 119 U.S. 47, 51 (1886) (“A patent claim
may not be treated “like a nose of wax”, which may be turned and twisted in any direction, by
merely referring to the specification, so as to make it include something more than, or something
different from, what its words express. The context may undoubtedly be resorted to, and often is
resorted to, for the purpose of better understanding the meaning of the claim, but not for the
purpose of changing it and make it different from what it is.”)., discussed in JAMES BESSEN &
MICHAEL J. MEURER, PATENT FAILURE: HOW JUDGES, BUREAUCRATS, AND LAWYERS PUT
INNOVATORS AT RisK 58 (2008).

O Glhesgk KRS ES ML T HS RRMEE AT (KRG, -

N 2 THREAERRA THE T FEDEAE | kT ERARE -
RSk

93

Highmark Inc. v. Allcare Health Management System, Inc., 134 S. Ct. 1744 (2014).
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% ICON Health & Fitness, Inc. v. Octane Fitness, LLC, 112 F. Supp. 3d 888 (D. Minn. July 1, 2015).

Eon-Net, 653 F.3d at 1327 (“The record supports the district court’s finding that [the patent owner]
acted in bad faith by exploiting the high cost to defend complex litigation to extract a nuisance

95

value settlement from [the accused infringer].”); Lumen View Tech., LLC v. Findthebest.com, Inc.,
2014 U.S. Dist. LEXIS 74209, at 6 (S.D.N.Y. May 30, 2014) ([The patent owner] was motivated
not by a desire to protect its rights, but by its plan “to extract a nuisance settlement from FTB on
the theory that [the accused infringer] would rather pay an unjustified license fee than bear the costs
of the threatened expensive litigation.”).

Adkins, 395 U.S. at 663-64 (“It is as important to the public that competition should not be
repressed by worthless patents, as that the patentee of a really valuable invention should be

96

protected in his monopoly.”); Kappos., 130 S. Ct. at 3257.
Medtronic v. Mirowski Family Ventures, LLC, 134 S. Ct. 843, 851-852 (2014) (A patentee “should
not be . . . allowed to exact royalties for the use of an idea . . . that is beyond the scope of the patent

97

monopoly granted.”) (quoting Blonder-Tongue Laboratories, Inc. v. University of Illinois
Foundation et al., 402 U.S. 313, 349-350 (1971)).

Noxell Corp. v. Firehouse No. 1 Bar-B-Que (D.C.Cir. 1985) ( “[The Court] find[s] in this case
more than a hint of ‘economic coercion’, in [the plaintiff’s] choice of a distant forum and its mode

98

of proceeding.”).
Nightingale Home Healthcare, 626 F.3d 958, 965 (7th Cir. 2010) (It should be enough to justify the
award if the party seeking it can show that his opponent’s claim or defense was objectively

99

unreasonable—was a claim or defense that a rational litigant would pursue only because it would
impose disproportionate costs on his opponent—in other words only because it was extortionate in

character if not necessarily in provable intention.).
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100 See, e.g., eDekka LLC v. 3balls.com, Inc., No. 15-cv-541 (E.D. Tex. Dec. 17, 2015); Techradium,

Inc. v. FirstCall Network, Inc., No. H-13-2487 (S.D. Tex. Feb. 27, 2015).
101 Eon-Net, 653 F.3d 1328 (“[a] patent holder has the right to vigorously enforce its presumptively
valid patent, but vigorous enforcement” cannot overpower a litigant’s and its counsel’s obligation
to file cases reasonably based in law and fact and to litigate those cases in good faith.”).
F. Scott Kieff, The Case for Preferring Patent-Validity Litigation over Second-Window Review and
Gold-Plated Patents: When One Size Doesn’t Fit All, How Could Two Do the Trick?, 157 U.PA. L.
REV. 1937, 1953 (2009).

Medtronic, 134 S. Ct. at 851 (The public interest, of course, favors the maintenance of a well-

102

103

functioning patent system. But the ‘public’ also has a “paramount interest in seeing that patent
monopolies . . . are kept within their legitimate scope.”) (citing Precision Instrument Mfg. Co. v.
Automotive Maintenance Machinery Co., 324 U.S. 806, 816 (1945)).

Sidense Corp., 2015 U.S. Dist. LEXIS 30650, at 22.

Bonito Boats, Inc. v. Thunder Craft Boats, Inc., 489 U.S. 141, 146.
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106 Rudy Telscher & Kara Fussner, Recovering Attorney Fees in Patent Litigation Post-Octane Fitness
and Highmark, available at http://media.straffordpub.com/products/recovering-attorney-fees-in-
patent-litigation-post-octane-fitness-and-highmark-2014-11-04/presentation.pdf (last visited Sept.
10, 2016); Rudy Telscher & Kara Fussner, Patent Fee Shifting Stops Not Only Patent Trolls But
Industry Bullies Too, available at http://www.ipwatchdog.com/2015/09/16/patent-fee-shifting-
stops-not-only-patent-trolls-but-industry-bullies-too/id=61575/ (last visited Sept. 19, 2015).

Lumen View Tech., LLC v. Findthebest.com, Inc., 2016 U.S. App. LEXIS 1087, at 7 (Fed. Cir.
2016) (“The allegations of infringement were ill-supported, particularly in light of the parties’

107

communications and the proposed claim constructions, and thus the lawsuit appears to have been
baseless. Claim construction was unnecessary before finding non-infringement in this case,
especially because [the patent owner] conceded that the claims require preference data from
multiple parties.”).
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