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2 See Ryan Thomas Grace, Losing the Forest among the Trees in the Festo Saga-Rationalizing the
Doctrine of Equivalents and Prosecution History Estoppel in View of the Historical Justifications
for Patent Protection, 11 J. INTELL. PROP. L. 275, 277-78 (2004).
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See PAUL C. GIANNELLI, UNDERSTANDING EVIDENCE 107-09 (Matthew Bender 2006).

See FED. R. EvID. 401 (2013) (“Evidence is relevant if: (a) it has any tendency to make a fact more
or less probable than it would be without the evidence ....”).
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See id. (“Evidence is relevant if: ... (b) the fact is of consequence in determining the action.”).

See GIANNELLI, supra note 15, at 108.

See Galderma Labs., L.P. v. Tolmar, Inc., 737 F.3d 731, 736 (Fed. Cir. 2013).

See id. at 740 [“Evidence of commercial success ... is only significant if there is a nexus between
the claimed invention and the commercial success.” (citation omitted)].

See Medicines Co. v. Mylan Inc., No. 11-cv-1285, 2014 WL 1227214, at *5 (N.D. Ill. Mar. 25,

2014) (“Because Mr. Flammia applies the wrong legal standard regarding commercial success and

21

does not opine on, or consider, TMC'’s increased sales, market share, or customer demand relating
to the ‘727 patent, his methodology fails to comply with the law on commercial success.
Accordingly, the Court strikes his opinions on commercial success because they are legally flawed
and will not be helpful to the trier of fact.”).
2 See GENE R. SHREVE & PETER RAVEN-HANSEN, UNDERSTANDING CIVIL PROCEDURE 328-42
(LexisNexis 3d ed. 2002) (describing initial disclosures, depositions, interrogatories, and
production of documents).
See Allan Block Corp. v. County Materials Corp., 634 F. Supp. 2d 979, 997 (D. Minn. 2008)

[“Admissions in the specification regarding the prior art are binding on the patentee for purposes of

23

a later inquiry into obviousness.” (citation omitted)].
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Cexpert witness) « [~ &5 ", 7s I [H SRR lwq;%ﬁwarﬁe’ L
5L e FUR T DB 3;[;%1”?@; M- sy =R ﬁ‘fﬂ‘?@
ELRLRSP I~ LY I S S S Y Hm & #E*] I A
POk R R e T O (enablement) 9l%ﬁj%ﬂﬂ\ﬂi§j 28
HEIS POALFREA ok CRP ) S SRR R U0 o FURFRESY702
o THERS ) BB (knowledge) Feij (skill) ~ 5%E (experience) ~ 7"

24 See FED. R. CIv. P. 26(a)(1)(A) (“Except as exempted by Rule 26(a)(1)(B) or as otherwise

stipulated or ordered by the court, a party must, without awaiting a discovery request, provide to the
other parties: ...(ii) a copy—or a description by category and location—of all documents,
electronically stored information, and tangible things that the disclosing party has in its possession,
custody, or control and may use to support its claims or defenses, unless the use would be solely for
impeachment.”).
25 See KIMBERLY A. MOORE, PAUL R. MICHEL & TIMOTHY R. HOLBROOK, PATENT LITIGATION AND
STRATEGY 165-66 (West 3rd ed. 2008).
% See FED. R. EVID. 602 (“A witness may testify to a matter only if evidence is introduced sufficient
to support a finding that the witness has personal knowledge of the matter. Evidence to prove
personal knowledge may consist of the witness’s own testimony. This rule does not apply to a
witness’s expert testimony under Rule 703.”); see also Alex Reese, Employee and Inventor
Witnesses in Patent Trials: The Blurry Line Between Expert and Lay Testimony, 16 STAN. TECH. L.
REV. 423, 426 (2013) (“Testimony under Rule 602 is limited to ‘fact[s] which can be perceived by
the senses’ and which the witness ‘actually observed.””).
2" See FED. R. EVID. 701 (“If a witness is not testifying as an expert, testimony in the form of an
opinion is limited to one that is: (a) rationally based on the witness’s perception; (b) helpful to
clearly understanding the witness’s testimony or to determining a fact in issue; and (c) not based on
scientific, technical, or other specialized knowledge within the scope of Rule 702.”).
See Union Pac. Res. Co. v. Chesapeake Energy Corp., 236 F.3d 684, 693 (Fed. Cir. 2001); see also

Reese, supra note 26, at 439.

28

29 See Leonard M. Cohen, Expert Witness Discovery Versus the Work Product Doctrine: Choosing a

Winner in Government Contracts Litigation, 27 PUB. CONT. L.J. 719, 750 (1998) (“Because expert
testimony can be in the form of an opinion and based upon data other than the expert’s personal

perceptions, the pool of potential expert witnesses is virtually unlimited.”).
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Tfﬂ%&ﬁ%*[ﬁﬁ 1 [ 1993 = fiyDaubert v. Merrell Dow Pharms., Inc. %% (7
"Dauber®’ ; ) HIfy] - PERRIEIUHE HEH (trier of fact) IErHREHEY mlF H1
4ﬂ%r,jf N R SPEL TR ) PR o i bR Dauberct I
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= EL LR E[U E PR [ B G RS PR | F[ =4 %3 FT;J
% o
E2EIE Hlﬁﬁ%;ﬁl T “”Hilﬁ PEE FTETJJ%:EN— ~ e 9P Centricut, LLC v.
Esab Group, Inc. %" (7 '—Centrlcut LLCH , ) fl1> JIE’!‘%—rﬂ%j* FIfY T gy

%0 See FED. R. EVID. 702 (“A witness who is qualified as an expert by knowledge, skill, experience,

training, or education may testify in the form of an opinion or otherwise if: (a) the expert’s
scientific, technical, or other specialized knowledge will help the trier of fact to understand the
evidence or to determine a fact in issue; (b) the testimony is based on sufficient facts or data; (c) the
testimony is the product of reliable principles and methods; and (d) the expert has reliably applied
the principles and methods to the facts of the case.”).

31 See Ross Andrew Oliver, Notes, Testimonial Hearsay as the Basis for Expert Opinion: The

Intersection of the Confrontation Clause and Federal Rule of Evidence 703 After Crawford v.

Washington, 55 HASTINGS L.J. 1539, 1540 (2004) (“The Federal Rules of Evidence and similar

state rules depart from the common law and allow an expert to base opinion testimony on facts not

in evidence, including inadmissible hearsay, if the hearsay is a type of information that experts in

the particular field reasonably rely upon in forming opinions.”).

Daubert v. Merrell Dow Pharms., Inc., 509 U.S. 579 (1993).

See id. at 591.

See id.

See id.

See id.

Centricut, LLC v. Esab Group, Inc., 390 F.3d 1361 (Fed. Cir. 2004).

32
33
34
35
36
37
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38
39

See id. at 1366.

See id. at 1368.

O mEal o EREAFRHE  ARAA R AT 0 B EMA R 0 20004118
13187 » 91-92F -

M See R. Perry Sentell, Jr., The Georgia Jury and Negligence: The View from the (Federal) Bench, 27
GA. L. REV. 59, 64-65 (1992); see also GEOFFREY C. HAZARD JR. ET AL., PLEADING AND
PROCEDURE: STATE AND FEDERAL CASES AND MATERIALS 1068 (9th ed. Foundation Press 2005).

42 See FED. R. CIV. P. 38(d) (“A party waives a jury trial unless its demand is properly served and
filed. A proper demand may be withdrawn only if the parties consent.”); see also HAZARD JR. ET
AL., id. at 1014-15.

43 See SHREVE & RAVEN-HANSEN, supra note 22, at 440 (describing bench trials).

' See id. at 363-64.

*® See id. at 370-71.

46

FBEAE TTHEAK ) AEA35 USC. § 102 AN EE20114 £ E £ % (America
Invents Act) &9#I3T M *T o BAE R AT A 1S A A RIE © kAT B T A LR, - AR
AT RENF I EREA ) 1T CE A RAATY ) FEG W REALE TERAR, X
o PP REMATRAMZERE - (LibaR  HARIERBETH SR STBOER
At = HIFF R ANTRH R - WHESE > 2004450 0 110 SI-52H o ) AfSikiE 0 § 102
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A BT #n—blﬁ:ﬁl‘lgl 5

T 51‘&#@‘@?“%7‘ %7 ﬁ%"}fﬁﬂ’ FaEIAv Y 0 CAFC: Centricut, LLCH
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"REMER R TAERAAFTHFEL, o (AABA %@%%%Vﬁ?ﬁﬁﬁ”’%@
R 2012496R - 1831 - 88E o ) RBABM —AM T ¥3#H 8 | Ma#FHARAELLER » B
SHHITEAMAE B R > REAREFFERAGAMA > @B P38 AT e B E
A B REWRAFFEAGAMB

47 See A. MOORE ET AL., supra note 25, at 165-66.

48 See Reese, supra note 26, at 424.

9" See Ted D. Lee & Michelle Evans, The Charade: Trying a Patent Case to All “Three” Juries, 8
TEX. INTELL. PROP. L.J. 1, 25 (1999).

%0 Sundance, Inc. v. DeMonte Fabricating Ltd., 550 F.3d 1356 (Fed. Cir. 2008).

1 See id. at 1362 (“DeMonte failed to explain how Mr. Bliss possesses the relevant expertise in the
pertinent art.”).

%2 See Esab Group, Inc., 390 F.3d at 1370 (“We do not state a per se rule that expert testimony is
required to prove infringement when the art is complex.”).

53

See id. (“[I]n a case involving complex technology, where the accused infringer offers expert
testimony negating infringement, the patentee cannot satisfy its burden of proof by relying only on
testimony from those who are admittedly not expert in the field.”).
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% See id. at 1369-70.

See id. at 1369-70.

See FED. R. CIv. P.26(a)(2).

See FED. R. Civ. P.26(a)(2)(A) (“[A] party must disclose to the other parties the identity of any
witness it may use at trial to present evidence under Federal Rule of Evidence 702, 703, or 705.”);

55
56
57

26(2)(2)(D) (“A party must make these disclosures at the times and in the sequence that the court
orders.”).

See FED. R. C1v. P.26(a)(2)(B) (“Unless otherwise stipulated or ordered by the court, this disclosure
must be accompanied by a written report—prepared and signed by the witness—if the witness is one

58

retained or specially employed to provide expert testimony in the case or one whose duties as the

party’s employee regularly involve giving expert testimony.”).
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FiE 2 By PR ARSI R 4 11 o P CAFCEFROLF I F LA ORI » %
Innogenetics, N.V. v. Abbott Labs.:;t’szf[l ) —FQ'IH{’??EJHjl o %LEIE‘“ Hlfﬁ”'ﬁrﬁ’};lp
PLIEFOSLE > LIEEIND R YT - 2 e F o w”«@m PAGLY st > [
T 8 R 5 5 SRR P T o o (e - ﬂﬁ%t CAFCH [l d » [ELF L
BT R 3 I RN [ RSP B (& BT B [ A O 2 T
J—F;L[ﬂﬁ“ o MR [ﬁjﬁzﬁ;ﬁ@ﬁlj ﬁj,ﬁi']ﬁrlélfw[%!—’ T Meyer Intellectual Properties Ltd.
v. Bodum, Tnc. %[t > 74T 5 4 AL~ R IR B 1) T > 2T

% See FED. R. CIV. P.26(a)(2)(B) (“The report must contain: (i) a complete statement of all opinions

the witness will express and the basis and reasons for them; (ii) the facts or data considered by the
witness in forming them; (iii) any exhibits that will be used to summarize or support them; (iv) the
witness’s qualifications, including a list of all publications authored in the previous 10 years; (v) a
list of all other cases in which, during the previous 4 years, the witness testified as an expert at trial

or by deposition; and (vi) a statement of the compensation to be paid for the study and testimony in

the case.”).

60 See FED. R. CIV. P.26(a)(2)(C) (“Unless otherwise stipulated or ordered by the court, if the witness
is not required to provide a written report, this disclosure must state: (i) the subject matter on which
the witness is expected to present evidence under Federal Rule of Evidence 702, 703, or 705; and
(i1) a summary of the facts and opinions to which the witness is expected to testify.”).

1 See Meyer Intellectual Properties Ltd. v. Bodum, Inc., 690 F.3d 1354, 1374-75 (Fed. Cir. 2012)

( “The purpose of this rule is ‘to convey the substance of the expert’s opinion ... so that the
opponent will be ready to rebut, to cross-examine, and to offer a competing expert if necessary.””
(citation omitted) ) .

%2 Innogenetics, N.V. v. Abbott Labs., 512 F.3d 1363 (Fed. Cir. 2008).

% Secid. at 1373.

4 Seeid. (“ Nowhere does Dr. Patterson state how or why a person ordinarily skilled in the art would
have found the claims of the ‘704 patent obvious in light of some combination of those particular
references.”).
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Bodum, Inc., 690 F.3d at 1354.
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knowledge ) - Tfi]?%{ﬁ ﬁ'lj %1993 = ElfJDauberti;k’GSE'*? 1999 # iyKumho Tire Co. v.
Carmichael% ® (™~ #i Kumho% |, ) == fy ?Jﬁ’?‘lj?ﬂ' " Daubert"Zk | ( Daubert
factorS) 1?’&1‘: r%’—ru i VB TRIS  fR Y - TR o g’!l—&

3¥FPJJ SR W[ﬁé[ﬁr (rehabihty) 70
i i1 Bk 7 Daubert [l 1) IEEAESE TRl XA S 11, MR AL Hzﬁﬁﬁl
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% Secid. at 1375.

%7 Sec id. at 1375-76.

68 See Esab Group, Inc., 509 U.S. at 579.

69 Kumho Tire Co. v. Carmichael, 526 U.S. 137 (1999).

70" See Maxine D. Goodman, A Hedgehog on the Witness Stand—What's the Big Idea?: The Challenges
of Using Daubert to Assess Social Science and Nonscientific Testimony, 59 AM. U. L. REV. 635,
645-47 (2010).

& See Esab Group, Inc., 509 U.S. at 593-95; see also Arti K. Rai, Specialized Trial Courts:
Concentrating Expertise on Fact, 17 BERKELEY TECH. L.J. 877, 889-90 (2002).

2 See Esab Group, Inc., 509 U.S. at 593 [“Ordinarily, a key question ... will be whether it can be
(and has been) tested.”].

3 Seeid.

" Seeid.
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" See id. (“Another pertinent consideration is whether the theory or technique has been subjected to
peer review and publication.”).

® Seeid.

T Seeid.

"8 Seeid. at 593-94.

" See id. at 594 [“Additionally, in the case of a particular scientific technique, the court ordinarily
should consider the known or potential rate of error and the existence and maintenance of standards
controlling the technique’s operation.” (internal citation omitted)].

80 See id. (“Finally, ‘general acceptance’ can yet have a bearing on the inquiry.”).

81 Seeid.

82 See id.

8 See id. [“[A] known technique which has been able to attract only minimal support within the
community may properly be viewed with skepticism.” (quotation and internal citation omitted)].

% See Kumho Tire Co., 526 U.S. at 148-49.
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See id. at 150.
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86
87
88
89
90
91

See id.

See id. at 151 (“It made clear that its list of factors was meant to be helpful, not definitive.”).

See id.

See id.

See id.

See id. (“In certain cases, it will be appropriate for the trial judge to ask, for example, how often an
engineering expert’s experience-based methodology has produced erroneous results, or whether
such a method is generally accepted in the relevant engineering community.”).

See id.

See id.

See id. (“Likewise, it will at times be useful to ask even of a witness whose expertise is based

92
93
94

purely on experience, say, a perfume tester able to distinguish among 140 odors at a sniff, whether
his preparation is of a kind that others in the field would recognize as acceptable.”).

See James R. Ehleringer & Scott M. Matheson, Jr., Stable Isotopes and Courts, 2010 UTAH L. REV.
385, 417-18 (2010).
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% See Thomas A. Gionis & Anthony S. Zito, Jr., A Call for the Adoption of Federal Rule of Evidence

702 for the Admissibility of Mental-Health Professional Expert Testimony in Illinois Child-Custody
Cases, 27 S. ILL. U. L.J. 1, 64-65 (2003).

Monsanto Co. v. David, 516 F.3d 1009 (Fed. Cir. 2008).

See id. at 1015 (“Koppatschek’s reliance on the scientific reports prepared by his team is therefore

97
98
the type of reliance that is reasonable for expert witnesses.”).
9 Seeid. (“[N]umerous courts have held that reliance on scientific test results prepared by others may
constitute the type of evidence that is reasonably relied upon by experts for purposes of Rule of
Evidence 703.”); see also FED. R. EVID. 703 (“An expert may base an opinion on facts or data in
the case that the expert has been made aware of or personally observed. If experts in the particular
field would reasonably rely on those kinds of facts or data in forming an opinion on the subject,
they need not be admissible for the opinion to be admitted. But if the facts or data would otherwise
be inadmissible, the proponent of the opinion may disclose them to the jury only if their probative
value in helping the jury evaluate the opinion substantially outweighs their prejudicial effect.”).
i4i Ltd. P’ship v. Microsoft Corp., 598 F.3d 831 (Fed. Cir. 2010).
See id. at 856 (“Under Rule 702, the question is whether the expert relied on facts sufficiently

100
101

related to the disputed issue.”).
102 See id. at 855-56 (“Microsoft is correct that i4i’s expert could have used other data in his
calculations. The existence of other facts, however, does not mean that the facts used failed to meet

the minimum standards of relevance or reliability.”).

EFIEH | =11 | 201551H

Taiwan Patent Attorneys Journal



SEZHT

I
%ﬁi
et
il

ER =7 EFE [ TEEIEES ] www.angle.com.tw

EB A FR R REAR LRI RBE AR TR E 8

RIS (RTS8l R R A 2 T
Toy oo ANF ,jaﬁs-y;aja FE P T '%Fg" | (credibility ) g??}%ﬁﬁ’ﬁp@ FF@EM
(wa@ﬁ)p5vwﬁ»&uméﬁ¥xm4o$w¢rpﬁﬁ@ IS T i

(cross-examination ) 9=t > it‘hﬁ ijﬁfﬁtfﬂr,/ JJ Fmh LT’FE[FTJQ:U%P T
S VU O o T P ITRA B 3 A

N~ R RIE R B AT R

meﬁﬁﬁﬁﬁﬁﬁﬁw'W%$&@Jpw&m%Wﬁﬂ%%owwﬁ¢$
RSB HLFER BT T R RO o e
%jw TH RS T S!S Ef‘ " Sﬁ ag]:%m (intrinsic evidence ) A1 I 9} ﬁl—gﬁ%%zj
(extrinsic evidence) "% T [ Jﬁﬂ%‘%@ &) ?ﬁ%‘j\fﬁ_\i’ SN ?’u‘?'ﬂ?' PJ?" > ﬂ[q—éﬁ ﬂJH'ﬁ%
TR0 9 A B AR R P A R
(expert testimony ) =510 o & FEJ!%:'%E‘EJJ ) CAFCT?&ET’LE [ f“‘\?‘]ﬁ%,l:%f*gﬁﬁﬁl

<~:\ 7LLLL/

e

103 See Martin West, Note, Collateral Damages: How the Smartphone Patent Wars are Changing the

Landscape of Patent Infringement Damages Calculations, 41 FORDHAM URB. L.J. 315, 321 (2013).
See Microsoft Corp., 598 F.3d at 852 (“When the methodology is sound, and the evidence relied
upon sufficiently related to the case at hand, disputes about the degree of relevance or accuracy

104

(above this minimum threshold) may go to the testimony’s weight, but not its admissibility.”).
15 See Esab Group, Inc., 509 U.S. at 596 (“Vigorous cross-examination, presentation of contrary
evidence, and careful instruction on the burden of proof are the traditional and appropriate means of
attacking shaky but admissible evidence.”)
1% See Yoonhee Kim, Reconciling Twombly and Patent Pleadings Beyond the Text of Form 18, 13
CHL-KENT J. INTELL. PROP. 511, 529 (2014).
See Paul R. Gugliuzza, Saving the Federal Circuit, 13 CHL-KENT J. INTELL. PROP. 350, 367 (2014).
See Greg Reilly, Judicial Capacities and Patent Claim Construction: An Ordinary Reader
Standard, 20 MICH. TELECOMM. & TECH. L. REV. 243, 260 (2014).
See Phillips v. AWH Corp., 415 F.3d 1303, 1312-14 (Fed. Cir. 2005).
See Reilly, supra note 108, at 260; see also AWH Corp., 415 F.3d at 1317 (“Although we have

emphasized the importance of intrinsic evidence in claim construction, we have also authorized

107
108

109
110

district courts to rely on extrinsic evidence, which ‘consists of all evidence external to the patent
and prosecution history, including expert and inventor testimony, dictionaries, and learned
treatises.’”).
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Sundance, Inc. v. DeMonte Fabricating Ltd., 550 F.3d 1356 (Fed. Cir. 2008).

Outside the Box Innovations, LLC v. Travel Caddy, Inc., 695 F.3d 1285 (Fed. Cir. 2012).

See DeMonte Fabricating Ltd., 550 F.3d at 1363 (“We understand that patent lawyers are often
qualified to testify as technical experts, but such a qualification must derive from a lawyer’s
technical qualifications in the pertinent art.”).

138 See id. at 1364-65 (“Allowing a patent law expert without any technical expertise to testify on the
issues of infringement and validity amounts to nothing more than advocacy from the witness
stand.”).

See LLC v. Travel Caddy, Inc., 695 F.3d. at 1297 (“We conclude that the exclusion of Mr.

Korchmar’s testimony because he is not a lawyer was an abuse of discretion.”)
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140 See id. at 1296.

See id.
See id. at 1297.
See id. at 1296 (“Despite the complexity of patent law, patents are not for inventions of law; they

141
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are for inventions of technology.”).
144 See id. at 1297 (“many lawyers have technical training, but it is technological experience in the
field of the invention that guides the determination of obviousness, not the rhetorical skill or
nuanced advocacy of the lawyer.”).
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