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1. A European patent application in which the contracting states are designated and the resulting
community patent shall be deemed not to have had, as from the outset , the effects specified in
this chapter , to the extent that the patent has been revoked.

2. Subject to the national provisions relating either to claims for compensation for damage caused
by negligence or lack of good faith on the part of the proprietor of the patent, or to unjust
enrichment, the retroactive effect of the revocation of the patent as a result of opposition or
revocation proceedings shall not affect:

(a) any decision on infringement which has acquired the authority of a final decision and been
enforced prior to the revocation decision;

(b) any contract concluded prior to the revocation decision , in so far as it has been performed
before that decision, however, repayment, to an extent justified by the circumstances, of sums
paid under the relevant contract, may be claimed on grounds of equity.
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Section 48: Effects of Declaration of nullity

A patent declared to be null and void shall be regarded as having been null and void form the date

of its grant. Nevertheless, where licenses have been granted, the nullity shall not entail the

repayment of the royalties by the licensee in so far as he has effectively profited from the license.

When the declaration of nullity becomes final, the Registrar of the Court shall notify it to the Patent

Office which shall enter it in the Register and publish it as soon as possible.
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16 See St. Regis Paper Co. V. Royal Industries, Inc., 552 F.2d 309, 314 (9th Cir.), cert denied, 434

U.S. 996 (1997) (“The possibility of obtaining a refund of all royalties paid might induce a
manufacturer to accept a license based on a patent of doubtful validity, derives the benefits of
suppressed competition which the patent affords, and challenge validity only after the patent’s
expiration”). DRATLER, JR., supra note 15, at 2-57.

See id.

See Zenith Laboratories v. Carter-Wallace Inc., 530 F.2d 508, 513 (3d Cir.), cert denied, 429 U.S.
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828 (1976) (“the prospect of refunding all royalties would constitute such a cloud over a licensed
patent that patenting would be discouraged.”) DRATLER, JR., supra note 15, at 2-57.

See Troxel Manufacturing Co. v. Schwinn Bicycle Co., 465 F.2d 1253, 1257-58 (6th Cir. 1972)
(Troxel 1) (disgorgement rule would “place a continuous cloud over any payment of royalties” and
force licensor “to retain all royalities received in a relatively liquiod state until the expiration of the
licensed patent, or the running of the applicable statute of limitations”). DRATLER, JR., supra note
15, at 2-58.

See Transition Electronic Corp. v. Hughes Aircraft Co., 649 F.2d 871, 876 (lst Cir. 1981)
(disgorgement rule “would undermine the security of royalty income and erode the economic

20

values of patent rights, encourtaging inventors to avoid public disclosure and resort instead to trade
secrets”). DRATLER, JR., supra note 15, at 2-58.
2 See Howard B. Barnaby Jr, Patent Law — Previously Paid Royalties — No Recovery by Licensee
upon Judgment of Invalidity — Troxel Manufacturing Co. v. Schwinn Bicycle Co., 14, B.C.L. REV.
501, 501-26 (1973). http://lawdigitalcommons.bc.edu/cgi/viewcontent.cgi?article=1378&context=
belr (last visited 10/17/14)
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the Relationship Between Invalid Patent and the Validity of Patent Contract,” Proceedings of the 8"
International Conference on Innovation & Management, 897-900 & - #8 i & ¥ 4 Ahttp://www.
pucsp.br/icim/ingles/downloads/papers_2011/part_5/part 5 proc 10.pdf » £ % & 8 : 2014 5
100A178 - KEAFERHERZ SARFELERETFAAARIMAL T R EREAET
% ARLETAT KR A B CHUTH FAREZ F R AEFATEATH AR R
FAMEHRER Y REEMNA o B RAEA RSB ERERBANEKL BTN - HE
WRREHAZRFE » ERIA LR CHITHH AR CBITHROTEADE  wREAL
FIHE % RAL BN AR - WA ZAE T TAT B EE - BEITROM AN RIAERE £
FAHERE T TRAGHATE R HIRF > BERRAINEFRARZIEAT AT FR
BHET o EMPILRHE—F 0 ARV AL TREEL - R EEABEEEZEA L
FIHEZ 8K AR G Al AR TR o B AR RARM A G 0 R A
HEVS B A 2 > R PR R By R A Yy T BLAE SR FLARAE S Oy 0 o RALAGE SR BB 9 A
o ATEFRIAERN  REARRUARFRETRES  EREGILRARY 0 &
HIHEA S A0 S AR SN R — F T AIEAT AR » IRTR AR R R B R THIT - 448
REHFRF  FRTEATEND o | FRFARETELIRELTEHIG » LiFHRFEHE
&y > 20015 > 29-308 -

EFIER | S+ AHE | 20145F10H

Taiwan Patent Attorneys Journal



SEZHT

SEXEFEE - FE [TRBIEES ] www.angle.com.tw

N~ B B B Bk o 3 M ERR H  RL E

e gﬁ%”ffkE‘I114|'7'<F)J2fﬂtﬂ£28 PSR A R g Y
Teliag RROESY B SERE D SEL]RYRE N FI R (DA MR AR AR [i%
SRR SIS R QR R A GG Y SRR Rl e (U
LR g T T R B ’iwﬁii’i%‘ﬁ‘/ﬁuif’? A £ & (1996
ﬁ‘%ﬁu%‘w*uﬂ FHE BYSOREY 2% + EFIIR By AL BTS0RE SN2 ~ 4 251 A 5
3L E IR L)

2 Article 114 (2) Without prejudice to compensation for damage and prejudice that may be due when

the owner of the patent has acted in bad faith, the retroactive effect of invalidation shall not affect

the following:

(a) decisions on infringement of the patent that have become res judicata and have taken place prior
to the declaration of invalidation;

(b) contracts concluded before the declaration of invalidation, to the extent that they were executed
prior to the declaration. However, for reasons of equity and to the extent justified by the
circumstances, restitution of the amounts paid under the contract may be claimed.

Article 59 bis: Effects of a Declaration of Nullity

Decisions pronouncing the nullity of a patent shall be retroactive, but shall not affect:

29

(a) any acts already performed enforcing any decision on infringement which has acquired the
authority of a final decision;

(b) any contracts concerning the invention which were concluded prior to the date on which the
decision pronouncing the nullity has become final, insofar as such contract has been performed
before that decision. However, in such case, repayment to an extent justified by the
circumstances, of sums paid under the relevant contract, may be granted by the court on the
grounds of equity.

4% R.http://www.jpo.go.jp/shiryou_e/s_sonota_e/fips_e/pdf/italy e/e_tokkyo.pdf » & 14 % & A

2014410178 © S UAEHR » SRS RE LB R - BUs KEEHESR A RATHAL

WA 19974 > 1657 -

Article 50:

1. Revocation in whole or in part of a patent shall have retroactive effect as from the filing date of

30

the patent application.

2. Notwithstanding the provisions on actions for damages caused by the fault or the bad faith of the
owner of the patent or those on unwarranted enrichment, the retroactive effect of revocation of
the patent shall not affect:
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32

(1) decisions in infringement proceedings that have become final and have been executed prior to
the revocation decision;

(2) contracts concluded prior to the revocation decision, insofar as they have been executed prior
to the decision, however, restitution of the amounts paid under the contract, insofar as
circumstances justify, may be claimed on grounds of equity.

4% R http://www.jpo.go.jp/shiryou_e/s_sonota_e/fips_e/pdf/belgium/patents_law.pdf.

Article 131: Effects of Invalidity

A court decision ruling that a patent is invalid shall have retroactive effect. Consequently, where

invalidity is declared, the legal protection afforded to the patent application or patent under this

Decree-Law shall be deemed never to have existed.

Without prejudice to compensation claims for damage caused by acts of bad faith on the part of the

owner of the patent, the retroactive effect of invalidity shall not extend to the following:

(a) any decision on patent infringement that has become res judicata prior to the declaration of
invalidity;

(b) contracts executed and fulfilled prior to the declaration of invalidity; partial or full
reimbursement of sums paid under the contract may, however, be claimed on grounds of equity
to the extent justified by the circumstances.

A declaration that has become res judicata shall be binding on all persons.

% R http://www.jpo.go.jp/shiryou_e/s_sonota_e/fips_e/pdf/turkey e/e tokkyo.pdf » 2B % A :

20145F10A 178 -

SREAR S RN A BRI BORE - TE B BCRERE A 0 2012511

Ao 1189 - 458 - 30X % @ [ Article 1398: Recognition of the Invalidity of a Patent for an

Invention, Utility Model, or Industrial Design 4. A patent for an invention, utility model, or an

industrial design that is recognized as invalid in full or in part shall be voided as of the filing date of

the application for a patent.

Licensing contracts concluded on the basis of the patent later recognized as invalid shall maintain

their effect to the extent that they were performed by the time of the decision on the invalidity of

the patent. ; % Rhttp://www.rupto.ru/rupto/nfile/3b05468f-4b25-11e1-368-9¢8e99211b2¢c/Civil

Code.pdf » & &% B : 2014F10A 178 -
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AMEBZ FEXFEL L ¢ [ Article 29-3 (Liability of holder of utility model right, etc.)

(1) Where a trial decision to the effect that the utility model registration is to be invalidated
(excluding those rendered on the ground of Article 37(1)(vi)) has become final and binding
after the holder of utility model right or exclusive licensee exercised his/her right against, or
gave warning thereof to, an Infringer, etc., the holder or exclusive licensee shall be held liable
to compensate damage sustained by the Infringer, etc. as a result of the exercise of his/her
right or the warning; provided, however, that this shall not apply where the holder or
exclusive licensee exercised his/her right or gave warning thereof based on the Utility Model
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