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Lanham Act § 42 (15 U.S.C. § 1124), “no article of imported merchandise...which shall copy or
simulate a trademark registered in accordance with the provisions of this Act...shall be admitted to
entry at any customhouse of the United States.”
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Tariff Act § 526 (19 U.S.C. § 1526), “it shall be unlawful to import into the United States any
merchandise of foreign manufacture if such merchandise, or the label, sign, print, package,
wrapper, or receptacle, bears a trademark owned by a citizen of, or by a corporation or association
created or organized within, the United States, and registered in the Patent and Trademark
Office..., unless written consent of the owner of such trademark is produced at the time of making
entry.”

K-Mart Corp. v. Cartier, Inc., 486 U.S. 281 (1988).

Lever Bros. v. United States, 877 F.2d 101 (D.C. Cir. 1989), 981 F.2d 1330 (D.C. Cir. 1993).
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Societe des Produits Nestle v. Casa Helvetia, Inc., 982 F.2d 633 (1st Cir. 1992).

SKF United States, Inc. v. ITC, 423 F.3d 1307, 1312 (Fed. Cir. 2005); Davidoff & Cie v. PLD
International Corp., 263 F.3d 1297, 1302 (11th Cir. 2001); Rolex Watch U.S.A., Inc. v. Michel Co.,
58 PTCJ 176 f. (9th Cir. 1999); Societe des Produits Nestle v. Casa Helvetia, Inc., 982 F.2d 633
(1st Cir. 1992); Lever Bros. v. United States, 877 F.2d 101 (D.C. Cir. 1989); PepsiCo Inc. v.
Giraud, 7 U.S.P.Q.2d 1371, 1373 (D.P.R. 1988); Original Appalachian Artworks, Inc. v. Granada
Electronics, Inc., 816 F.2d 68 (2d Cir. 1987).

Iberia Foods Corp. v. Romeo, 150 F.3d 298 (3d Cir. 1998); Caterpillar, Inc. v. Nationwide
Equipment, 877 F. Supp. 611 (M.D. Fla. 1994); Helene Curtis v. National Wholesale Liquidators,
Inc., 890 F. Supp. 152 (E.D.N.Y. 1995); Osawa & Co. v. B&H foto, 589 F. Supp. 1163 (S.D.N.Y.
1984).

8

EFIEH | 5580 | 2011F78

Taiwan Patent Attorneys Journal



SEZHT

I
%ﬁi
ft:|
il

ER =7 EFE [ TEEIEES ] www.angle.com.tw

FliErgt = RGP P

%Lﬁiﬁ'?—@r%ﬁf"fl”\ﬂ5‘1133.23|"%53(a)15*ﬂ7£3 B L R a1 R
< H o BRI S (OEE B A TOR Ve - (AT
T 5 (20 91 B e ™ J2ARAETR - H =2 S il 2R - S 2R AR
il S 2 R R TRl B fIS'?ﬂLﬁ‘UF%J%TJ/,‘ il s Q)RES AR -~ v H
B PR B fba‘iﬁfﬂfﬁ'm& il F”TEH]T’ [ i 22 22 S B A
A SR R SR

EHIST3)E < i th Lever Rule ﬁlifﬁi}‘:cheverii’Eﬁ [ LERE Y A [~ [l
H# o I*Eﬁuﬁr&l 17157133, 23|’§?‘I(b)fEJ > ANRRL S E U LY S O R
fol (A4 ERRF o IAS = > = RLE eSS HpLE AT 7 EEE REED T HARE
B0 T BN (a) BV )RS F L B S R FFF T IE s ARE o (Y
SC=2U IR *,‘iF:@Fh[IFSr;E_I tEE IR RS B e %EJH;\ = r& ’f[[ PE[ :i”ffjj Féﬁﬁ
B %E#‘ [ - ARSI T ﬁ#l%n‘fﬂb«mﬂ% M@EL' DN
fﬁ#,é FHEEl, 7 AT LR Y Fﬁhﬁ‘/iﬂ cu%fﬁéﬁr@@paﬁa%gﬂyw ) ¥
e PR e

% 19 CFR § 133.23(a), “Restricted gray market goods include goods bearing a genuine trademark or

trade name which is: (1) Independent licensee. Applied by a licensee (including a manufacturer)
independent of the U.S. owner, or (2) Foreign owner. Applied under the authority of a foreign
trademark or trade name owner other than the U.S. owner, a parent or subsidiary of the U.S. owner,
or a party otherwise subject to common ownership or control with the U.S. owner; or (3) Lever-
rule. Applied by the U.S. owner, a parent or subsidiary of the U.S. owner, or a party otherwise
subject to common ownership or control with the U.S. owner, to goods that the Customs Service
has determined to be physically and materially different from the articles authorized by the U.S.
trademark owner for importation or sale in the U.S.”

19 C.F.R. § 133.23(b), “Labeling of physically and materially different goods. Goods determined
by the Customs Service to be physically and materially different under the procedures of this part,
bearing a genuine mark applied under the authority of the U.S. owner, a parent or subsidiary of the
U.S. owner, or a party otherwise subject to common ownership or control with the U.S. owner,
shall not be detained where the merchandise or its packaging bears a conspicuous and legible label
designed to remain on the product until the first point of sale to a retail consumer in the United
States stating that: This product is not a product authorized by the United States trademark owner
for importation and is physically and materially different from the authorized product. The label
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must be in close proximity to the trademark as it appears in its most prominent location on the
article itself or the retail package or container. Other information designed to dispel consumer
confusion may also be added.”

Directive 2008/95/EC of the European Parliament and of the Council of 22 October 2008 to
approximate the laws of the Member States relating to trade marks. %4 4 2 % ¥ 3 Directive
89/104/EEC of 21 December 1988 to approximate the laws of the Member States relating to trade
marks.

Council Regulation (EC) No 207/2009 of 26 February 2009 on the Community trade mark. # % £
% Council Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark.

Article 7 Exhaustion of the rights conferred by a trade mark, “1. The trade mark shall not entitle
the proprietor to prohibit its use in relation to goods which have been put on the market in the
Community under that trade mark by the proprietor or with his consent. 2. Paragraph 1 shall not

apply where there exist legitimate reasons for the proprietor to oppose further commercialization of
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the goods, especially where the condition of the goods ischanged or impaired after they have been
put on the market.”

Case C-355/96 - Silhouette International Schmied GmbH & Co. KG v. Hartlauer
Handelsgesellschaft GmbH, [1998] 2 C.M.L.R. 953.
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