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1. 830 PERBEANMASESEER - SRR TEERAD » XB S e MR B ENEZ T (Franklin Pierce Law Center) %
ZHERBELTMIP) REREEUD) -
FHE  PERESEFMAGWER - EAMRERE - SERBE2ET - ARMBUAREREE2ELT ~ 14 -
BRI © EEARKINERD - 2009FE RERRANEEFREG  BMCARBEEBREEL  ZHEERMRBENESKR
(Franklin Pierce Law Center) & 2B EREAEIELT(LLM in IP) °
2. Steven B. Garland, Speech, Intellectual Property Advisor-Client Privileged Communications: Canada and other jurisdictions,
(Geneva, Switzerland, May 22, 2008) (copy of transcript available at http://www.wipo.int/meetings/en/2008/aippi_ipap ge/
program.htm! (accessed Jan. 15, 2010)), citing Sopinka, J., Lederman, S.N., and AW. Bryant, The Law of Evidence in Canada
728 (2™ Edition, Toronto Buttersworths, 1999); Berd v. Lovelace (1577), 21 ER. 33(Ch.).
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3. /d.
4. Michael Edward McCabe, Jr., Attorey-Client Privilege And Work Product Immunity In Patent Litigation § 1.01 q 2 (2001
Intellectual Property Law Update, Aspen L. & Bus. 2001)
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MsFaAR - BMEREMEZARERM - JREREEBRIER » (DREEEE L L EMIER
EHREE - ERAENERTSAE = H— RRELSRERFHET EELERIE
BERNEENERME - WRASREXALTNER  HT - EATRHNEERF LGS - LA
BUAZEAHRZMAERSENTSRIUEE - ARMERHSEEATEHEE © B
AAREFRRERNHRBRL EEOMEER © A= HERSABEREAELEZMEL
TR » REARRLAMENREMAFRAEEEAEENEN - ERNLEE
B XEBREEEEEBE Wigmore)RB R » BT B EREARREERERE CENEH
ERAE  LWRBREHNEREBERBENNER  FIERLRRIEREZERE
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198 1 =R HESERImE AT RIEE (Mr. Justice Rehnquist)7EUpjohn Co. v. United
States ZRIEH @ RIIARTEABNESER LB L RO ENEERN > 1/ 7

“HEMERT NEEMEEETEARSENIBERNER - EMEFITERENAESH
PEEEEARRATLAN R - ZFERBE)  CENEEZERENEEEREALER  HikE
BRI EmEN MR REATRD U ER 7

it - ERZFHEREZBEAT @ ZEABRERZMBEBNEHERSEARK > F8

5. BIEE, BAP-ZAE AR RN,
http://lawyering.fyfz.cn/blog/lawyer ing/index.aspx?blogid=236000 (Last accessed Jan. 18, 2010) (Citing John W. Strong, ed.,
McCormick on Evidence 344, 5" ed, 1999).

6. /d. (Citing Ronald J. Allen, Richard B. Kuhns and Eleanor Swift, Evidence: Text, Cases and Problems 1045-1046 (2™ ed.
1997).)

7. Steven B. Garland, Supra note 2, citing Upjohn Co. v. United States, 449 U.S. 383 (1981). “Its purpose is to encourage full
and frank communication between attorneys and their clients and thereby promote broader public interests in the observance
of law and the administration of justice. The privilege recognizes that sound legal advice or advocacy serves public ends and
that such advice or advocacy depends upon the lawyer being fully informed by the client.”
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(substantial probability) * ' WEAJ AL BHKE ZEALEZFARENBE IR S —FHE

8. /d.

9. Federal Rules of Evidence § 502 g “Definitions - In this rule: 1. “attorney-client privilege means the protection that ap-
plicable law provides for confidential attorney-client communications; and 2.” work-product protection” means the protec-
tion that applicable law provides for tangible material (or its intangible equivalent) prepared in anticipation of litigation or
for trial.”

10. Fed. R. Civ. P. 26(b)(1)

11. McCabe, Supra note 4, citing In re Horowitz, 482 F.2d 72, 81 (2d Cir. 1973).

12. McCabe, Supra note 4, citing Hickman v. Taylor, 329 U.S.495, 506 (1947).

13. McCalbe, Supra note 4, at §2.01 q[ 6.

14. McCabe, Supra note 4, citing von Bulow v. von Bulow, 811 F.2d 136, 146(2d Cir. 1987); Fisher v. United States, 426 U.S.

391 (1976); Upjohn Co. v. United States, 449 U.S. 383, 396 (1981).
15. McCabe, Supra note 4, at § 4.01 [A]q] 1. (Citing Santrade, Ltd. V. Gen Elec. Corp,, 150 F.R.D. 539, 547 (ED.N.C. 1993).)
16. McCabe, Supra note 4, at § 4.01 [A] [ 2. (Citing Weil Ceramics & Glass, Inc. v. Work, 110 F.R.D. 500, 505 (E.D.N.Y.

Vol.1 No.1 Apr. 2010
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BILERRBRETVARBRNEIME °
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(—) 1260 R ZEABRINE ZRIFE
1. —fig[F 8l
EXEE LA EEMEEABRSFEME RN  EZRKE 5| A 1950FMZERE
FEINHEFH BERLUnited States v. United Shoe Machinery Corp. 3R FTHES AL TEIZ X
REHEERPAIARARNRZRADK X 2 ERFEEMRETLABNMB MR 7
1982 F X B F IR EF LT =445 B O EFFERE(US Court of Appeals for the
Federal Circuit * CAFC)ZIR » * RIBMFICE FsmER SN EMEFE AN RERNEE
FE LU FRAGEDE R AR ZE TR /Y » WA S [ KO A R AR 2R » B OE E5RERe
1£1992 & Shearing v. lolab Corp.,ZFRET7E FE IR EEEUnited ShoeZE FRETE A3 HY 7 L EE
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1986).)

17. McCabe, Supra note 4, at § 4.01 [A] § 3. (Citing McCook Metals L.L.C. v. Alcoa, Inc, 192 F.RD. 242, 259-260 (N.D. II1.
2000))

18. McCabe, Supra note 4, at § 4.01 [A] 9 2. (Citing United States v. International Business Machines Corp.,, 71 F.RD. 376, 378
(S.D.N.Y. 1976); Detection Systems, Inc. v. Pittway Corp., 96 F.R.D. 152, 155 (W.D.N.Y. 1982).)

19. McCabe, Supra note 4, at § 4.01 [A] § 3. (Citing In re: Pfohl Brothers Landfill Lit, 175 F.RD. 13, 26 (W.D.N.Y. 1997),
quoting Hickman v. Taylor, 329 U.S. 495, 510-511(1947).)

20. McCabe, Supra note 4, at § 4.01 [A]q] 3. (Citing Pfohl, 175 F.R.D. at 26.)

21. McCabe, Supra note 4, at § 3.01 [A]q 1.

22. The Federal Circuit Historical Society, History of the Court,
http://www.federalcircuithistoricalsociety.org/historyofcourt.html (accessed Jan. 18, 2010)

23. McCabe, Supra note 4, citing United States v. United Shoe Machinery Corp., 89 F. Supp. 357, 358-59 (D. Mass. 1950); In re
Spalding Sports Worldwide, Inc., 203 F.3d 800, 804 (Fed. Cir. 2000); Shearing v. lolab Corp., 975 F.2d 1541, 1546 (Fed.
Cir. 1992).

24. United States v. United Shoe Machinery Corp., 89 F. Supp. 357, 358-59 (D. Mass. 1950)
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EEAFRPRLEHIZ L FHNMER - B—HENNRRIBRES BENERIIM
XM NEBAFRAS CRRHAFAREENEREEXS  BEEREREEME
FEARFRERENZRER ? 27219704 - iNMNIbREEFBHFER Jack Winter v. Koratron
HIARR A LR » * B hREHFFEMEEREREFB2EME L ErEE
BERE  AEFEMERFENAETNAR  BEBEBRETEALEN /BN 7
RIE (conduit)” * o ERERME M 19805 B FP XA FERI AT B - 2B _E 5EFr(Court
of Claims){EKnogo Corp. v. United StatesZ2FFTHEEN @ A RARAZFEMHITIELERE
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25.
26.
27.

28.
29.

30.
31.

Fisher v. United States, 425 U.S. 391, 403 (1976); see also 8 J. Wigmore, Evidence § 2291 (McNaughton rev. 1961).
McCabe, Supra note 4, citing /n re Spalding Sports Worldwide, Inc., 203 F.3d 800, 805 (Fed. Cir. 2000).

David Hill, Speech, Scope of Privilege and Issues in the United States (Geneva, Switzerland, May 23, 2008) (copy of
presentation available at http://www.wipo.int/meetings/en/2008/aippi_ipap_ge/program.ntm! (accessed Jan. 15, 2010)),
citing Jack Winter, Inc. v. Koratron Co., 50 F.R.D. 225. 228 (N.D. Cal. 1970).

McCabe, Supra note 4 n 49, citing Jack Winter, Inc. v. Koratron Co., 50 F.R.D. 225. 228 (N.D. Cal. 1970).

Alan M. Senior, Speech, Outcomes of Litigation and Needs Arising In Relation To Client/IP Professional Privilege In
Particular Countries - United Kingdom q 1, (Geneva, Switzerland, May 23, 2008) (copy of transcript available at http://
www.wipo.int/meetings/en/2008/aippi_ipap ge/program.html (accessed Jan. 15, 2010)), citing Knogo Corp. v. United States,
213 U.S.P.Q. 936, 940 (Ct. Cl. 1980).

/d.

In re Spalding Sports Worlawide, Inc., 203 F.3d 800 (Fed. Cir. 2000), available at http://openjurist.org/203/f3d/800 (accessed
Jan. 20, 2010)
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32. ld. at 804.
33. /d. at 804
34. ld.
35. /d.

n 2.

36. McCabe, Supra note 4, at § 301[BI[1]1 3.

37. Supra note
38. Supra note
39. Supra note
40. Supra note

31 at 804.
31 at 805.
31 at 805.
31 at 806 n 3.
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41. Supra note

31 at 805.

42. McCabe, Supra note 4, at § 301[BI[2] § 1
43. Softview ComputerProducts Corp. v. Haworth, Inc., 2000 U.S. Dist Lexis (S.D.N.Y. 2000).
44, McCook Metals L.L.C. v. Alcoa Inc., 192 F.RD. 242, 251 (N.D. I11. 2000).

45. Id. at 253.
46. Id.

47. Id. at 255.
48. Supra note

31, at 805.

49. Softview ComputerProducts Corp. v. Haworth, Inc., 2000 U.S. Dist Lexis 4254, *33 (S.D.N.Y. 2000).
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b. #EHt - Sperry v, Florida, 373 U.S. 379 (1963)

AT ERERARIFE-EAREBACUWERRGES @ HFTRECERR - &
BEANEBRENRBEEN S RFEEN—YNLERBARIGES - BRAATEEE
FEB (oractice of law) ; *° BEFR RS ERAE 19634 HSperry v. FloridaZE Bl 8RR o
1ESperryEH » ERRIBARBERES" BLIERMIINEE (attorney-like function)”

50. McCabe, Supra note 4, at § 301[BI[3] | 5.

51. /d.

52. McCabe, Supra note 4, at § 301[C][1][al.

53. ld.,, citing Santrade, Ltd. V. General electric Co., 150 F.R.D. 539, 546 (E.D.N.C. 1993); Burroughs Wellcome Co. v. Barr
Laboratories, Inc., 143 F.RD. 611, 616-17 (E.D.N.C. 1992)...

54. Duplan Corp. v. Deering Milliken, Inc., 397 F. Supp. 1146, 1194 (D.S.C. 1974).

55. Sperry v. Florida, 373 U.S. 379, 383 (1963)
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58. ld. at 394.
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61. McCabe, Supra note 4, at § 301[CI[1][c]
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63. /d. Citing /n re Lindsey, 158 F.3d 1263, 1270 (D.C. Cir. 1998).
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65. Senior, Supra note 29.

66. McCabe, Supra note 4, at § 3.01[CI[1](d]
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70. /d. Citing In re Minebea Corp., 143 F.R.D. 494, 500 (S.D.N.Y. 1992).

71. Id. Citing McCook Metals, 192 F.RD. at 260; Natta v. Hogan, 410 F.2d 187, 191 (3 Cir. 1969); and etc.

72. McCabe, Supra note 4, at § 3.01[CI[2], citing Golden Trade, Sir.L_ v. Lee apparel Co., 143 F.RD. 514, 517 (S.D.N.Y. 1992).

73. McCabe, Supra note 4, at § 3.01[C][2], citing McCook Metals L.L.C. v. Alcoa inc., 192 F.RD. 242, 256 (N.D. |11. 2000).

74. McCabe, Supra note 4, at 8§ 3.01[CI[2], citing Golden Trade, Sr.L. v. Lee apparel Co., 143 F.R.D. 514, 518-19 (S.D.N.Y.
1992).
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75. Foseco Intern. Ltd. V. Fireline, Inc., 546 F. Supp. 22,25 (N.D. Ohio 1982).

76. Hill, Supra note 27. EE7 H BREARIBEFEASINEIER IR AR RNFIAZT
(NBEAREREIFEL Benrishi) - VLT Corp. v. Vicor Corp, 194 F.RD. 8 (D. Mass. 2000); tt9NZEHBKno!l Pharmaceuticals

Co., Inc.. v. Teva Pharmaceuticals USA, Inc, 2004 WL 2966964 (N.D. |1l 2004); Eisai Ltd, v. Dr. Reddy’ s Lab., Inc. 406
F.Supp.2d 34 1(S.D.N.Y. 2005).

2NEBEERRIEA - McCook Metals L.L.C. v. Alcoa, Inc., 192 F.RD. (N.D. |1l. 2000); The Duplan Corp. v. Deering Milliken,
Inc., 397 F. Supp. 1146 (D.S.C. 1975); Baxter Travenol Laboratories, Inc. v. Abbott Laboratories, 1987 U.S. Dist Lexis
10300 (N.D. I11. 1987).

Q)EHEERRIEA (Patentanwalt) - McCook Metals L.L.C. v. Alcoa, Inc, 192 F.RD. (N.D. Ill. 2000); Softview Computer
Products Corp. v. Haworth, Inc., 2000 U.S. Dist Lexis (S.D.N.Y. 2000); Santrade Ltd. V. General Electric, 27 USPQ 1446
(E.D.N.C. 1993); Golden Trade, Sr.L. v. Lee Apparel Co.,, 143 F.R.D. 514 (S.D.N.Y. 1992).

(4)FEBEERRIEBA - Smithkline Beecham Corp. v. Apotex Corp., 193 F.R.D. 530 (N.D. I11. 2000); /n re Ampicillin Antitrust
Litigation, 81 F.R.D. 377 (D.D.C. 1978); The Duplan Corp. v. Deering Milliken, Inc., 397 F. Supp. 1146 (D.S.C. 1975)

77. McCabe, Supra note 4, at § 301[CI[2][al, citing Odone v. Croda Intern. PLC, 950 F.Supp. 10, 12-13 (D.D.C. 1997); /n re
Ampicillin Antitrust Litigation, 81, F.RD. 377, 391 (D.D.C. 1978); Duplan Corp. v. Deering Milliken, Inc., 397 F.Supp.
1146, 1169 (D.S.C. 1975), and quoting “communications by a foreign client with foreign agents relating to assistance in
prosecuting patent applications in the United States are governed by American privilege law:--"

78. McCabe, Supra note 4, at § 301[CI[2][al, citing Golden Trade, 143 F.R.D. at 520.

79. McCabe, Supra note 4, at 8§ 301[CI[2][al, citing Software Computer Product Corp. v. Harworth, Inc., 2000 U.S. Dist. LEXIS
4254, at ¥36-37 (S.D.N.Y. March 31, 2000); Advertising to Women, Inc. v. Gianni Versace Sp.A, 1999 U.S. Dist. LEXIS
12263 (N.D. I11. Aug. 47, 1999).
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80. McCabe, Supra note 4, at § 301[CJ[2][a], citing VLT Corp. v. Unitrode Corp., 194 F.R.D. 8, 15 (D. Mass. 2000) “a document

could touch base with the United States if it merely emanated here.”

81. /d.
82. /d. Also cites Smithkline Beecham Corp. v. Apotex Corp., 193 F.R.D. 530, 536 n.6 (N.D. IIl. 2000); Golden Trade, 143 F.R.D.

at b21.

83.58EE A" ERBMEAMIES NELR” o VLT, 194 F.RD. at 15, quoting Restatement (Second) of Conflict of Laws, §
139(2) (1988 Rev.)( “when the sovereign with the “most significant relationship with the communication”  recognizes
a privilege not recognized in the forum state, the communication should be disclosed under the policy of the forum state
unless the foreign state’ s interest overrides.” )

84. VLT, 194 F.RD. at 15; Golden Trade, 143 F.R.D. at 5b21.
85. VLT, 194 F.RD. at 15. ZZZENERAITRER -
86. McCabe, Supra note 4, at § 301[Cl[2][al, citing McCook Metals L.L.C. v. Alcoa Inc., 192 F.RD. 242, 256 (N.D. I1l. 2000);

Glaxo, Inc. v. Novapharm Ltd., 148 F.R.D. 535, 539 n.1 (E.D.N.C. 1993); Foseco Intern. Ltd. V. Fireline, Inc., 546 F.Supp. 22,
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25 (N.D. Ohio 1982).

87. McCabe, Supra note 4, at § 301[CI[2][b], citing Saxho/m AS v. Dynal, Inc., 164 F.R.D. 331, 337-38 (E.D.N.Y. 1996);
Santrade, Ltd. V. Gernal Electric Co., 150 F.R.D. 539, 546 (E.D.N.C. 1993).

88. Garland, Supra note 2, citing Bristo/-Myers Squibb Co. v. Rhone-Poulenc Rorer Inc., 52 US.P.Q. 2d 1897, 188 F.R.D. 189
(SDN.Y. 1999).

89. /d, citing Eisai Ltd. V. Dr. Reddy’ s Laboratories Inc, 77 U.S.P.Q. 2d 1854, 406 F. Supp.. 2d 341 (S.D.N.Y. 2005).

90. /d.

91. McCabe, Supra note 4, at § 301[CI[2][b], citing McCook Metals, 192 F.R.D. at 256.
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